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Summary of Facts and Subm ssi ons

2994.D

The appellant (applicant) filed an appeal against the
deci si on of the Exam ning Division refusing European
pat ent application No. 99 203 931. 3.

The Exam ning Division held that the subject-matter of
claiml of the "final request of the applicant" being
the "anended first auxiliary request” filed during the
oral proceedings held on 9 Cctober 2002 did not involve
an inventive step according to Article 56 EPC (see
points 6 of the decision of the Exam ning Division).

According to the mnutes of the oral proceedings held
on 9 Cctober 2002 at the end of said oral proceedings
t he applicant naintained the anmended auxiliary request
1 and the auxiliary request 5. During the oral
proceedi ngs the applicant was infornmed by the Chairnman
of the Exam ning Division that "the amended first
auxiliary request is not allowable because of |ack of
inventive step of claim1l according to Articles 52(1)
and 56 EPC', see point 13 of the above nentioned

m nutes, and that the "auxiliary request 5 is

al | owabl e", see point 24 of the above nentioned m nutes.
The applicant asked by the chairman to abandon the
anmended auxiliary request 1 maintained said request,
see point 25 of the mnutes of the oral proceedings.
Ther eupon the Exam ning Division refused the European
pat ent application.
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Wth the notice of appeal filed on 14 January 2003 the
applicant requested an interlocutory revision on the
basis of the auxiliary request 5 "which was deened

al l owabl e by the exam ning division". The refund of the
appeal fee was al so requested.

During the consultation by tel ephone on 15 May 2003
bet ween the appellant’s representative and the first
menber of the Examining Division, the representative
was "asked to file a clear copy of the description and
clains of the 5'" auxiliary request which was deened

al | owabl e by the exam ning division during the oral
proceedi ngs held on 09.10.2002".

On 21 May 2003 the representative filed retyped clains
and description as reaction to the above nentioned
consul tation by tel ephone.

On 3 June 2003 the Exam ning Division signed the EPO
Form 2701 deciding not to rectify its decision and to
refer the appeal to the Board.

Wth letter dated 17 Cctober 2003 the appel | ant
wi thdrew the request for a refund of the appeal fee.

Reasons for the decision

2994.D

The appeal is adm ssible. In particular, the Board is
satisfied that the notice of appeal dated 14 January
2003 al so contains a sufficiently reasoned "statenent
setting out the grounds of appeal™ w thin the nmeaning
of Article 108 EPC. The contents of the notice of
appeal which are quoted in paragraph |1l above nake it
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plain that the applicant no | onger requests grant of
the patent according to the anmended first auxiliary
request, but instead requests grant of the patent with
the text according to the fifth auxiliary request as it
was deened al | owabl e by the exam ning division during
the oral proceedings held on 9 Cctober 2002.

Furthernore the appeal is well founded, since the
applicant in its notice of appeal dated 14 January 2003
has approved the text of the fifth auxiliary request

whi ch was deened al | owabl e by the exam ning division
during the oral proceedings held on 9 Cctober 2002.

The Board cannot understand why the Exam ning Division
did not rectify its decision according to Article 109(1)
EPC, since a request which was acknow edged during the
oral proceedi ngs as being all owabl e becane through the
appeal the sole and mai n request of the appell ant
(applicant). There is no information in the file why
the Examning Division did not rectify its decision.
Therefore, the Board considers that it is neither
necessary nor appropriate to conment on this matter and
that it should remt the case according to

Article 111(1) EPC to the Exam ning Division for
further prosecution.
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further

prosecuti on.

The Regi strar: The Chai r man:

D. Spigarelli A. Burkhart
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