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Summary of Facts and Subm ssi ons
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The appel | ant (applicant) | odged an appeal on

7 February 2003, against the decision of the Exam ning
Di vi sion, posted on 11 Decenber 2002, refusing the

Eur opean patent application No. 97 107 888.6. The fee
for the appeal was paid on 10 February 2003 and the
statenent setting out the grounds of appeal was
received on 8 April 2003.

The Exam ning Division held that the application did
not nmeet the requirenents of Article 82 EPC, and of
Article 84 EPC in conjunction with Rule 29(2) EPC,
since the independent clains 1 and 4 filed on

14 Cctober 2002 referred to two different inventions or
groups and inventions, and solved two different

pr obl ens.

The appel |l ant requests that

- t he appeal ed deci si on be set aside,

- a patent be granted on the basis either of
claims 1 to 13 according to the main request, or
claims 1 to 12 according the auxiliary request,
both requests filed with the letter of 8 Apri
2003, and

- t he appeal fee be reinbursed according to Rule 67
EPC.

The i ndependent clains 1 and 4 of the main request read
as foll ows:
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"1l. A gear punp (50) for use in an electrically-
operat ed seal ed conpressor including a conpression
nmechani sm an electric notor (7) for driving the
conpressi on mechani sm and a crankshaft (2) for
transmtting a rotational force of the electric notor
(7) to the conpression nechanism said gear punp (50)
conpri si ng:

a first gear (52a) connected to an end of the
crankshaft (2) and

a second gear (52b) in nesh with the first gear
characteri sed by

a strainer (57) for capturing foreign substances
contained in oil which is introduced to the first and
t he second gear (52a; 52b) and

a punp cover (54) for covering the strainer (57), the
punp cover (54) having a shoul der portion in which the
strainer (57) is received, the strainer (57) having a
hei ght greater than that of the shoul der portion so
that the strainer (57) protrudes fromone end surface
of the punp cover (54)."

"4. A gear punp (50) for use in an electrically-
operat ed seal ed conpressor including a conpression
mechani sm an electric notor (7) for driving the
conpressi on nmechani sm and a crankshaft (2) for
transmtting a rotational force of the electric notor
(7) to the conpression nechanism said gear punp (50)
conpri si ng:

a first gear (52a) connected to an end of the
crankshaft (2) and

a second gear (52b) in mesh with the first gear (52a)
characteri sed by

a cover plate (53) for covering the first gear (52a)
and the second gear (52b);
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a punp cover (54) nounted on the cover plate (53) and
an oil suction nozzle (56) secured to the punp cover
(54) such that the cover plate (53) is interposed
between the oil suction nozzle (56) and the first and
t he second gear (52a; 52b)."

The auxiliary request conprises only a single

i ndependent claim(claim1l). The wording of this claim
corresponds to the wording of claim4 of the main
request, with the exception that sone reference signs
inclaim4 of the main request are mssing fromthis
claim

I n support of his requests, the appellant relied
essentially on the follow ng subm ssions:

Clains 1 and 4 of the main request differed from
clainms 1 and 4 underlying the appeal ed decision only by
the addition of reference signs. Each of the gear punps
defined in these clains conprised anong other things a
punp cover. Since the nost relevant state of the art as
di sclosed in DL (JP-A-02 030 998, patent abstract in
English) did not conprise such an el enent, the punp
cover had to be regarded as a special technical

feature. Therefore, according to Rule 30(1) EPC, the
inventions defined in clains 1 and 4 of the main
request related to a group of inventions so |inked as
to forma single general inventive concept, as required
by Article 82 EPC

The obj ect underlying both i ndependent clains 1 and 4
of the main request could be regarded as being to

i nprove the durability of a gear punp and at the sane
time to allow an easy and effective installation and
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mai nt enance of the parts of the gear punp. Therefore,
claims 1 and 4 were directed to two alternative
solutions of a particular problem Since it was not
appropriate to cover these alternatives by a single
claim the provision of two i ndependent clains was

al lowable with respect to Rule 29(2)(c) EPC.

In response to the objections of lack of unity and |ack
of conci seness raised in the exam ning division's
conmuni cation dated 20 June 2002, new clainms 1 to 13
had been filed. Wile the previous set of clains
cont ai ned ei ght independent clains, the new set of
clainms contained only two i ndependent clains, wherein
the first independent claim(claim1l) corresponded to
the previous claim1l1l and the second independent claim
was a new i ndependent claim Although substanti al
amendnments had been nade to the clains, the exam ning
di vision did not informthe appellant why the new
clainms |acked unity and contravened Article 84 EPC in
conjunction with Rule 29(2) EPC, before issuing the
decision to refuse the application on these grounds.
Since the appellant had not had any chance to present
comments on the exam ning division's reasoning with
respect to the new clains, the requirenents of
Article 113(1) EPC were not net. Hence the exam ni ng
di vision commtted a substantial procedural violation
which justified the rei nbursenent of the appeal fee.

Reasons for the decision

1
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The appeal is adm ssible
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Basi s of the deci sion

According to Article 113(1) EPC the decisions of the
Eur opean Patent O fice may only be based on grounds or
evi dence on which the parties concerned have had an
opportunity to present their comments. Wth respect to
t he established case | aw of the boards of appeal, the
term "grounds or evidence" under this Article has to be
understood as neaning the essential |egal and factual
reasoni ng on which the EPO based its decision (see for
exanple T 187/95).

In the present case the exam ning division informed the
appellant with its comrunication of 20 June 2002 t hat
on the basis of clains 1 to 13 filed with the letter of
3 June 2002, the application anong ot her things |acked
unity within the nmeaning of Article 82 EPC and that it
did not neet the requirenents of Article 84 EPC in
conmbi nation wth Rule 29(2) EPC.

Wth respect to the unity objection, the exam ning

di vi sion pointed out that the eight independent clains
on file referred to four separate inventions or groups
of inventions which were not so |linked as to forma
singl e general inventive concept. The exam ning
division stated that in the Iight of the special
technical features representing the contribution over
the prior art disclosed in D1, four different problens
had to be solved by the subject-matter of the

i ndependent clains. |ndependent claim1l served to solve
a first problem independent clainms 2, 8, 11 to 13 a
second problem independent claim6 a third problem
and i ndependent claim 10 a fourth problem However, no
reasoni ng was gi ven why the exam ning division
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consi dered these problens as the ones underlying the

four groups of inventions.

Wth respect to the conci seness objection, the

exam ning division infornmed the appellant that under
Article 84 EPC in conbination with Rule 29(2) EPC an
application could contain nore than one independent
claimin a particular category only if the subject-
matter clained fell within one or nore of the
exceptional situations set out in paragraphs (a), (b)
or (c) of Rule 29(2) EPC. Since the exam ning division
was of the opinion that this was not the case in the
present application, the appellant was requested to
file an anmended set of clains which conplied with

Rul e 29(2) EPC.

In response to the exam ning division s comunication
of 20 June 2002, the appellant filed with the letter of
15 (and not 14 as indicated by the exam ning division)
Oct ober 2002 a set of newclains 1 to 13 which
conprised only two i ndependent clains (clains 1 and 4).
The new claim 1 corresponded to the previous claiml,
and claim4 was based on the previous independent
claim2 with sonme of the features omtted.

Furthernore, the appellant pointed out that the

provi sion of a gear punp conprising a punp cover
constituted a conmon inventive concept, and that the
application contained two new i ndependent cl ains as
alternative solutions to a particular problem i.e. to
provide a reliable oil punp which at the sane tine
provided a high flexibility, adaptability and ease of
manuf acture. Therefore the set of new clains fulfilled
the requirements of unity within the neaning of
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Article 82 EPC, and, in accordance with Rule 29(2)(c)
EPC, could conprise two i ndependent cl ai ns.

Wth the decision of 11 Decenber 2002 the exam ning

di vision refused the application on the ground that it
did not neet the requirenents of Articles 82 EPC, and
84 EPC in conbination with Rule 29(2) EPC, w thout any
further previous conmunication to the appellant.

The exam ning division held that a reasoning
correspondi ng to both objections had al ready been drawn
to the attention of the appellant by neans of the
conmuni cation dated 20 June 2002, such that the

appel  ant coul d not have been caught by surprise by the
decision. Therefore the requirenents of Article 113(1)
EPC woul d have been ful fill ed.

The board does not agree with this conclusion. Inits
conmuni cation of 20 June 2002 the exam ning division
nerely informed the appellant that the clainms filed
with letter of 3 June 2002 did not neet the

requi renents of Article 82 EPC, and Article 84 in
conjunction with Rule 29(2) EPC. However, the appell ant
was never infornmed before the decision to refuse the
application that also the clains filed with the letter
of 15 Cctober 2002 did not neet these requirenents.

In order to overcone the objections of the exam ning
division with respect to the clains filed with letter
of 3 June 2002, the appellant filed a new set of clains
with only two i ndependent clains instead of eight

i ndependent cl ai ns and expl ai ned why he was convi nced
that these clains referred to a single general

i nventive concept and that they defined two alternative
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solutions to a particular comon problem Consequently
t he appellant coul d have expected a further

conmuni cation of the exam ning division dealing with
the new clainms, in particular in the light of the
appel lant's explanations to these clains, and in the
[ight of the fact that only one independent claim(ie
claim1l) corresponds to one (ie claim1) of the

previ ous ei ght independent clains, so that with respect
to the second i ndependent claim(ie claim4) no

rel evant comments had been previously given. However,
the exam ning division failed to informthe appell ant
before issuing the decision why the two i ndependent
clainms (one of which was new) do not refer to a single
i nventive concept, and why they do not define two

alternative solutions to a particular common probl em

Even in its comunication of 20 June 2002 the exam ning
did not deal with these issues. Wth respect to the
unity objection, the exam ning division nerely listed
the features of the independent clains which were not

di sclosed in the nost relevant state of the art and
listed the problens which in its view were solved by

t he present independent clains. However, the exam ning
di vi si on gave no reason why the independent clains did
not contain a conmon special technical feature, in
particul ar why the punp cover cited in the independent
clainms and which formed the basis for the independent
claims 1 and 4 filed with the letter of 15 Cctober 2002
coul d not be regarded as such a special technical
feature. Wth respect to the conci seness objection the
exam ning division nerely stated that the independent
clainms did not disclose alternative solutions to a
particul ar problemas required by Rule 29(2) EPC
However, it was neither explained why the problens
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cited in connection with the unity objection were the
obj ective problens underlying the different independent
claims, nor why there was no comon particul ar probl em
underlying all independent clains. In particular there
was no expl anation why the problemcited by the
appellant in his letter of 15 COctober 2002 could not be
regarded as such a particul ar probl em

In the light of the above findings, the board comes to
t he conclusion that the decision of the exam ning

di vi sion was not based on a |l egal and factual reasoning
on which the appellant had had an opportunity to
present his comrents. Consequently this decision
contradicts Article 113(1) EPC, and constitutes a
substantial procedural violation.

Under these circunstances reinbursenent of the appeal
fee is justified.

Furthernore, since the exam ning division has not yet
exam ned the anended clains filed by the appellant as a
reaction to the contested decision, the board considers
it appropriate to remt the case in accordance with
Article 111(1) EPC to the first instance for further

prosecuti on.
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further
prosecution of the application on the basis of the
fol |l owi ng docunents:

Cl ai ns: No. 1 to 13 filed with the letter of
8 April 2003 (nain request)
No. 1 to 12 filed with the letter of
8 April 2003 (auxiliary request).

Descri pti on: Pages 1 to 7, 20 to 29 as originally
filed; and
Pages 8, 9, 19 filed with the letter of
3 June 2002.
Dr awi ngs: Figures 1 to 16 as originally filed.
3. Rei mbur senent of the appeal fee is ordered.
The Regi strar: The Chai r man:
G Magouliotis C. Andries
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