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Summary of Facts and Subm ssi ons
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This appeal lies fromthe decision of the Exam ning
Division to refuse European patent application No.
95 935 125.5, relating to a bi odegradabl e surfactant
conposition conprising an epoxy-capped

pol y(oxyal kyl at ed) al cohol .

In its decision, the Examning Division, referring to
docunent

(1): WO A-94/ 22800

found that the clained subject-matter | acked an
inventive step in the light of the teaching of this
docunent .

An appeal was filed against this decision.

A new set of 7 clains was filed with the statenent of
the grounds of appeal, claim1l of which read as foll ows:

"1. A surfactant conposition characterized by
containing a liquid or solid carrier and a conmpound of
t he formul a:

RO CH,CH( CHs) O] ( CHCH,0) 10[ CH.CH( OH) ( CH) 3CHs] wherein R
is a conbination of butyl, hexyl, octyl and decyl."

This set of clains contained also a claimdirected to a
met hod for cleaning soiled tableware by contacting it
in a dishwashing machi ne with an aqueous wash bath
havi ng di spersed therein an effective anount of the
conposition of claim1l to obtain a clean tabl eware
havi ng substantially reduced filnms and spots (claim6)
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and one directed to a nethod for cleaning hard surfaces
by contacting themw th an effective anount of the
conposition of claim1 (claim7).

Under cover of a letter dated 27 January 2004 the
Appellant filed a new set of clains replacing the set
previously on file. This set of three clains consisted
only of the previous clains 1, 6 and 7.

The Appellant has submitted in witing that

- docunent (1), though disclosing a class of epoxy-
capped pol y(oxyal kyl at ed) al cohol s having a
general formula including the specific conpounds
of claim1l, suggested to select surfactants having
an epoxy capping nmoiety with a G2 | i near
hydr ocarbon rest in order to inprove the rinsing
efficiency of the disclosed conpositions (page 7,
lines 4 to 17);

- therefore, the skilled person, faced with the
t echni cal probl em of providing conpositions having
superior rinsing performance, e.g. increased
reduction in spotting and film ng of tabl eware,
woul d have sel ected a surfactant having a | onger
epoxyal kane noi ety than the surfactant of present

claim1;

- docunent (1) thus led away fromthe clained
i nventi on;

- nor eover, the subject-matter of present claiml,
being limted to the specific surfactant of
exanpl e 5, displayed better rinsing properties
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than the conpositions disclosed in the exanples of
docunent (1), containing surfactants with a | onger
epoxy capping group; in fact the sumof the
figures for spotting, streaking and film ng of the
products of exanples 1, 2 and 3 of docunent (1)
was greater than the corresponding sumfor the
product of exanple 5 of the present application;

- this result was surprising and could not have been
predicted in the light of the teaching of
docunent (1);

- the clained subject-matter thus involved an

i nventive step.

The Board expressed its provisional opinion in a
comuni cation dated 30 Septenber 2003.

The Appellant was informed inter alia that

- the tests of exanple 5 did not appear to prove
convincingly that the surfactant of present
claiml1 provided better rinsing properties than
the surfactants tested in docunment (1);

- t he techni cal problem underlying the clained
invention had to be seen, in such a case, as the
selection of a liquid surfactant fromthe general
formul a of docunent (1), which surfactant brings
about a significant reduction in spotting and
filmng of tableware when used in an automatic
di shwasher, as conpared to conventiona

surfactants.
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The Appel |l ant requests that the decision of first

i nstance be set aside and that a patent be granted on
the basis of the clains 1 to 3 filed under cover of a
letter dated 27 January 2004.

Reasons for the Deci sion

0906. D

The Board is satisfied that the clains filed under
cover of a letter dated 27 January 2004 neet the

requi renents of Articles 84 and 123(2) EPC and that the
claimed subject-matter is novel over the cited prior
art.

Since the appeal fails on other grounds further details

are unnecessary.

| nventive Step

The present application and, in particular, the
subject-matter of claiml1 relates to a conposition
conprising a liquid biodegradabl e surfactant which can
be used in autodish cleaning applications or as a rinse
aid in industrial and institutional dishwashing
applications (see page 1, lines 1 to 5 and page 8,
lines 3 to 13).

The description of the present application acknow edges
t hat docunent (1) already disclosed conpositions

conpri sing nonionic surfactants having an excel | ent
conbi nati on of biodegradability, |ow foam ng and
rinsing properties, e.g. a significant reduction in
spotting and filmng of tableware, as conpared to
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conventional surfactants, when used in automatic

di shwashers (see page 4, line 25 to page 5, line 14).

The Board thus takes document (1), which relates to the
same technical field as the present application, as the
nost suitable starting point for the evaluation of
inventive step of the clainmed subject-matter, as al so
found in the decision of first instance (see points 1
and 4 of the reasons for the decision). The Appell ant
has not disputed this finding.

Thi s docunent di scl oses the use of epoxy-capped

pol y(oxyal kyl at ed) al cohol s having a general formnula
whi ch enconpasses the surfactants of present claim1l
(see page 4, line 21 to page 5, line 7). A surfactant
having all the features of the present claim1l is,
however, not specifically disclosed in this docunent.

The description of the present application states that
t he known surfactants of docunent (1) are typically
solids and thus undesirable and costly for the
preparation of liquid detergents (page 5, lines 14

to 19).

The al |l eged techni cal problemunderlying the present
invention is thus defined in the description of the
present application as the provision of |iquid
surfactants conpositions having properties simlar to

t hose of the products of docunment (1) (page 5, lines 19
to 28).

The Board notes, however, that docunent (1) already
di scl oses a general class of |ow foam ng surfactants
whi ch, when fornulated into powder or liquid detergent
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products, provides good rinsing properties and a
significant reduction in spotting and film ng of

tabl eware as conpared to conventional surfactants (see
page 1, lines 1 to 7; page 4, lines 14 to 20; page 5,
line 34 to page 6, line 5; page 7, lines 22 to 27).

Mor eover, even though the specific surfactants used in

t he exanpl es of docunent (1) are solid, the genera
formula of the class of surfactants used in docunent (1)
(see page 4, line 21 to page 5, line 7) enconpasses the
surfactant of present claiml1, which is liquid, and

i ncl udes thus necessarily solid and liquid surfactants
as well. The sanme concl usion can be drawn for the
preferred class of surfactants indicated in this
docunent, which has an al coholic portion having a Cs12,
nore preferably a Gs.10, al kyl radical (page 6, |ines 22
to 24), 1 to 2 and nore preferably 1 propyl ene oxide
group (page 5, lines 1 to 2), from10 to 25 and nore
preferably from 10 to 20 et hyl ene oxi de groups (page 5,
lines 2 to 5) and 1 to 2, nost preferably one

epoxyal kane capping group (see page 5, lines 5 to 7),
having a |inear hydrocarbon radical containing from2

to 26 carbon atons (page 4, lines 27 to 29 and page 7,
lines 4 to 9) and, preferably from2 to 22 carbon atons,
depending on the desired efficacy (see page 7, lines 13
to 17) of the surfactant.

Therefore, since docunent (1) had al ready provided | ow
foam ng liquid surfactants having good rinsing
properties, the technical problemunderlying the
claimed invention cannot be considered to be that
identified on page 5, lines 19 to 28 of the application

in suit.
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The description of the present application notes al so
that the specific surfactant of exanple 5, which is the
subj ect-matter of present claiml, exhibits an
unexpectedly high defoam ng efficacy and a very | ow
foam generating capacity in the presence of protein
soils (see page 9, lines 1 to 14 and page 14, lines 12
to 17 and page 22, line 18 to page 23, line 14).

The Appel lant has thus identified the technical problem
underlying the clainmed invention in the statenment of

t he grounds of appeal as the selection of a liquid
surfactant fromthe broader teaching of document (1),
whi ch surfactant provides a better overall reduction in
streaking, spotting and film ng (see page 2 of the
statenment of the grounds of appeal).

Support for this alleged superior performance of the
selected surfactant is found, in the Appellant's view,
in the conparison of the performance of the sel ected
surfactant reported in table 5 of the present
application with the results reported in table I of
docunent (1) in regard to different surfactants falling
under the general fornula of that document (which
surfactants are solid and have a | onger epoxyal kane
cappi ng rest as already expl ai ned above).

The Board notes, however, that the tests of docunent (1)
are carried out under precise washing conditions (see
page 12, lines 9 to 15 and 24 to 26), whilst exanmple 5
of the present application does not specify the
conditions used in the simlar tests of the present
application. Mreover, a conparison of the results
reported for the commercial product Cascade in the
present application and in document (1) shows slightly
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di verging values in spotting. Simlar differences occur
also in the results of the foamtest.

Moreover, the tests of the present application do not

i ndi cate which nunerical variation in these results can

be considered statistically significant.

The Appel l ant has not submtted any argunent in regard
to these considerations by the Board, which were

al ready contained in point 3.3 of the comuni cation of
30 Sept enber 2003.

The Board thus cannot accept that the tests of
exanple 5 prove the all eged technical advantage over
the surfactants tested in docunent (1).

The techni cal problemunderlying the clainmed invention
has thus to be refornulated in nore sinpler terns as
the selection of a liquid surfactant fromthe broader
general formula of docunent (1), which surfactant al so
brings about a significant reduction in spotting and
filmng of tableware when used in an automatic

di shwasher, as conpared to conventional surfactants.

The Board is satisfied that the subject-matter of
claim1 solved the above technical problem

2.4 The Board notes that the general formula of the
surfactants used in docunent (1), as explai ned above,

includes the liquid surfactant of present claim 1.

More precisely, the preferred class of surfactants
i ncl udes those having

0906. D
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- an al coholic portion having a Cs.12, nore preferably
a GCs.10 al kyl radical (page 6, lines 22 to 24), thus
i ncluding the sane type of radical as the
surfactant of claim1l; a surfactant derived from
Al fol -610, i.e. exactly the sane type of m xed
al cohol used in exanple 5 of the present
application, having a m xture of butyl, hexyl,
octyl and decyl radicals and subject-matter of
claiml1 of the present application is, for exanple,
used in the exanpl es of docunent (1);

- one propyl ene oxide group (page 5, lines 1 to 2)
as in the surfactant of present claim1;

- from 10 to 20 ethyl ene oxi de groups (page 5,
lines 2 to 5), thus enconpassing surfactants
havi ng 10 nol es of ethyl ene oxide as that of

claim1;

- one epoxyal kane cappi ng group (see page 5, lines 5
to 7) as in claim1;

- a hydrocarbon radical of the epoxy capping group
having from2 to 26 carbon atons (page 4, |ines 27
to 29) and, preferably, from2 to 22 carbon atons,
depending on the desired efficacy (see page 7,
lines 13 to 17), thus enconpassi ng those having 4
carbon atons as in present claim1 (this
definition in the formula of docunment (1) clearly
excluding in the Board' s view the carbon atons
derived fromthe epoxy group itself.

As regards the epoxyal kane resi due docunent (1)
suggests to use, for exanple, a residue having 2 to 4

0906. D
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carbon atons if a conposition having a high cloud point
(i.e. a conposition liquid at anbient tenperature) is
desired, a residue having 6 to 10 carbon atons if

opti mal defoam ng efficacy is searched for and a rest
having 12 to 22 carbons for optim zing rinsing (page 7,
lines 13 to 17).

Si nce docunent (1) teaches that all the conmpounds
covered by the disclosed general fornula, thus also

t hose having a shorter epoxyal kane chain, bring about a
significant reduction in spotting and fil m ng of

t abl eware when used in an automatic di shwasher, as
conpared to conventional surfactants and this general
formul a enconpasses |liquid surfactants (see point 2.2
above), it was obvious for the notional skilled person,
| ooking for liquid surfactants having the properties
menti oned above, to try the conpounds falling within
the preferred class given in docunent (1), e.g. by
adjusting the length of their various constituents, e.gqg.
t he al coholic residue or the epoxyal kane chain, in
dependence of the desired properties.

Mor eover, even though docunent (1) suggests to use
conpounds havi ng a | onger epoxyal kane chain than in
present claim 1l for achieving optimal rinsing, it also
suggests, as expl ai ned above, the use of shorter
conpounds for inproving other useful properties of the
di scl osed surfactants, e.g. their defoam ng capacity or
their cloud point.

It was thus obvious for the notional skilled person,
followi ng the teaching of docunent (1) and faced with
the technical problemidentified hereinabove, to | ook
for conpounds havi ng bal anced properties, e.g. for

0906. D
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conpounds providing at once good rinsing and def oam ng
and having | ess tendency to be solid; it was thus
obvious to try one having a shorter epoxyal kane group
as suggested in the description with one having an

al coholic residue as used in the exanples and thus al so
one having all the features of present claim1l (see

al so the decision of first instance, points 6 and 7 of
t he reasons).

The subject-matter of claim1l | acks thus an inventive

st ep.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

G Rauh P. Krasa
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