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Summary of Facts and Subm ssi ons

2724.D

Eur opean patent No. 0 721 770 granted on application
No. 95 102 144.3 was nai ntai ned in anended form by
deci sion of the opposition division posted on 14 Apri
2003.

The opposition division was of the opinion that the
subject-matter of claim1 in accordance with the patent
proprietor's third auxiliary request conplied with the
requirenments of the EPC. In particular, it considered
that the subject-matter of claim1l was disclosed in a
manner sufficiently clear and conplete for it to be
carried out by a skilled person (Article 83 EPC), that
it was novel (Article 54 EPC) and involved an inventive
step (Article 56 EPC).

The appel l ant (patent proprietor) filed on 28 Apri
2003 a notice of appeal against the decision of the
Opposition Division and simnmul taneously paid the appeal
fee. Wth the statenent setting out the grounds of
appeal , received on 18 August 2003, the appel |l ant
requested to set aside the interlocutory decision and

to maintain the patent as granted.

In an annex to the summons to oral proceedi ngs pursuant
to Article 11(1) of the Rules of Procedure of the
Boards of Appeal dated 12 May 2005 the Board expressed
its prelimnary opinion that in respect of sufficiency
the Board did not share the opposition division's
opinion and that it had to be di scussed whet her the

di scl osure of the patent in suit was sufficient to

enable the skilled person to determne reliably the
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extensibility of at least 5 % of the |anding nenber

formng the front waist elastic el enent.

(N In response to the Board's prelimnary opinion, the
appel l ant (patent proprietor) filed with letter
received on 12 Septenber 2005 a first auxiliary request
together with a Declaration of M. Mark Kline, dated
9 Sept enber 2005.

I V. Oral proceedings were held on 12 Cct ober 2005.

The appel | ant requested that the decision under appeal
be set aside and that the European patent be maintained
on the basis of the main request filed at the oral
proceedings or, in the alternative, on the basis of the
auxiliary request also filed at the oral proceedings.
The respondent (opponent) requested that the appeal be

di sm ssed.

Claiml of the nmain request reads:
" Absorbent article (20) conprising:

- a backsheet (30) having two | ongitudinal sides (40),

a front transverse edge (42'), a front waist region (94)
| ocated along the front transverse edge (42'), a back
transverse edge (42), a back waist region (98) |ocated

al ong the back transverse edge (42),

- afront waist elastic elenment (89) located in the

front waist region (94), and

- a nechani cal fastening system (24) conpri sing:

- at least two hook-type fastening nenbers (58) |ocated
in the back wai st region (98) and extendi ng

transversely beyond each I ongitudinal side (40), and
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- a |l oop-type | anding nenber (64) located in the front
wai st region (94) for nmechanically engaging with the
hook-type fastening nenbers (58), wherein the | anding
menber (64) is extensible by at least 5 % preferably
at least 15 %at a force between 30 grans per inch and
280 grans per inch in the direction of the front
transverse edge, characterized in that the |anding
menber (64) fornms the front wai st elastic el enment
(89)."

Claim 1 according to the auxiliary request reads as
fol | ows:

" A di aper (20) conpri sing:

- a backsheet (30) having two | ongitudinal sides (40),
a front transverse edge (42'), a front waist region (94)
| ocated along the front transverse edge (42'), a back
transverse edge (42), a back waist region (98) |ocated
al ong the back transverse edge (42),

- afront waist elastic elenment (89) located in the
front waist region (94), and

- a nechani cal fastening system (24) conpri sing:

- at least two hook-type fastening nenbers (58) |ocated
in the back wai st region (98) and extending
transversely beyond each | ongitudinal side (40), and

- a |l oop-type | anding nenber (64) located in the front
wai st region (94) for nmechanically engaging with the
hook-type fastening nenbers (58), wherein the | anding
menber (64) is extensible by at least 5 % preferably
at least 15 %in the direction of the front transverse
edge,

and the front waist elenent (89) extends between 5 %
and 60 % at a force of between 11.8 and 110.2 g/cm (30
and 280 g/inch) and contracts the front waist region
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(94) in gathers to provide an elasticated fit of the
front waist region (94) against the waist of a wearer
wherein the | anding nenber (64) fornms the front wai st

elastic elenent (89)."

In support of its request the appellant essentially
relied upon the foll owi ng subm ssi ons:

Basis for the features added to claim1 as granted
according to the main request and according to the
auxiliary request could be found in the application as
originally filed in claim2 and on page 3, lines 15 to
21. Both passages referred to an extension of between
5 %and 60 % at a given force and thus an extension of
at least 5 %was inplicitly present. The | andi ng nenber
formed the front waist elastic el ement and the | anding
menber conprised an elastic |oop-type material, this
correspondence should be taken into account when
interpreting the features concerned. The requirenents
of Article 123(2) EPC were, therefore, net.

The auxiliary request was based on the first auxiliary
request filed on 12 Septenber 2005 and the m nor

nodi fications in reply to the objections presented at
the oral proceedings could have been expected by the
respondent (opponent). Therefore, it should be admtted

into the proceedi ngs.

In respect of the objection of |ack of sufficient

di sclosure (Article 83 EPC) it should be taken into
account that extensibility was a usual paraneter and

t he determ nati on nethods and the required instrunments
were known by the skilled person as proven by the
declaration of M. Kline. Standard net hods were
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available. It had not been proven that the results
differed between the different nethods, the respective
burden of proof lay solely with the opponent. The
hysteresis of elastic materials did not influence the
result since for a diaper it would be sufficient to

t ake one nmeasurenment in one determnation cycle. In
opposi tion proceedi ngs the burden of proof lay with the
opponent who had not provided any tangi bl e evidence. In
t he absence of such evidence there was no reason to
guestion whether the invention was disclosed in a
manner sufficiently clear and conplete for it to be
carried out by a person skilled in the art.

The subm ssions of the respondent can be sunmarized as
fol |l ows:

The subject-matter clained in claim1l of the main
request | acked a sufficient basis in the application as
originally filed. Caim2 as originally filed referred
to a | andi ng nenber conprising an el astic |oop-type
material which was elastically extensible by between

5 %and 60 % at a force of between 30 and 280 g/in. The
wording of claim2 as well as the corresponding part in
the description made it clear that the two ranges
clainmed were linked to each other i.e. the elastic
extensibility of 60 % was achieved at a force of

max 280 g/in. The present claimlacking any upper limt
of the extension was thus anended to include subject-
matter not disclosed in the application as fil ed.
Therefore, the conbinati on now cl ai mred was not
originally disclosed and thus contravened Article 123(2)
EPC.
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The auxiliary request should be rejected as being filed
|ate and not prinma facie formally acceptable. The
subject-matter which was inserted into claim1l was not
clear (Article 84 EPC), since with respect to "l anding
menber”, "front waist elastic elenent ", "front wai st
region", "loop-type |anding nenber"” different materials
could be considered to be present. Hence, the wording
was confusing and the conbi nati on now cl ai nred was not
prima facie clear which woul d be necessary at such a

| ate stage of the proceedings. The term "di aper” al so
could be interpreted in a very wide manner and was not
clear either. The contraction of the front wai st region
in gathers had not been within the scope of the clains
as granted and thus the requirenments of Article 123(3)
EPC were not net either.

The requirement of sufficiency of the disclosure was
not fulfilled in view of the different determ nation
met hods applicable for extensibility neasurenents. The
evidence in this respect provided by M. Kline did not
refer to the subject-matter clainmed but to the general
possibility to determ ne elastic extensibility which
was not contested. However, the standard nethods known
to the skilled person (EDANA, ASTM US-A-5, 196, 000) for
determning this property differed in view of the
sanple to be taken, the applied test velocity and the
tenperature/hum dity condition. A reproducible and
reliable result could not be obtained w thout

speci fying one of these nethods or all rel evant

ci rcunstances directly. For polyneric nmaterials the
hysteresis curves had also to be taken into account. In
this respect it would have been necessary to define the
determ nation point with respect to the nunber of the
test cycle (first or higher) and to specify whether the
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determ nation of the relevant value should be perforned
in the unload or the | oad cycle. The decl aration of

M. Kline not being relevant to the point at issue, no
proof for reproducible and reliable results was present.
Inits earlier decision T 252/02 the Board 3.2.06 (in
anot her conposition) had al ready deci ded that the

burden of proof was shifted to the patentee in cases of
such serious doubts expressed at various stages of the
pr oceedi ngs.

Reasons for the Decision

1.

2724.D

The appeal is adm ssible.

Mai n Request - Article 123(2) EPC

Claim1l of the main request is based on the granted
claiml with the addition of the feature "at a force of
bet ween 30 grans per inch and 280 grans per inch". For
support of the newy clained subject-matter the
appel l ant essentially relied on claim 2 and page 15,
lines 5 to 11 of the originally filed patent

appl i cation.

However, claim?2 as originally filed refers to a
| andi ng nmenber conprising an elastic | oop-type materi al
which is elastically extensible by between 5 % and 60 %

at a force of between 30 and 280 g/in.

Al so the disclosure on page 15, lines 5 to 11 is
limted to these two interrel ated ranges. By no neans
is there a clear and unanbi guous di scl osure that the

val ue of 280 g/in is also applicable for extensions of
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nmore than 60 % which because of the open range ("at
least 5 %) is now subject-matter falling within the

scope of claim1l.

Therefore, claim1l of the main request does not neet
the requirements of Article 123(2) EPC and therefore
the main request is rejected.

Auxi | i ary Request

Adm ssibility

Filing of anended clains in opposition-appeal
proceedi ngs is governed by Article 123 EPC and Rul e 57a
EPC, which do not specify a tinme |imt for subm ssion
of anmendnents. Therefore, a Board has discretion to
accept anended clains at any stage of the proceedings.
The Boards have laid down criteria for limting the
adm ssibility of anmended requests. In general, the tine
of the filing of the anended clains, the difficulty in
exam nation, fairness vis-a-vis the opponent, to give
sufficient opportunity to respond, and the reason for
the late filing, are all inportant criteria for

deciding on the admssibility of anended cl ai ns.

Claiml of the auxiliary request is based on the first
auxiliary request filed on 12 Septenber 2005 by the
appellant in reply to the conmmunication of the Board of
Appeal dated 12 Mai 2005. The further anendnments
carried out to this claim1 represent a genui ne attenpt
to overcome the objection under Article 123(2) EPC

agai nst the main request raised during the oral
proceedings, and a limtation of the absorbent article
to a diaper. Diapers always represented the preferred
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enbodi nent and therefore, such a limtation cannot | ead
to surprise or to difficulties in exam nation or

preparation of the respondent’'s response either.

In view of these circunstances, the Board does not see
a valid reason for objecting to the adm ssibility of
anended cl aim 1.

Article 123(2) EPC - Basis for the anendnents

Claim1l has been limted to "a diaper"” and to al
further features emanating fromthe application as
originally filed on page 15, lines 5 to 11 (equival ent
to paragraph 0052 of the patent specification) which
refers to "The di aper conprises a front waist elastic
el ement 89, which in figure 1 is fornmed by the elastic
| andi ng nmenber 64. The front wai st el astic el enent
preferably extends between 5 % and 60 % at a force of
bet ween 30 and 280 g per inch and contracts the front
wai st region in gathers to provide an elasticated fit
of the wai st region against the waist of a wearer."
The requirenents of Article 123(2) EPC are net.

Since the scope of granted claim1 was further
restricted by limting the claimto diapers and
limting the extensibility of the front waist elastic
elenment to a contraction in gathers in the front wai st
region, the requirenents of Article 123(3) EPC are
equal ly fulfilled.

Suf fi ci ency

The opposition division was of the opinion that the
requirenents of Article 83 EPC were net considering
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that an extensibility of at least 5 % should be

i mredi ately recogni zable by a skilled person w thout a
special test sinply by considering that a m ni nal
extensibility would neet this requirenent. Neverthel ess,
the opposition division noted that a test nethod for

the extensibility of the | anding nmenber was not

di scl osed and that questions renmai ned about the size of
the sanple, hysteresis or not, the way in which to

apply the force to the test sanple, the test velocity
etc..

As set out under point Ill. above, the Board expressed
in the annex to the sunmons to oral proceedings that it
did not share this opinion of the opposition division.
The question to be answered is not whether an
extensibility of "at least 5 % is recognizabl e but
whet her the range of extensibility of at least 5 %
representing a feature of the invention, is
sufficiently clear and conplete to allow the skilled
person to determne this range with sufficient
certainty i.e. to enable himto distinguish between the
product of the invention and that of the prior art. The

at least 5 %

clai med range of an extensibility of
concerns the front waist elastic elenent. Caim1 does
not specify polyneric materials for the front wai st

el astic elenent or for the |anding nenber. However, the
skill ed person can only reach the conclusion, that in
view of the article and the technical area, polyneric
materials are concerned. This conclusion is supported
by the specification of the patent in suit in 8 0094
and 8 0095 disclosing |Ianding nenbers nmade of an

el astic | oop-type material conprising for exanple non-
woven material or nmade of a lamnate of an el astoneric

filmand a non-elastic | oop-type material. Inits
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argunent ation the appellant also only relied on
properties specific to elastoneric materi al.

The cl ai ned range of an extensibility of "at least 5 %
presupposes that such a range can be reliably and
reproduci bly established via a determ nation nmethod or

i s otherw se unanbi guously identifiable. If no

determ nation nmethod is prescribed in the specification,
it has to be established whether an appropriate

determ nation nmethod was available to the skilled

per son.

The appell ant and the respondent agreed that standard
nmet hods for neasuring extensibility had been avail abl e.
EDANA and ASTM - standard nethods were cited.
Furthernore, the appellant and the respondent referred
to the nmethod disclosed in US-A-5, 196, 000.

However, when agreeing that different nmethods exist for
determ ning extensibility, the question arises whether
such different nethods always |lead to the sane result
so as to define this feature of the clainmed invention
in a sufficiently clear and conpl ete manner as required
by Art. 83 EPC. The case | aw of the Board of Appea
states that where there are different neasuring nethods
whi ch do not always lead to the sane result, this nmay

i ndeed anmount to an undue burden (T 225/93).

The appel | ant argued that the burden of proof rests
wi th an opponent (T 182/89) and that no evidence of

i nsufficient disclosure has been provided by the
opponent. In this respect, however, the respondent -
opponent explained in detail the factors to be taken
into account when determ ning extensibility.
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In particular, the cited determ nation nethods for

extensibility of polyneric materials differed in view

of the choices for the conditions

strain-hysteresis |oop; (load or unload curve)
nunber of test cycles; (first or higher)

cross- head speed; (EDANA: 100 mmi m n, ASTM

300 mm mi n, US-A-5,196,000: 500 nmm nin)
tenperature/ hum dity: (EDANA: 23°C/50 % or 20°C/ 65 %
US- A- 5, 196, 000: 22,8°C/50 %

sanple and test size and the |oad to be applied

(US- A-5,196,000: full scale at 500 gf).

a correlation of the results for the three nethods
I's not avail able

the extension can only be determ ned for a given
force/sanple length. This latter statenent is
confirmed by the affidavit of M. Kline (see third
par agraph, last line) on behalf of the appellant.
The differences of neasurenent between the three
known met hods therefore excluded a direct conparison
of the respective results.

The appellant's response that the nmethod disclosed in
US- A- 5,196,000 and its suitability for the

determ nation of extensibility was evidenced by the

declaration of M. Kline does not put the respondent's

evi dence and argunents in doubt.

the nmethod disclosed in US-A-5,196,000 is only one

of various possible determ nation nethods for
extensibility. The standard nethods avail able from
EDANA and from ASTM r epresent wel | - known standard

met hods and coul d al so be used by the skilled person.
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- al so, in US-A-5,196,000, with respect to the
extension force test of the elasticized waistband
(col. 55, |I. 15 to 57) not only the sanple size and
the test size are specified, but further the
crosshead speed, the chart speed, the full scale at
500 gf and that a graph of extension force versus
extension is to be generated for a total of
10 sanples. In col. 45 |. 3 to 27, the necessity to
consi der the hysteresis |loop of force in the stress-
strain property of elastoneric materials is
enphasi zed. It further points to the fact that the
| oad and unl oad curve are different and that the
hysteresis |1 oss should be present only to a certain
extent. Furthernore, it highlights the elastic creep
whi ch shoul d be kept at a mninumin order to ensure
a certain stability of the material. In col. 51
. 15 to 45, values for the force/extension
characteristics for elasticized waistbands in
di apers are given. Two test cycles of a flexure
bendi ng test and an edge conpression stiffness test
are denonstrated by figures 12 and 15, respectively,
whi ch prove the fact that the values for the two
test cycles differ and that the | oad and unl oad
sections of the test cycles lead to significantly
different results. (Such correlating figures were
denonstrated on the flip chart during the oral
proceedi ngs by the respondent in order to enphasize
that these considerations significantly influence
the result of the extension force test as well.)
Therefore, even applying the nmethod disclosed in
US- A-5,196,000 it would have been necessary to
define further details.

2724.D
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- the appellant's subm ssion that the creep and the
hysteresis | oss were irrelevant for the
determi nation of the percentage of extensibility and
that only the first cycle was to be considered | acks
a basis in the patent in suit and also in
Us- A- 5, 196, 000.

As regards the point at issue i.e. whether the choice
of the test nethod, which involves sone arbitrary

choi ces, always leads to the sane results in a reliable
manner, the declaration of M. Kline is silent. It
addresses the fact that fromthe data obtained with an
Instron tensile tester according to the instructions
given in US-A-5, 196,000 the extension of a material for
a given force/sanple length (25 mmlength and 100 mm
sanple width) with a cross-head speed of 500 M7 m n and
at 22,8 °C/ 50 % can be determ ned. However, this is not

contested and al so does not prove the point.

Therefore, in the absence of any indication in the
patent in suit which nmethod (EDANA, ASTM or

US- A-5, 196, 000) and whi ch conditions (sanple and test
size, load, tenperature/humdity, test cycle) should be
used and the results of the applied determ nation

met hod depend fromarbitrary choices, the skilled
person is not capable to choose a front waist elastic
el ement with the unanbi guously and clearly defined
extension correlated to the [imt of "at least 5 %
defined in claim1 of the patent in suit. Accordingly,
this feature of the product clained, represents a
paraneter not defined in a sufficiently clear and

conpl ete manner within the neaning of Article 83 EPC
and |l eads to the conclusion that the product as such is
al so deficient under Article 83 EPC



- 15 - T 0522/ 03

O der

For these reasons it is decided that:

The appeal is dism ssed.

The Registrar: The Chai r man:

M Patin P. Alting van Ceusau
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