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Summary of Facts and Subm ssi ons

2823.D

Eur opean patent application No. 96 200 706.8, filed in
accordance with Article 76 EPC as a divi sional
application of the earlier application 94 921 798.8

(21 July 1994), claimng a JP priority of 23 July 1993
(182 896/93) and published under No. 0 738 743 on

23 Cctober 1996 (Bulletin 1996/43), was refused by a
deci sion of the exam ning division issued in witing on
26 Novenber 2002.

The deci sion was based on a single claimwhich read as
fol | ows:

"A net hod for producing an aromatic pol ycarbonate,

whi ch conpri ses:

introducing to an introduction zone having a perforated
pl ate at | east one polynerizing material selected from
the group consisting of:

a nolten nononer m xture of an aromatic di hydroxy
conpound and a diaryl carbonate, and

a nolten prepol yner obtained by a process conpri sing
reacting an aromatic di hydroxy conmpound with a diaryl
car bonate, and

all owi ng said polynerizing material to pass downwardly
t hrough said perforated plate and fall through a fal

pol yneri zation reaction zone, thereby effecting a fal
pol yneri zation of said polynerizing material during the
fall thereof to obtain a polymer at a bottom of said
fall polymerization reaction zone, said fall being a
wire-wetting fall, wherein said fall polynerization
reaction zone has at |east one wire provided in

correspondence with at |east one hole of the perforated
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pl ate and extendi ng downwardly through said fal

pol ymeri zation reaction zone."

The application was refused because the subject-matter
of the claimthen on file did not neet the requirenents
of Articles 123(2) and 76(1) EPC.

According to the decision, the original parent
application did not disclose two inventions but only
one single invention which remai ned the subject-matter
of the parent application, ie free-fall polynerization.
The cl ai munderlying the decision was based on

Conpar ative Exanple 1 of the parent application which
was clearly an enbodi ment outside the scope of the only
i nvention disclosed. It was, however, not possible to
file a divisional application based on subject-nmatter
whi ch had not been described as form ng part of the

i nvention(s). Mreover, Conparative Exanple 1 of the
parent application was apparently intended to
illustrate the results achievable with a nethod al ready
di sclosed in the prior art.

On 6 January 2003, a notice of appeal against the above
decision was filed by the applicant (hereinafter
referred to as the appellant), the prescribed fee being
recorded as paid on the sanme date.

In the statenment of grounds of appeal, filed on

28 March 2003, the appellant argued that the subject-
matter of Conparative Exanple 1 undoubtedly was part of
t he parent application. Although it was admtted that
Conpar ati ve Exanple 1 described an enbodi nent outside
the invention claimed in the parent application, it was
not or did not illustrate a nmethod of the prior art.
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The mere fact that the nmethod of Conparative Exanple 1
was not explicitly identified as a second invention in
the parent application could not forma reason to
refuse the application for violating Article 123(2) in
conmbination with Article 76(1) EPC.

V. In a comuni cation dated 4 July 2003 acconpanying a
sumrmons to oral proceedings, the board rai sed objection
against the claimunder Article 76(1) and Article 123(2)
EPC since the clained subject-matter was an unal | owabl e
generalization of Conparative Exanple 1 of the parent
appl i cation.

VI . In preparation for the oral proceedings, the appellant
filed on 8 Septenber 2003 a new claim (main request)
and, as an auxiliary request, an alternative claim The

claimof the main request read as foll ows:

"A net hod for producing an aromatic pol ycarbonate,

whi ch conpri ses:

introducing to an introduction zone having a perforated
pl ate at | east one polynerizing material selected from
the group consisting of:

a nolten nononer m xture of an aromatic di hydroxy
conpound and a diaryl carbonate, and

a nolten prepol yner obtained by a process conpri sing
reacting an aromatic di hydroxy conmpound with a diaryl
carbonate, said perforated plate having a plurality of
hol es each having an area of 0.01 to 100 cnf, and

all owi ng said polynerizing material to pass downwardly
t hrough said perforated plate and fall through a fal

pol yneri zation reaction zone, thereby effecting a fal
pol yneri zation of said polynerizing material during the
fall thereof to obtain a polymer at a bottom of said

2823.D
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fall polymerization reaction zone, said fall being a
wire-wetting fall, wherein said fall polynerization
reaction zone has a plurality of wires provided in
correspondence with said plurality of holes of the
perforated plate and extendi ng downwardly through said

fall polynerization reaction zone."

The claimof the auxiliary request differed fromthe
claimof the main request in that the further
l[imtation "wherein the di stance between adjacent holes
is from1l to 500 mm as neasured between the centers of
t he adj acent holes"” was inserted after the wording
"having a plurality of holes each having an area of
0.01 to 100 cnf".

VI, Oral proceedings were held on 10 Oct ober 2003, in the
course of which the discussion focussed on the question
whet her or not the subject-matter of the clains of both
requests on file was clearly and unanbi guously
derivable fromthe parent application (Article 76(1)
EPC) .

VIIl. The appellant requested that the decision under appeal
be set aside and that a patent be granted on the basis
of the claimof the main request or, in the alternative,
on the basis of the claimof the auxiliary request,
both clains filed on 8 Septenber 2003.

2823.D
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Reasons for the Decision

The appeal conplies with Articles 106 to 108 EPC and
Rule 64 EPC and is therefore adm ssible.

The issue to be dealt with in this appeal is whether or
not the clainmed subject-matter conplies with the
requirenments of Articles 76(1) and 123(2) EPC

Articles 76(1) and 123(2) EPC

2823.D

The filing of a European divisional application is
governed by Article 76 EPC. The second sentence of
Article 76(1) EPC requires that a divisional
application "my be filed only in respect of subject-
matt er whi ch does not extend beyond the content of the
earlier application as filed". An exam nation under
Article 76(1) EPC thus bears a resenbl ance to that
under Article 123(2) EPC. Nevertheless, it has to be
born in mnd that the requirenent of Article 76(1) EPC
is separate formthat of Article 123(2) EPC. In fact,
Article 76(1) EPC ensures that a divisional application
does not extend beyond the content of the earlier
(parent) application as filed whereas Article 123(2)
EPC ensures that, once the conditions of Article 76(1)
EPC have been net, the divisional application is not
amended after filing in such a way that it contains
subj ect-matter which extends beyond the content of the
di visional application as filed (eg T 441/92 of

10 March 1995, not published in Q) EPO points 4.1

and 4.2 of the reasons).
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In the present case, the respective anmended cl ai m of
the main and the auxiliary request has been filed after
the filing of the divisional application so that the
guestions to be decided are

(a) whether or not the clainmed subject-matter conplies
with the provisions of Article 76(1) EPC, and

(b) whether or not the anended cl ains neet also the
requirenents of Article 123(2) EPC, ie have a
basis in the divisional application as filed.

Article 76(1) EPC

2823.D

When carrying out the exam nation under Article 76(1)
EPC, the subject-matter clainmed in the divisiona
application has to be conpared with the content of the
earlier (parent) application as filed, whereby the
content of an application conprises the whole

di scl osure, express or inplied, that is directly and
unamnbi guousl y derivable fromthe application including
information which is inplicit and i nmedi ately and
unanbi guously apparent to a person skilled in the art
readi ng the application.

Each anmended claimof the main and the auxiliary
request is directed to a nethod for producing an
aromati c pol ycarbonate via a wire-wetting fal

pol yneri zati on whereby the polymerizing material is
al l owed to pass downwardly through a perforated plate
having a plurality of holes each having an area of 0.01
to 100 cnf whereby a plurality of wires is provided in
correspondence with that plurality of holes of the
perforated plate. It is a matter of fact that the
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parent application as filed does not explicitly

di scl ose the cl ai med subject-matter so that the

rel evant question is whether or not there is a clear
and unanbi guous inplicit disclosure thereof in the
parent application as fil ed.

The appellant was trying to establish that the

di scl osure of the parent application related to fal

pol yneri zation in general as a method for producing an
aromati ¢ pol ycarbonate enconpassing two alternatives,
namely free-fall polynerization and non-free-fal

pol ynerization with wire-wetting fall polynerization as
an exanple of the latter. Al though free-fal

pol ynmeri zati on was, according to the appellant,
certainly the preferred enbodi nent of fal

pol yneri zation, the parent application envisaged al so
non-free-fall polynerization where a falling

pol ynmeri zation material contacts an object causing
resistance to fall, such as a wall or a guide. Exanples
of non-free-fall polymerization nentioned in the parent
application as filed were wall-wetting pol ynerization
(daim7), guide-wetting polynerization (page 20,

lines 3 to 15, page 34, lines 17 to 21 and page 35,
lines 8 to 11) and wire-wetting pol ynmerization
(Conparative Exanple 1), as a specific exanple of

gui de-wetting polynerization. Thus, a person skilled in
the art could recognize that the parent application as
filed disclosed a separate invention (or enbodi nent)
relating to non-free-fall polynerization, and in
particular to wire-wetting fall polynerization.

First of all, the board takes note that the focus of
the parent application as filed is entirely on free-
fall polynerization which is presented on 127 pages as



7.2

7.3

2823.D

- 8 - T 0423/ 03

the invention. There is no general reference to fal

pol yneri zati on under which it would be possible to
subsune an even handed presentation of two different
enbodi ments of fall polynerization. In fact, the
unqualified term"fall polynerization”™ is not used in a

single phrase in the parent application.

As regards the appellant's reference to Caim7 of the
parent application, it is true that Caim7 discloses a
conbi nation of an agitation polynerization, a wall -
wetting fall polynerization and a free-fal

pol yneri zati on. However, as can be seen from page 46,
lines 2 to 5 and page 54, lines 14 to 18 of the parent
application as filed, this enbodinment is a conbination
of the present invention, ie free-fall polynerization,
wi th other polynerization nethods. Again, the focus is
on the invention and Caim7 does by no nmeans establish
wal | -wetting polynerization as part of a separate

invention relating to non-free-fall polynerization.

Al so the passages at pages 34 and page 35 do not
di scl ose gui de-wetting polynerization as an exanpl e of
non-free-fall polynerization. Page 34 contains a

definition of the termnology "free-fall"™ which neans
that "... a falling polynerizing materi al does not
contact an object causing resistance to fall, such as a

guide or wall" (page 34, lines 19 to 21). Page 35
describes the perforated plate used in the free-fal

pol yneri zati on which may have a nozzle or a guide
connected thereto "as long as a polynerization materi al
can fall freely after passing such a nozzle or guide"
(page 35, lines 10 to 11). Thus, these passages define
exactly the opposite of what the appellant wants to
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gather fromthese passages, nanely free-fal
pol ymeri zati on.

During the oral proceedings, the appellant relied

mai nly on the passage at page 20 which is in fact the
only passage in the parent application referring to
non-free-fall polynerization. This passage reads as
follows: "Further, it has becone clear that aromatic
pol ycar bonat es can be produced nore easily by a free-
fall polymerization process than by a non-free-fal

pol ynmeri zation, such as polynerization by allowing a
pol ynerizing material to fall along and in contact with
a guide. This is also surprising because, according to
conventional know edge regarding a nethod for producing
pol yesters and pol yam des, it has been recogni zed that
a non-free-fall process is superior to a free-fal
process. This fact clearly shows that know edge about

t he pol ynerization reaction of polyesters and

pol yam des cannot be applied to the pol ynerization of
aromati c pol ycarbonates. "

It is conspicuous to the board that this passage
neither refers to non-free-fall polynerization as a
separate "invention" nor describes general aspects of
non-free-fall polynerization. On the contrary, the
statenent in that passage was made, in the board' s view,
to highlight the surprising effect associated with
free-fall polynerization in the context of the

previ ously discussed prior art. This is evident from
the reference in the second sentence to "conventi onal
know edge". In the light of this, therefore, a person
skilled in the art would have no reason to interpret
the reference to non-free-fall polynerization as the
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presentation of a second, separate invention besides
free-fall polynerization.

But even if the board accepted, in favour of the
appel l ant, that the passage at page 20 discloses a
separate invention (or enbodinment) directed to non-
free-fall polymerization, the information provided in
this passage is rather limted and, as nmentioned above,
does not describe general aspects of non-free-fal

pol yneri zation |l et alone such details as a perforated
plate with a plurality of holes of a specific size as
required in the claimof the main and of the auxiliary
request. In order to arrive at the clained subject-
matter, it would be necessary to conbine the quite

m ni mal di sclosure of non-free-fall polynerization at
page 20 with details disclosed only in the context of
free-fall polynerization. Such a conbination is,
however, not allowable since, firstly, the passage at
page 20 has no granmmatical or factual relationship to
the follow ng general description, the latter in any
case being directed exclusively to free-fal

pol ynmeri zation, and, secondly, there is no other hint
in the parent application which would suggest that the
details disclosed for free-fall polynerization would
apply equally to non-free-fall polynerization. Hence,
the claimof each request defines an enbodi nent
conprising features which were never |inked before,
contrary to Article 76(1) EPC.

It remains to be exam ned whether Conparative Exanple 1,
al one or in conbination with the passage at page 20,
could be considered as a valid basis for the clained

subj ect-matter, since Conparative Exanple 1 is indeed a
concrete disclosure of wire-wetting fall polynerization.
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Al though this exanple is presented in the parent
application as a conparative exanple, the board, in
principle, agrees with the appellant that a conparative
exanple could formthe basis of a divisional
application, provided such a divisional application
nmeets the requirenents of the EPC.

Conparative Exanple 1 describes a wire-wetting fal

pol yneri zati on where "50 strands of 0.1 mm @ SUS 316
wires were hung vertically fromthe respective hol es of
the perforated plate to the reservoir portion at the
bottom of the free-fall polynerizer, so that the
prepolynmer did not fall freely (not free-fall) but fel
along and in contact with the wires (wre-wetting
fall)". However, as explained above, neither the
passage at page 20 nor the remai ning parent application
as filed disclose general aspects of non-free-fal

pol yneri zation and wire-wetting fall polynerization,
respectively, which would support a generalization of

t he concrete technical information given in Conparative
Exanpl e 1.

Quite apart fromthe above, the generalization includes
the om ssion of a concrete feature of Conparative
Exanple 1 which amobunts to the disclosure of a new type
of fall polynerization. According to Conparative
Exanple 1, the wires extend fromthe holes of the
perforated plate to the reservoir portion at the bottom
of the polynerizer. This feature has been omtted in
the clains of both requests. As a consequence, the

wi res can end now at any hei ght above the reservoir so
that a free-fall polynerization immedi ately follows the
wire-wetting fall polynerization, nanely fromthe end
of the wire down to the reservoir portion at the bottom
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of the polynerizer. Such a fundanental change of
enphasi s in the understanding of non-free-fal

pol ynmeri zation, and in particular of wire-wetting fall
pol yneri zation, to include a conbination with a free-
fall polynerization is not clearly and unanbi guously
derivabl e from Conparative Exanple 1, whether taken

al one or in conbination with the passage at page 20.

It follows fromthe above that Conparative Exanple 1
whet her taken alone or in conbination with the passage
at page 20, is not a valid basis for the clained
subject-matter in the sense of Article 76(1) EPC.

In summary, the appellant was inviting the board to
perceive a generality of disclosure in the earlier
(parent) application which is not clearly and

unanbi guously derivable therefrom In fact, the
appellant's broad interpretation of parts of the parent
application |inks features which were never I|inked
before. Such an approach, which m ght be appropriate in
t he case of obvi ousness, cannot succeed in relation to
Article 76(1) EPC. Hence, the claimof the main request
and of the auxiliary request, respectively, fails to
neet the requirenents of Article 76(1) EPC.

As the amended clains of both the main and the

auxiliary request are found to contain subject-matter

whi ch extends beyond the content of the earlier (parent)
application, any further consideration as to whether

t he amended cl ains al so neet the separate requirenent

of Article 123(2) EPC is superfluous.



Or der

For these reasons it

The appeal is dism ssed.

The Registrar:

E. Gorgnmaier

2823.D

I s decided that:
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The Chai r man

R Young



