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Summary of Facts and Subm ssi ons

Eur opean patent application No. 98 940 729.1 was filed
on 18 August 1998 as international application

No. PCT/ SE 98/ 01477 at the Swedish Patent Ofi ce,
claimng a priority of 22 August 1997. The | anguage of
filing of the international application is Swedish.

. I nt ernati onal publication took place on 18 March 1999
as WD 99/13688 in English together with the
i nternational search report (ISR). The international
search had been conducted by the Swedi sh Patent O fice
as International Searching Authority (ISA) and was
conpl eted on 8 Decenber 1998.

L1l Entry into the regional phase before the EPO as
designated office was requested by nmeans of EPO
Form 1200 received on 12 May 1999. According to the
pre-crossed box in item6.1 of the form the docunents
i ntended for proceedi ngs before the EPO were the
application docunents published by the International

Bur eau.

Claim 1 as published reads as foll ows:

"1. Apparatus for the heating and/ or measuring of
dielectric materials with el ectromagnetic radi ation
within the frequency range 50 kHz - 299 M&z with one or
nore antennas placed in a cavity characterised in that
the antenna/antennas in joint action with the cavity
wal I s enclosing the | oad space generates an electric
and/ or magnetic field in the |oad, the |ongest side of
the cavity is delimted in such way as the distance
between two points in the cavity is less than half a
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wavel ength in vacuum of any wavel ength in vacuum

condi tioned by applied frequency."

In a first communication pursuant to Article 96(2) EPC,
dated 1 Cctober 2001, the exam ning division made
reference to clainms 1 to 15 as originally filed and
stated that the application did not neet the
requirenents of Article 84 EPC because claim 1l was not
clear. A further objection was raised under Article 83
EPC.

Wth his response dated 15 January 2002 the appli cant
filed a set of clainms 1 to 15 anended in order to
satisfy Articles 83 and 84 EPC. Amended claim 1 reads
as foll ows:

"1. An apparatus for heating and/or neasuring
dielectric materials with el ectromagnetic radi ation
within the frequency range 50 kHz - 299 M&z with one or
nore antennas placed in a cavity characterised in that
t he ant enna/ antennas encl osed by the cavity in joint
action with cavity walls that enclose a | oad space for
heating a | oad, together generate pul sating electric
and/ or magnetic fields in a |oad."

In a second comuni cation dated 1 February 2002 the
exam ning division stated that new claim 1l was not
accept abl e under Rule 86(4) EPC because it was rel ated
to unsearched subject-matter. The applicant shoul d be
aware of the likelihood of a refusal if an exam nabl e
claimwas not filed with the next response.

In his letter dated 21 May 2002 the applicant requested
the correction of an obvious m stake which had occurred
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as a result of a translation error fromthe Swedi sh PCT
application. The formulation in the published docunents
(page 3, line 2, and claim3) "The cavity space vol une
shal | not exceed 25% of the cubic root of any

wavel ength..." should be replaced by "The cubic root of
the cavity space vol une shall not exceed 25% of any
wavel ength...". Enclosed with the letter were a copy of
t he correspondi ng description page of the original
Swedi sh PCT application and a copy of the correspondi ng
page of the English translation (page 3 of WD 99/13688).
An anmended set of clainms 1 to 14 and an anmended version
of description page 3 were al so encl osed. The new
claim1 contains the corrected wordi ng and was further
amended with respect to the frequency range (1 MHz -
299 MHz) disclosed on page 4. Comments with respect to
the official communication dated 1 Cctober 2001 were

al so given

Caim1l reads as foll ows:

"1. An apparatus for heating and/or neasuring
dielectric materials with el ectromagnetic radi ati on
within the frequency range 1 Mz - 299 MHz with one or
nore antennas placed in a cavity in joint action with
cavity walls enclosing the | oad space generates an

el ectric and/or nmagnetic near field in a |oad,
characterised in that the cubic root of the cavity
space vol unme shall not exceed 25% of any wavel ength in
vacuum condi ti oned by applied frequency."

VIIl. Inits decision, dated 20 Novenber 2002, refusing the
application, the exam ning division stated that the
subject-matter of claiml1l filed with the letter dated
21 May 2002 ("valid claim1") had not been searched.

2136.D
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The feature "The cubic root of the cavity space vol une
shal | not exceed 25% of any wavel ength..." could not
have been searched because it had not been included in
the original English version. Neither the description
nor claim3 as filed had | ed the search exam ner to

| ook for this feature. For this reason the application
was refused according to Article 97(1) in conjunction
with Rule 86(4) EPC.

Wth his letter dated 12 January 2003 the applicant
(appel l ant) | odged an appeal against this decision.

Under "Grounds for Appeal” filed with the |etter dated
10 March 2003 the appellant submtted that the
difference between claiml filed with the letter dated
23 May 2002 and the exanple of a valid claim1 included
in the "Facts and Subm ssions"” of the decision dated

20 Novenber 2002 was very small. H's invention had a
hi gh technol ogi cal |evel and he had not been able to
understand the requirenents for a valid claim1l. New
claiml1l was based on the English version of the PCT
application PCT/SE 98/01477. An obvi ous m stake that
had occurred in the translation of the Swedish PCT
application into English was being corrected. This
refornmul ati on should be accepted. A new set of clains 1
to 14 was filed with a fornmulation of claim21 which was
in accordance with the valid claim1 in the above

deci si on.

Reasons for the Decision

1

2136.D

Adm ssibility of the appeal
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The appeal conplies with the provisions of Articles 106
to 108 and Rules 1(1) and 64(b) EPC and is therefore
adm ssi bl e.

Article 113(1) EPC

An objection under Rule 86(4) EPC was raised by the
exam ning division in its second comunication dated
1 February 2002 with respect to the subject-matter of
claiml1l filed with the applicant's letter dated

15 January 2002.

Claim1l filed with the applicant's letter dated 21 My
2002 as a reaction to the second official

conmuni cation, and underlying the appeal ed decision, is
related to subject-matter which differs fromwhat was
defined in claim1 of 15 January 2002 in that

(a) the feature specifying that the fields are
pul sati ng has been cancell ed;

(b) the frequency range is nore limted: 1 MHz -
299 MHz instead of 50 kHz - 299 Miz;

(c) The feature "the cubic root of the cavity space
vol ume shall not exceed 25% of any wavel ength in
vacuum condi ti oned by applied frequency" has been
added.

Hence, it is evident that claim1 has been

substantially anmended. In particular, the feature (a)
to which the objection under Rule 86(4) EPC had been
rai sed by the examning division is no | onger present

in claiml.
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Therefore the ground for refusal under Rule 86(4) EPC
was raised in the appeal ed decision for the first tinme
with respect to the subject-matter of claiml
underlying the decision. The applicant thus had had no
opportunity to present his comments before the decision
was issued. This contravenes the applicant's rights as
laid down in Article 113(1) EPC and anounts to a
substantial procedural violation.

Rul e 68(2) EPC

The exam ning division has stated in its decision of
refusal, see |ast paragraph on page 2, that the new
feature in claim1 had not been searched and that, for
this reason, the application was refused according to
Article 97(1) in conjunction with Rule 86(4) EPC. This
reasoni ng does not take into account that Rule 86(4)
EPC nenti ons anot her condition which nust al so be
fulfilled for anended clains to be rejected, nanely
that the unsearched subject-matter does not conbine
with the original clained invention to forma single
general inventive concept (lack of unity). There is no
di scussion in the appeal ed decision as to why the
subject-matter of newclaim1l1l is not in unity with
original claim1. Therefore the appeal ed decision is
not reasoned within the nmeaning of Rule 68(2) EPC.

Request ed correction

The present European application was filed on 18 August
1998 at the Swedi sh Patent O fice as international

pat ent application PCT/SE 98/ 01477 in Swedi sh, as can
be seen froma copy provided by the Swedi sh Pat ent
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O fice and as can al so be gathered fromthe front
page of the corresponding international publication
WD 99/ 13688, see item "Published". Swedish is a
prescri bed | anguage for an international application
filed wwth the Swedi sh Patent O fice as receiving
Ofice within the neaning of Article 11(1)(ii) and
Rule 12.1(a) PCT. Therefore it is evident that the
docunents as originally filed are represented by the
original Swedish application docunents. Consequently,
errors in any translation filed | ater can be corrected,
as is confirnmed by the PCT Applicant's Cuide, see

Vol une |1 - National Phase, 1 March 2001, point 57,
under "Correction of Translation".

In the present case the correction requested by the
applicant corresponds to a correct translation of what
is indicated in the original international Swedish
application, see second paragraph of the page submtted
by the applicant. Therefore the wording "The cubic root
of the cavity space volune shall not exceed 25% of any
wavel engt h conditi oned by applied frequency"” proposed
by the applicant for page 3, first paragraph, is
acceptabl e and does not infringe Article 123(2) EPC.

Rul e 86(4) EPC

In the present case the Swedi sh Patent O fice acted not
only as the receiving Ofice (RO but also as the

I nternational Searching Authority (ISA), as can be seen
fromthe international search report. Therefore, no
transl ation of the application into English for the

pur pose of the search according to Rule 12.3(a) PCT was
required. A translation was only needed for the
publication, see Rules 12.4 and 48.3 PCT. Hence, it is
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evident that the search was based on the original
application docunents filed in Swedish.

The corrected feature, which according to the |atest
anmendnent forns the characterising part of claiml, was
contained in claim3 as originally filed. Therefore
this feature was included in the clains on which the
search was based, ie original clains 1 to 15 nentioned
in the search report. It follows already fromthis that
there is no infringenment of Rule 86(4) EPC and the

question of unity is irrelevant.

Remttal to first instance

The case is remtted to the first instance for further
prosecution on the basis of the anended clains in
accordance with Article 111(1) EPC.

It is noted that in claim1 the original definition of
the cavity "the | ongest side of the cavity is delimted
in such way as the distance between two points in the
cavity is less than half a wavel ength in vacuum of any
wavel ength in vacuum condi ti oned by applied frequency”
has been replaced by the corrected wording of original
claim 3, nanely that "the cubic root of the cavity
space vol unme shall not exceed 25% of any wavel ength in
vacuum condi ti oned by applied frequency". It would have
to be exam ned whether the second definition is nore
limted than the first definition. If this is true,
then there is no problemw th the original disclosure
within the nmeaning of Article 123(2) EPC. However, if

t he second definition only overlaps with the first
definition or even is wider, it would have to be

exam ned whether there is support in the application
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docunents as originally filed for replacing the first
definition by the second, or whether there is only
support for both conditions being fulfilled

si mul t aneously, both of which would then have to be

recited in claiml1.

7. Rei mbur senent of appeal fee

The substantial procedural violation stated under

poi nt 2 above justifies reinbursenent of the appeal fee
in accordance with Rule 67 EPC.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further

prosecuti on.

3. The appeal fee shall be reinbursed.
The Registry: The Chai r man:
P. Martorana A. Klein
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