BESCHWERDEKAMVERN
DES EUROPAI SCHEN

BOARDS OF APPEAL OF CHAMBRES DE RECOURS
THE EUROPEAN PATENT

DE L' OFFI CE EUROPEEN

PATENTAMTS OFFI CE DES BREVETS
Internal distribution code:
(A [ ] Publication in Q
(B) [ ] To Chairnmen and Menbers
(O [ ] To Chairnen
(D) [X] No distribution

DECI S| ON

of 12 March 2004

Case Nunber: T 0264/03 - 3.2.4
Appl i cati on Nunber: 96301257. 0
Publ i cati on Nunber: 0730822
| PC. A01G 25/ 02
Language of the proceedi ngs: EN

Title of invention:
In-line retention drip emtter

Pat ent ee:
DRI P | RRI GATI ON SYSTEMS, LTD.

Opponent s:
Hydr opl an Engi neering Ltd.

Netafim"Drip Irrigation" (C S.) Ltd.

Headwor d:

Rel evant | egal provisions:

EPC Art. 100(a), 113(1), 123(2)
EPC R 67, 72(1)

Keywor d:

"Novelty - main request

(yes)”

"I nventive step -
requests (no)"

mai n request

- third and fourth auxiliary requests

- third and fourth auxiliary

"Added subject-matter - first and second auxiliary requests

(yes)"

Deci si ons cited:
T 1067/ 97

Cat chword

EPA Form 3030 06. 03



9

Européisches
Patentamt

European
Patent Office

Beschwerdekammern Boards of Appeal

Office européen
des brevets

Chambres de recours

Case Nunber: T 0264/03 -

3.2.4

DECI SI ON

of the Technical Board of Appeal 3.2.4

Appel | ant :

(Proprietor of the patent)

Repr esent ati ve:

Party as of right I:
(Opponent 1)

Repr esent ati ve:

Party as of right II:

(Opponent 11)

Repr esent ati ve:

Deci si on under appeal

of 12 March 2004

DRI P | RRI GATI ON SYSTEMS, LTD
3 Th. Dervis Street

P. O Box 3589

Ni kosi a (CY)

Hackney, N gel John
MEVBURN ELLI S

Yor k House

23 Ki ngsway

London WC2B 6HP  (GB)

Hydr opl an Engi neering Ltd.
AtidimScience Based I ndustries Park
P. OO Box 58185

Tel Aviv 61581 (L)

Stel |l brink, Axel
VOSSI US & PARTNER

Si ebertstrasse 4

D- 81675 Minchen (DE)

Netafim"Drip Irrigation" (C S.) Ltd.

Beit |scar, 4 Derech Hashal om
Tel Aviv 67892 (L)

Stel |l brink, Axel
VOSSI US & PARTNER

Si ebertstrasse 4

D- 81675 Minchen (DE)

Interlocutory decision of the Qpposition

Di vi sion of the European Patent O fice posted

13 Decenber 2002 concerni ng mai nt enance of

Eur opean patent No. 0730822 in anended form

Conposition of the Board:

Chai r man: C A
Menmber s: C D
M K
M G
M - B.

J. Andries

A. Schei bling
S. Alz Castro
Hat herly

Tar do- Di no



S1 - T 0264/ 03

Summary of Facts and Subm ssi ons

0935.D

By its decision dated 13 Decenber 2002 the Qpposition
Division issued an interlocutory decision maintaining
the patent in an anmended formon the basis of the fifth
auxiliary request. On 24 February 2003 the appel |l ant
(patentee) filed an appeal and paid the appeal fee

si mul t aneously. The statenent setting out the grounds
of appeal was received on 23 April 2003.

The patent had been opposed on the grounds based on
Article 100(a) EPC (Articles 54 and 56 EPC)

Oral proceedi ngs took place on 12 March 2004.

The appel | ant requested that the decision under appeal
be set aside and that the patent be maintained on the
basis of the main request or according to one of the
first, second or third auxiliary requests (respectively
corresponding to auxiliary requests 5D, 5E and 5F filed
with letter of 1 March 2004) or according to a fourth
auxiliary request filed in the oral proceedings.
Furthernore, the appellant requested the reinbursenent
of the appeal fee.

The party as of right Il (opponent I1) who had al so
filed an appeal withdrew its appeal on 22 April 2003
and its opposition on 9 July 2003. On the latter date
al so party as of right I (opponent |I) withdrewits
opposition. None of the parties as of right attended
t he oral proceedings.
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Claim 1l of the main request reads as foll ows:

"1l. Anin-line retention drip irrigation emtter
conpri si ng:

means defining a flowlimting passageway (22) having
an inlet end for receiving pressurized fluid froman
irrigation pipe (52) and an outlet end for conducting
fluid to a pipe outlet opening characterised in that it
conprises first valve neans (72) responsive to fluid
pressure in the pipe for closing the passageway when
the fluid pressure in the pipe is below a m ni mum
pressure and for opening the passageway when the fluid
pressure in the pipe is above the m ni num pressure and
t hereby preventing the draining of water fromw thin

t he pipe when the pipe fluid is at a pressure | ess than

the m ni num pressure.”

Claim1l of the first auxiliary request reads:

"1l. Anin-line retention drip irrigation emtter
conpri si ng:

means defining a flowlimting passageway (22) having
an inlet end for receiving pressurized fluid froman
irrigation pipe (52) and an outlet end for conducting
fluid to a pipe outlet opening characterized in that it
conprises first valve neans (72) responsive to fluid
pressure in the pipe for closing the passageway when
the fluid pressure in the pipe is below a m nimum
pressure and for opening the passageway when the fluid
pressure in the pipe is above the m ni num pressure, and
t hereby preventing the draining of water fromw thin

t he pipe when the pipe fluid is at a pressure |ess than
t he m ni mum pressure; wherein the val ve neans incl udes
a first valve chanber interposed the pipe interior and
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t he passageway inlet end, the valve chanber having a
first inlet and a first outlet, the first inlet being
in fluid conmuni cation with the pipe interior and the
first outlet being in fluid comunication with the
passageway inlet end, a first valve seat surrounding
the first inlet, and a flexible nmenbrane biased toward
the val ve seat; wherein the emtter further conprises a
sl eeve being a cylindrical length of said irrigation
pi pe of circular cross-section and has at |east a
partially cylindrical body intimately received in and
encl osed by the sleeve and the first outlet is spaced
fromthe first inlet along the cylindrical axis of the

sl eeve. "

Claim 1 of the second auxiliary request reads:

"1l. Anin-line retention drip irrigation emtter
conpri si ng:

means defining a flowlimting passageway (22) having
an inlet end for receiving pressurized fluid froman
irrigation pipe (52) and an outlet end for conducting
fluid to a pipe outlet opening characterized in that it
conprises first valve neans (72) responsive to fluid
pressure in the pipe for closing the passageway when
the fluid pressure in the pipe is below a m nimum
pressure and for opening the passageway when the fluid
pressure in the pipe is above the m ni num pressure, and
t hereby preventing the draining of water fromw thin

t he pipe when the pipe fluid is at a pressure | ess than
t he m ni mum pressure; wherein the val ve neans incl udes
a first valve chanber interposed the pipe interior and
t he passageway inlet end, the val ve chanber having a
first inlet and a first outlet, the first inlet being
in fluid conmuni cation with the pipe interior and the
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first outlet being in fluid comunication with the
passageway inlet end, a first valve seat surrounding
the first inlet, and a flexible nmenbrane biased toward
the val ve seat; wherein the emtter further conprises a
sl eeve being a cylindrical length of said irrigation
pi pe of circular cross-section and at |least a partially
cylindrical body being intimately received in and

encl osed by the sleeve such that the first outlet is
spaced fromthe first inlet along the cylindrical axis
of the sleeve, the at least partially cylindrical body
havi ng an outer surface in physical contact with an

i nner surface of the sleeve with an outl et passageway
bei ng forned between the body outer surface and the

sl eeve i nner surface."

Claim1l of the third auxiliary request reads:

"1l. Anin-line retention drip irrigation emtter
conpri si ng:

nmeans defining a flowlimting passageway (22) having
an inlet end for receiving pressurized fluid froman
irrigation pipe (52) and an outlet end for conducting
fluid to a pipe outlet opening characterized in that it
conprises first valve neans (72) responsive to fluid
pressure in the pipe for closing the passageway when
the fluid pressure in the pipe is below a m nimm
pressure and for opening the passageway when the fluid
pressure in the pipe is above the m ni num pressure, and
t hereby preventing the draining of water fromw thin

t he pipe when the pipe fluid is at a pressure |ess than
t he m ni mum pressure; wherein the val ve neans incl udes
a first valve chanber interposed the pipe interior and
t he passageway inlet end, the val ve chanber having a
first inlet and a first outlet, the first inlet being
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in fluid conmmuni cation with the pipe interior and the
first outlet being in fluid comunication with the
passageway inlet end, a first valve seat surrounding
the first inlet, and a flexible nmenbrane biased toward
the val ve seat; wherein the emtter further conprises a
sl eeve being a cylindrical length of said irrigation
pi pe of circular cross-section and at |least a partially
cylindrical body being intimately received in the

sl eeve and having an outer surface in physical contact
with an inner surface of the sleeve; the passageway
bei ng forned between the body outer surface and the

sl eeve inner surface, wherein the first outlet is
spaced fromthe first inlet along the cylindrical axis
of the sleeve."

Claim1 of the fourth auxiliary request reads:

"1l. Anin-line retention drip irrigation emtter
conpri si ng:

nmeans defining a flowlimting passageway (22) having
an inlet end for receiving pressurized fluid froman
irrigation pipe (52) and an outlet end for conducting
fluid to a pipe outlet opening characterized in that it
conprises first valve neans (72) responsive to fluid
pressure in the pipe for closing the passageway when
the fluid pressure in the pipe is below a m nimum
pressure and for opening the passageway when the fluid
pressure in the pipe is above the m ni num pressure, and
t hereby preventing the draining of water fromw thin

t he pipe when the pipe fluid is at a pressure |ess than
t he m ni mum pressure; wherein the val ve neans incl udes
a first valve chanber interposed the pipe interior and
t he passageway inlet end, the val ve chanber having a
first inlet and a first outlet, the first inlet being
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in fluid conmmuni cation with the pipe interior and the
first outlet being in fluid comunication with the
passageway inlet end, a first valve seat surrounding
the first inlet, and a flexible nmenbrane biased toward
the val ve seat; wherein the emtter further conprises a
sl eeve being a cylindrical length of said irrigation
pi pe of circular cross-section and a cylindrical or
partially cylindrical body being intimately received in
t he sl eeve and having an outer surface in physical
contact with an inner surface of the sleeve; the
passageway being forned between the body outer surface
and the sleeve inner surface, wherein the first outlet
is spaced fromthe first inlet in an axial direction in

line with the first inlet."

The foll owi ng docunents played a role in the appeal
pr oceedi ngs:

Dl1: FR-A-2 614 557

D3: -1- Hydroplan's drawing of 16 mmlIn-Iline
Rect angul ar Dripper - Assenbly
-2- Extract from Netafims Catal ogue of 1991
-3- Extracts fromNetafims Desk D aries of 87/88
and 88/ 89

D7:  US-A-5 111 996

The appel l ant essentially argued that a skilled person
woul d not have contenpl ated applying the teaching of D1
to adrip emtter as disclosed in D7 because the
constructional difficulties would have deterred him
since there was no reasonabl e expectation of success.
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The appel |l ant further considered that the Opposition
Division commtted a procedural violation in allow ng
t he ground of prior use to be proceeded with and thus
contravened Rules 57 and 72 EPC.

The appel |l ant argued that, with respect to the public
prior use allegation, the requirenments of Rule 55(c)
EPC were not net during the nine nonth opposition
period and that therefore the alleged ground for
opposi ti on shoul d have been rejected.

Reasons for the Decision

1. The appeal is adm ssible.

2. Interpretation of clains

2.1 According to the description of the patent in suit,
colum 5, lines 12, 13 and 25, 26, an emtter, being a

wor kabl e entity, conprises an outer nenber such as a

sl eeve and an inner nenber formed as an insert. Thus,

t he outer nenmber which contributes in formng the flow
[imting passageway is part of the emtter, since

ot herwi se no workable entity woul d exist.

This has been confirnmed by the appellant (patentee) who
indicated that in his view "emtter"” refers to a "ready
to be used" inplenent.

2.2 During the opposition procedure, the term"in-line
emtter” was interpreted to cover emtters encl osed
within the irrigation pipe as well as emtters form ng
a separate part and positioned in line with the
irrigation pipe, in-between two pipe sections.

0935.D
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The Board does not share this view The Board considers
t hat each clai mshould be read giving the words the
nmeani ng and scope which they normally have in the

rel evant art, unless the description gives the words a
speci al neaning, by an explicit definition.

In the present case, the specification of the patent in
suit indicates in colum 1, paragraph 0006 what type of
emtter can be considered to be an in-line emtter.
Thi s passage unanbi guously defines an in-line emtter
as being enclosed within the irrigation pipe, typically
havi ng an outer surface formng a labyrinth with the
pipe interior wall surface.

Thus, within the neaning of the patent in suit, an in-
line emtter is a constructional elenment which is fully
encl osed by the irrigation pipe.

In order to support the broad definition of the term
"in-line emtter"” given in the opposition proceedings,
reference was nade to the passage in colum 5, |lines 15
to 18 of the patent in suit that reads: "Sleeve 50
could also be inserted in an irrigation pipe. It may

al so be a nenber forned in or attached to a portion of
a pi pe and does not need to be a conplete sleeve,
depending on how the emtter is designed". However,
sai d passage does not refer to the way the emtter is
positioned with respect to the pipe but indicates that
t he sl eeve (outer menber) is not conpul sorily a portion
of the irrigation pipe, but can be a separate part to
be inserted within the irrigation pipe (see |line 15).
Therefore, this passage is not in contradiction with
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t he passage, paragraph 0006, of colum 1 of the
description referred to above.

Novelty of claim 1l of the main request

Public prior use

In order to prove the alleged public prior use, one of
the parties as of right provided docunents D3-1 to D3-3
and evidence was given by M Mehoudar during oral
proceedi ngs before the Opposition Division.

However, apart fromwhat w il be di scussed bel ow
considering the alleged procedural violation in respect
of this issue, the Board has cone to the concl usion
that the oral testinmony of M Mehoudar, although it is
not questioned, is not precise enough to establish that
the emtters offered in D3-2 or D3-3 have been
manuf act ured according to the drawing D3-1, to
establish that they inplenent the features of claim1l
of the patent in suit and to establish when precisely
and to whom at | east one delivery of such emtters has
t aken pl ace.

Therefore, the public prior use of an emtter

manuf actured in accordance with D3-1 is not

unequi vocal | y est abl i shed.

Mor eover, contrary to the Opposition Division's
assessnent, the Board has come to the conclusion that
the emtter shown in D3-1 is not an in-line emtter
wi thin the neaning of the patent in suit (see
section 2.5 above).
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O her docunents

None of the cited state of the art docunents discl oses
in conbination all of the features of claim1l of the
patent in suit. Indeed no objection, based on these
docunents, was raised against novelty.

Thus, claim1l of the main request is considered to be

novel .

Mai n request - Inventive step

Cl osest prior art docunent

D7 is considered to be the closest prior art docunent.

D7 (Figures 2, 3 and 10) discloses an in-line drip
irrigation emtter conprising neans defining a flow
[imting passageway (22) having an inlet end for
receiving pressurized fluid froman irrigation pipe
(52) and an outlet end for conducting fluid to a pipe
out | et openi ng.

The subject-matter of claim1 of the main request
differs fromthat of D7 in that the emtter is a
retention emtter which conprises first val ve neans
responsive to fluid pressure in the pipe for closing

t he passageway when the fluid pressure in the pipe is
bel ow a m ni mum pressure and for openi ng the passageway
when the fluid pressure in the pipe is above the

m ni mum pressure and thereby preventing the draining of
water fromw thin the pipe when the pipe fluid is at a

pressure | ess than the m ni mum pressure.
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Thus, the problemto be solved by the inventionis to
provide an inproved in-line emtter that prevents the
drai nage of the irrigation pipe when the water in the
irrigation pipe is at |low pressure, i.e. when water
pressure is turned off (see patent specification,
colum 2, lines 16 to 19).

D1 discloses an on-line drip emtter. The object of D1
is to prevent the drainage of the irrigation pipe when
the water in the irrigation pipe is at |ow pressure. In
order to solve said problem Dl teaches a skilled
person to use a non-return val ve.

In fact, fromDl (page 2, lines 8 to 10 and 34 to 36;
Figure 1) there is known an on-line retention emtter
whi ch conprises first val ve neans (14, 20) responsive
to fluid pressure in the pipe (via passageway 26) for

cl osing the passageway (26) when the fluid pressure in
the pipe is below a m nimum pressure and for opening

t he passageway (26) when the fluid pressure in the pipe
i s above the m ni mum pressure and thereby preventing
the draining of water fromw thin the pipe when the
pipe fluid is at a pressure |less than the m ni mum

pressure.

Therefore, it is obvious for a person skilled in the
art in order to retain the water in an irrigation pipe
equi pped with emtters according to D7, when water is
at | ow pressure, to provide said emtters with a check-
val ve as disclosed in D1, and thus to arrive at an in-
line drip irrigation emtter according to claim1 of

t he main request.

Therefore, the subject-matter of claiml of the main

request does not involve an inventive step.



4.6

0935.D

. 12 - T 0264/ 03

Consequently, the main request is not allowable.

The appel |l ant argued that a skilled person would have
refrained fromusing a check-val ve as disclosed in D1
inan in-line drip emtter as known from D7, since
there was little space to build a check-valve into D7
and since huge constructional problenms were to be
expect ed.

However, the Board notes that claim 1l according to the
mai n request does not indicate howto solve said
constructional, space |linked problems. Caim1l
according to the main request solely teaches a skilled
person to provide a check-valve and not howto build it
into the emtter. Caim1l does not exclude having the
check-val ve nounted in series with (externally of) the
body of the emtter insert, thus avoiding the problens
linked to a radially built-in construction.

First and second auxiliary requests

Amrendnent s

Claim1l1l of the first auxiliary request differs from
claiml as originally filed in that:

-a- it further conprises the features of claim2 as
originally filed,

and the follow ng additional features:

-b- "wherein the emtter further conprises a sleeve
being a cylindrical length of said irrigation pipe
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of circular cross-section and has at |east a
partially cylindrical body intinmately received in
and encl osed by the sl eeve",

-c- "the first outlet is spaced fromthe first inlet
along the cylindrical axis of the sleeve."

Claim1l of the second auxiliary request differs from
claiml as originally filed in that it further
conprises the additional features (a), (b) and (c)
|isted above and the follow ng feature:

-d- "the at least partially cylindrical body having an
outer surface in physical contact with an inner
surface of the sleeve with an outl et passageway
bei ng forned between the body outer surface and

t he sl eeve inner surface."

Modi fication (a) is not objectionable under Article 123
EPC.

The appel |l ant argued that nodifications (b) were based
on the passages of the description as originally filed,
page 2, lines 33 and 34; page 5, lines 41 and 42 and on
Figure 3, whereas nodifications (c) and (d) were based
on Figure 3 and partially on claim9 as originally
filed.

The Board however considers that the objects of
claims 1 according to the first and second auxiliary
requests constitute so called "internedi ate

general i sations".
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This results fromthe fact that the Figures of an
application as originally filed only disclose specific
enbodi ments and that taking a feature disclosed with
respect to a specific enbodi nent and conmbining it with
ot her features of the original subject-matter can
result in enbodi nents not disclosed or not even
contenplated by the application as originally filed.

If aclaimis to be restricted using a preferred
enbodi nent, then it is not adm ssibl e under

Article 123(2) EPC to extract isolated features froma
set of features which had originally been disclosed in
conbi nation for that enbodi nent (see T 1067/97, see
section 2.1.3).

In the present case, the in-line retention drip
irrigation emtters according to clains 1 of the first
and the second auxiliary requests conprise a flow
[imting passageway, a body and a sl eeve. Although in
t he enbodi nent according to Figures 2 to 5 these three
el ements are in a specific technical relationship (the
sl eeve formng a side-wall of the flowlimting
passageway), clainms 1 of the first and second auxiliary
requests do not disclose that a relationship exists
between the flowlimting passageway on the one hand
and the body and the sl eeve on the other hand.

The fact that claim1 of the second auxiliary request
additionally indicates that an outl et passageway is
formed between the body outer surface and the sl eeve

i nner surface only defines the relationship existing
bet ween the outlet of the passageway, the body and the
sl eeve but not the relationship existing between the
passageway itself, the body and the sl eeve.
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Thus, clains 1 of the first and second auxiliary
requests are objectionable under Article 123(2) EPC and
consequently the first and second auxiliary requests
are not all owabl e.

Third and fourth auxiliary requests

Amrendnent s

Claim1l1l of the third auxiliary request differs from
claiml as originally filed in that it further
conprises the features of clains 2 and 9 as originally
filed,

as well as the following feature: "wherein the first
outlet is spaced fromthe first inlet along the
cylindrical axis of the sleeve."

According to the appellant, "along the cylindrical axis
of the sleeve" has to be understood as neaning "in an

axial direction".

Claim1l1l of the fourth auxiliary request differs from
claiml as originally filed in that it further
conprises the features of claim2 and 9 as originally
filed,

as well as the followng feature: "wherein the first
outlet is spaced fromthe first inlet in an axial
direction in line with the first inlet.”

Wth respect to these anmendnents, the Board considers
that the requirenments of Article 123 EPC are net.
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Novel ty

None of the cited state of the art documents di scl oses
in conbination all of the features of claim1l of either
the third or the fourth auxiliary requests.

Thus, clains 1 of the third and fourth auxiliary
requests are considered to be novel.

Cl osest prior art docunent

D7 is considered to be the closest prior art docunent.

D7 (Figures 2, 3 and 10) discloses an in-line drip
irrigation emtter conprising neans defining a flow
[imting passageway (22) having an inlet end for
receiving pressurized fluid froman irrigation pipe
(52) and an outlet end for conducting fluid to a pipe
outl et opening wherein the emtter further conprises a
sl eeve being a cylindrical length of said irrigation
pi pe of circular cross-section and at |east a
cylindrical body being intimately received in the

sl eeve and having an outer surface in physical contact
with an inner surface of the sleeve; the passageway
bei ng forned between the body outer surface and the

sl eeve i nner surface.

| nventive step

The subject-matter of claim1 of the third auxiliary
request differs fromthat of D7 in that the emtter is
a retention emtter which conprises first val ve neans
responsive to fluid pressure in the pipe for closing
t he passageway when the fluid pressure in the pipe is
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bel ow a m ni mum pressure and for openi ng the passageway
when the fluid pressure in the pipe is above the

m ni mum pressure and thereby preventing the draining of
water fromw thin the pipe when the pipe fluidis at a
pressure | ess than the m ni mum pressure, wherein the
val ve neans includes a first val ve chanber interposed
the pipe interior and the passageway inlet end, the

val ve chanber having a first inlet and a first outlet,
the first inlet being in fluid comunication with the
pipe interior and the first outlet being in fluid
comuni cation with the passageway inlet end, a first
val ve seat surrounding the first inlet, and a flexible
menbr ane bi ased toward the val ve seat; wherein the
first outlet is spaced fromthe first inlet along the
cylindrical axis of the sleeve.

The subject-matter of claim1 of the fourth auxiliary
request differs fromthat of D7 in that the emtter is
a retention emtter which conprises first val ve neans
responsive to fluid pressure in the pipe for closing

t he passageway when the fluid pressure in the pipe is
bel ow a m ni mum pressure and for openi ng the passageway
when the fluid pressure in the pipe is above the

m ni mum pressure and thereby preventing the draining of
water fromw thin the pipe when the pipe fluid is at a
pressure | ess than the m ni num pressure, wherein the
val ve neans includes a first val ve chanber interposed
the pipe interior and the passageway inlet end, the

val ve chanber having a first inlet and a first outlet,
the first inlet being in fluid comuni cation with the
pipe interior and the first outlet being in fluid
comuni cation with the passageway inlet end, a first
val ve seat surrounding the first inlet, and a flexible
menbr ane bi ased toward the val ve seat; wherein the
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first outlet is spaced fromthe first inlet in an axial
directionin line with the first inlet.

Thus, the problemto be solved by the invention
according to the third and fourth auxiliary requests is
to provide an inproved in-line emtter that prevents

t he drainage of the irrigation pipe when the water in
the irrigation pipe is at |ow pressure (see patent
specification, colum 2, lines 16 to 19).

D1 discloses an on-line drip irrigation emtter. The
object of DI is to prevent the drainage of an
irrigation pipe when the water in the irrigation pipe
is at low pressure. In order to solve said problem D1

teaches a skilled person to use a non-return val ve.

In fact, fromDl (page 2, lines 8 to 10 and 34 to 36;
Figure 1) there is known an on-line retention emtter
whi ch conprises first val ve neans (14, 20) responsive
to fluid pressure in the pipe (via passageway 26) for

cl osing the passageway (26) when the fluid pressure in
the pipe is below a m nimum pressure and for opening

t he passageway (26) when the fluid pressure in the pipe
i s above the m nimum pressure and thereby preventing
the draining of water fromw thin the pi pe when the
pipe fluid is at a pressure |less than the m ni mum

pressure.

Therefore, it is obvious for a person skilled in the
art, in order to retain the water in an irrigation pipe
equi pped with emtters according to D7, to provide said
emtters with a check-valve as disclosed in D1 which
solves said water retention problem
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Since there are only a Iimted nunber of possibilities
for a skilled person to build a check-valve into D7,
said possibilities being to build it into D7 upstream
of the passageway inlet or downstream of the passageway
outlet, in aradial or in an axial direction, to select
one between such a limted nunber of options is nerely
a matter of design conveni ence and does not involve an
i nventive step.

Mor eover, since two points (first inlet / first outlet)
are always in line with each other, the feature
according to which the first outlet is inline with the

first inlet cannot involve an inventive step either.

Therefore, the subject-matter of the third and fourth

auxiliary requests does not involve an inventive step.

Consequently, the third and fourth auxiliary requests
are not all owabl e.

Wth respect to inventive step the appellant put
forward essentially the sane argunents as for the main
request. Additionally he nentioned that having the
first outlet spaced fromthe first inlet in an axial
direction is a prerequisite constructional disposition
allowing for the space necessary to build the check-
valve into the emtter body.

However, said feature solely provides a skilled person
with informati on on how the check-valve is positioned
with respect to the axial direction. Since, as
indicated in section 6.4.5 above, there are essentially
two possible options for a skilled person in this
respect, which are to arrange the check-valve either in
the axial or in the radial direction, selecting one
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direction instead of the other cannot involve an

i nventive step.

Rei mbur senent of the appeal fee

According to Rule 67 EPC, reinbursenent of the appeal

fee can only be ordered if the Board of Appeal deens

t he appeal to be allowable. Since this is not the case
here, reinbursenent of the appeal fee has to be refused.

However, the Board deens it appropriate to nmake the
followi ng points with respect to the taking of evidence
by the Opposition Division.

Pursuant to Rule 72(1) EPC the European Patent O fice
shal |l make a decision where it considers it necessary

to hear the oral evidence of parties, w tnesses or
experts, setting out the investigation which it intends
to carry out as well as the relevant facts to be proved.

No such decision results fromthe mnutes of the oral
proceedi ngs before the Opposition Division. The
sentence: "Chairman announces that the Opposition
Division (OD) will take evidence from M. Mhoudar on
the Public Prior Use of his products” cannot qualify as
a formal decision pursuant to Rule 72(1) EPC, in
particul ar because the relevant facts to be proven are
not i ndi cat ed.

The testinony of a witness is a nmeans of proof which is
intended to confirmcertain allegations of a party, but
it is not meant to reveal for the first tine facts not

previously alleged by a party. In that case the hearing

of a witness would be turned nore into a neans of



.91 - T 0264/ 03

exam nation or investigation rather than a neans of
proof. In the case under consideration, the subject-
matter on which the evidence was taken, "Public Prior
Use of his products”, was open ended and w t hout any
link to the allegations of the party as of right Il

7.2.4 Thus, the taking of evidence as perforned by the
OQpposition Division contravened Rule 72(1) EPC as wel |
as Article 113(1) EPC because it | essened the right of
the patentee to be heard since the latter ran the risk
of being surprised by the statenents of the w tness due
to the fact that the subject-matter of the evidence was
not limted to precise subm ssions of opponent ||
Therefore, the Opposition Division commtted a
substantial procedural violation. Since however the
procedural violation did not influence the final
deci sion of the board the question of remttal to the
first instance did not arise.

Or der

For these reasons it is decided that:

1. The appeal is dism ssed.

2. The request for reinbursement of the appeal fee is
refused.

The Regi strar: The Chai r man:

G Magouliotis C. Andries
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