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Headnot e:

. A nethod involving technical nmeans is an invention within
the neaning of Article 52(1) EPC (as distinguished from
decision T 931/95-Controlling pension benefits system PBS
PARTNERSHI P) (see points 4.1 to 4.4 of the reasons).

1. Method steps consisting of nodifications to a business
schene and ained at circunventing a technical problemrather
than solving it by technical neans cannot contribute to the
techni cal character of the subject-matter clainmed (see

point 5.7 of the reasons).
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Sq . T 0258/ 03

Summary of Facts and Subm ssi ons

1469.D

Thi s appeal is against the decision of the exam ning
di vision to refuse European patent application
No. 97 306 722.6.

The foll ow ng docunents will be referred to in the
present deci sion:

D2: T. E. Rockoff et al., "Design of an Internet-based
system for renote Dutch auctions”, |nternet
Research: El ectronic Networking Applications and
Policy, Volunme 5, No. 4, 1995, pages 10 to 16;

D6: EP-A-0 628 920.

The exam ning division decided that the main and first
auxiliary requests before it were not allowabl e under
Articles 123(2) and 83 EPC. Cdaim1l of the second
auxiliary request, found satisfactory in these respects,
was refused on the grounds that its subject-matter, an
auction nethod, was a business nethod as such and

t herefore not regarded as an invention, pursuant to
Article 52(2) and (3) EPC. Al so the correspondi ng
apparatus of claim2 was found to be excluded from
patentability since the claimdefined subject-matter
with a scope of protection equivalent to that of the
method claim and it would be formalistic to nmake a
distinction in this respect between clains of different
categories. The exam ni ng division added that even if
the clained subject-matter were an invention within the
nmeani ng of Article 52(1) EPC, it did not involve an
inventive step as required by Article 56 EPC.
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Toget her with the grounds of appeal dated 16 Decenber
2002, the appellant filed new sets of clains according
to a main request and auxiliary requests 1 to 3. Each
request contained clains for an auction nethod, an
auction apparatus and a conputer program carrying out
t he met hod. Corresponding auxiliary requests 4 to 7
were for the respective apparatus claimonly.

Claim1l of the main request reads:

"An automatic auction nethod executed in a server
conmput er conprising the steps of:

a) transmtting information on a product to be
auctioned to a plurality of client conputers via a
net wor k, each client conputer belonging to a bidder;

b) receiving a plurality of auction ordering
i nformati on pieces, each including a desired price and
a maxi mumprice in conpetitive state, for purchase of
said product, fromthe plurality of client conputers
vi a the network;

c) storing the received auction ordering
information pieces in the server conputer for
respective bidders;

d) setting an auction price;

e) determ ning whether there is any bidder who
proposes a desired price equal to or higher than the
auction price using the auction ordering information
pi eces stored in the server conputer

f) if there is no bidder in the step e), |owering
the auction price, and repeating the step e);

g) if there is nore than one bidder at step e),

j udgi ng whet her there is nore than one bi dder for whom
the auction price is less than or equal to the desired
price such that a conpetitive state occurs using the
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auction ordering information pieces stored in the
server conputer

h) if the conpetitive state occurs, increasing the
auction price by a predeterm ned val ue;

i) excluding the bidder who proposes acceptable a
price lower than the increased auction price and
speci fying the other bidder or bidders using the
auction ordering information;

j) judging whether the conpetitive state occurs
anmong the bidder or bidders specified in the step i);

k) repeating the steps h), i) and j) and
determ ning the remai ni ng bi dder as a successful bidder
when there is no conpetitive state at step j; and

) if no conpetitive state occurs in the step g),
determ ning the remai ni ng bidder as a successful
bi dder. "

Claim3 is for a "conputerised auction apparatus for
perform ng an automatic auction via a network, anong a
plurality of bidders, the bidders using a correspondi ng
plurality of client conputers”, the apparatus
conprising nmeans for performng the steps set out in

claiml1.

Claim4 is for a "conmputer program which, when run on a
conput er network conprising client conputers and a
server", carries out the nethod of claiml.

Claim2 of the first auxiliary request is directed to
an auction apparatus additionally conprising neans for
receiving and storing "an anmpunt condition” and "a
product quantity status"” in order to determ ne whether
"any of the plurality of products remain", in which

case the auction continues.
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Clainms 1 and 3 are directed to a correspondi ng net hod
and a conputer program respectively.

Claim 2 of the second auxiliary request is directed to
an auction apparatus which, in addition to the
apparatus of the preceding request, uses "rules" for
determ ning the successful bidder.

Clainms 1 and 3 are directed to a correspondi ng net hod
and a conputer program respectively.

Claim2 of the third auxiliary request is directed to
an auction apparatus additionally conprising "neans for
receiving a bidder identifier" and a "password" in
order to "authenticate each bidder using the received
identifier and password".

Clainms 1 and 3 are directed to a correspondi ng net hod
and a conputer program respectively.

Oral proceedings were held on 21 April 2004. The
appel  ant argued essentially as foll ows:

The automatic auction nethod of claim1l required an
automat ed systemto operate on a network. If a case
under Article 52(2) EPC should be judged w t hout
reference to the prior art, as stated in decision

T 931/95 (QJ EPO 2001, 441), it could not be necessary
for the hardware conponents of the claimto be new for
the nethod to possess technical character. Since, in
accordance with the case |aw, an apparatus m ght be
patentable even if it processed business-rel ated
information, a correspondi ng net hod invol ving techni cal
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features could not be excluded from patentability under
Article 52(2) EPC. Applicants should be allowed to
claimthe use of a patentable device.

As to the issue of inventive step, the appellant argued
that the invention did not represent the nere

aut omati on of a known auction since the auction

princi ples were new. When performed in the proposed way
an auction could be held without the participants
having to give bids on-line which solved the technical
probl em known fromthe prior art of |acking

synchroni sation and different delays within the network
used by the bidders. The solution was technical since
it required new data to be input to the conputer. The
present case thus differed fromthe one with which
decision T 931/95 was concerned in that the auction

rul es had been devel oped for the sol e purpose of
overcom ng technical drawbacks of the known auction
conput er.

The appel | ant requested that the decision under appeal
be set aside and that a patent be granted on the basis
of one of the sets of clains filed with letter dated
16 Decenber 2002 as main request and auxiliary
requests 1 to 3, respectively, or on the basis of
auxiliary requests 4 to 7 as proposed in that letter.

At the end of the oral proceedings the Board announced
its deci sion.
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Reasons for the Decision

1

The ma

1469.D

Adm ssibility of the appeal

The appeal conplies with the provisions nmentioned in
Rul e 65(1) EPC and is therefore adm ssible.

n request

The invention according to claiml is an "automatic
auction nethod executed in a server conputer”. In
claim3 a "conputerised auction apparatus” conprising a
server conputer is defined, and in claim4 a conputer
program for carrying out an auction. The features of
the clains are closely related and in substance based
on the same net hod steps.

The met hod can be described as follows. The auction
starts with prelimnary steps of data exchange between
the client conputers and the server conputer in order
to collect bids fromthe participants. Each bid
conprises two prices, a "desired price" and a "nmaxi mum
price in conpetitive state". After this initial phase
the auction is automati c and does not require that the
bi dders follow the auction on-line. An auction price is
set and successively |l owered (which is typical for so-
called Dutch auctions) until it reaches the |evel of

t he highest bid or bids as determ ned by the "desired
price". In case of several identical bids the price is
increased until only the bidder having offered the

hi ghest "maxi mumprice"” is left. He is declared
successful. Caim1l does not specify the exact price
pai d, nor the rules and conditions for determ ning the
anounts of the product to be allotted.
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Non-inventions pursuant to Article 52(2) EPC. The
apparatus of claim3

According to Article 52(1) EPC, European patents shal
be granted for any inventions which are susceptible of
i ndustrial application, which are new and which invol ve
an inventive step. The second paragraph of Article 52
contains a list of subject-matter which is not to be
regarded as inventions within the neani ng of

paragraph 1. There are thus four requirenents which

cl ai med subject-matter nust fulfil: it should be an
"invention", and this invention nust be new, inventive,
and industrially applicable. In accordance with the
est abl i shed case | aw of the boards of appeal, the term
"invention" is to be construed as "subject-matter
havi ng techni cal character”. The verification that

cl ai med subject-matter is an invention within the
meani ng of Article 52(1) EPCis in principle a
prerequisite for the exam nation with respect to
novelty, inventive step and industrial application
since these latter requirenents are defined only for
inventions (cf Articles 54(1), 56, and 57 EPC). The
structure of the EPC therefore suggests that it should
be possible to determ ne whether subject-matter is

excl uded under Article 52(2) EPC w thout any know edge
of the state of the art (including common gener al

know edge) .

The i dea behind the so-called contribution approach
applied by earlier jurisprudence of the boards of
appeal was that the EPC only permtted patenting "in
t hose cases in which the invention involves some
contribution to the art in a field not excluded from
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patentability" (T 38/ 86, QI EPO 1990, 384, headnote I11).
In other words, for assessing the first requirenment, ie
t he presence of an invention within the neaning of
Article 52(1) EPC, a criterion was established which
relied on neeting further requirenments nentioned in
that article, in particular novelty and/or inventive
step. Thus, sone prior art was taken into account when
determ ni ng whet her subject-matter was excl uded under
Article 52(2) and (3) EPC

"I'n the above considerations concerning the question
whet her the clainmed invention nmakes a technical
contribution to the art, or involves technical
considerations for its inplenmentation which may be
regarded as resulting in a technical contribution to
the art, any specific prior art (other than general
conputer art, see point 3.4), for instance D1, has not
been taken into account. If this is done, however,
nothing in the above considerations will effectively be
changed.” (T 769/92, Q) EPO 1995, 525, point 3.8).

However, in nore recent decisions of the boards any
conparison with the prior art was found to be
i nappropriate for exam ning the presence of an

i nventi on:

"Determ ning the technical contribution an invention
achieves with respect to the prior art is therefore
nore appropriate for the purpose of exam ning novelty
and inventive step than for deciding on possible

excl usion under Article 52(2) and (3)" (T 1173/97, QJ
EPO 1999, 609, point 8);
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"There is no basis in the EPC for distinguishing

bet ween ' new features' of an invention and features of
t hat invention which are known fromthe prior art when
exam ni ng whether the invention concerned may be
considered to be an invention within the neani ng of
Article 52(1) EPC. Thus there is no basis in the EPC
for applying this so-called contribution approach for
this purpose" (T 931/95, supra, headnote |V).

This viewis shared by the Board in its present

conposi tion.

Furthernore, in accordance with Article 52(3) EPC, the
subj ect-matter nentioned in paragraph 2 of the sane
article is only excluded from patentability as such. It
has | ong been recognised that, due to this stipulation,
a mx of technical and non-technical features may be

pat ent abl e:

"The use of technical means for carrying out a nethod
for performing nental acts, partly or entirely wthout
human i ntervention, may, having regard to Article 52(3)
EPC, render such a nmethod a technical process or nethod
and therefore an invention within the nmeaning of
Article 52(1) EPC' (T 38/86, headnote I11);

"Non-exclusion frompatentability cannot be destroyed
by an additional feature which as such would itself be
excluded..." (T 769/92, headnote I1).

Therefore, taking into account both that a m x of
techni cal and non-technical features may be regarded as
an invention within the neaning of Article 52(1) EPC
and that prior art should not be considered when
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deci di ng whet her cl ai ned subject-matter is such an

i nvention, a conpelling reason for not refusing under
Article 52(2) EPC subject-matter consisting of

techni cal and non-technical features is sinply that the
technical features may in thenselves turn out to fulfi
all requirenents of Article 52(1) EPC

3.6 Moreover, it is often difficult to separate a claim
into technical and non-technical features, and an
i nvention may have technical aspects which are hidden
in a largely non-technical context (cf point 5.8 bel ow).
Such technical aspects nay be easier to identify within
the framework of the exam nation as to inventive step
whi ch, in accordance with the jurisprudence of the
boards of appeal, is concerned with the technical
aspects of an invention (cf point 5.3 below). Thus, in
addition to the restrictive wording of Article 52(3)
EPC limting the applicability of Article 52(2) EPC,
there may be practical reasons for generally regarding
m xes of technical and non-technical features as
inventions in the neaning of Article 52(1) EPC.

3.7 For these reasons the Board holds that, contrary to the
exam ning division's assessnent, the apparatus of
claim3 is an invention within the nmeaning of
Article 52(1) EPC since it conprises clearly technical
features such as a "server conputer”, "client

conputers”™ and a "network".

3.8 This conclusion is in conformty with decision T 931/95,
where it is stated in headnote |1l that:

"An apparatus constituting a physical entity or
concrete product, suitable for perform ng or supporting

1469.D
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an econom c activity is an invention within the neaning
of Article 52(1) EPC."

Part C, Chapter |V, 2.3.6 (cf the penultinate paragraph,
third sentence) of the "Cuidelines for exam nation in

t he European Patent O fice", Decenber 2003, is
consistent with the Board's assessnent. The Board notes
however that the Cuidelines appear self-contradictory
in that devices such as visual displays, books,

gr anophone records, traffic signs and apparatus for
presenting information are said not to be patentable -
taken to nmean that they are excluded frompatentability
under Article 52(2) EPC - if defined solely by the
content of the information (see C IV, 2.3.7).

Non-inventions pursuant to Article 52(2) EPC. The
met hod of claim1l

The reasoni ng above (point 3.5) is independent of the
category of the claim Thus, in the present case, also
the nethod of claim1 is not excluded from
patentability under Article 52(2) EPC

This conclusion is not in agreenent with headnote Il of
decision T 931/95 which states that: "A feature of a
nmet hod whi ch concerns the use of technical nmeans for a
purely non-technical purpose and/or for processing
purely non-technical information does not necessarily
confer a technical character to such a nethod" (cf also
Quidelines CG1V, 2.3.6, penultimate paragraph, second

sent ence) .

However, in order to be consistent with the finding
that the so-called "contribution approach”, which
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i nvol ves assessing different patentability requirenents
such as novelty or inventive step, is inappropriate for
j udgi ng whet her clained subject-matter is an invention
wi thin the neaning of Article 52(1) EPC, there should
be no need to further qualify the rel evance of

techni cal aspects of a nethod claimin order to
determ ne the technical character of the nethod. In
fact, it appears to the Board that an assessnment of the
techni cal character of a method based on the degree of
banality of the technical features of the claimwould

i nvolve remmants of the contribution approach by

i nplying an evaluation in the light of the avail able
prior art or common general know edge.

From a practical point of view, this inconsistency
beconmes fully apparent when considering the question of
whet her technical character is conferred to a nethod
usi ng technical neans for a purely non-technical
purpose. In this case, follow ng the approach taken in
T 931/95, the mere presence of such nmeans woul d not
necessarily be sufficient to |l end the nethod technical
character. In the Board's opinion, any practical answer
to this question would have to rely on sone weighting
of the inportance of the features to determ ne the
"core" of the invention, necessarily including
considerations on their technical relevance, in
particul ar possible novel or inventive contributions,
with respect to the prior art. The Board would like to
add that such weighting has already been rejected in
early case | aw of the boards of appeal (see decision

T 26/ 86, QJ EPO 1988, 19; headnote 11).

Finally, the Board in its present conposition is not
convinced that the wording of Article 52(2)(c) EPC,
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according to which "schenes, rules and nethods for
perform ng nental acts, playing ganmes or doing

busi ness” shall not be regarded as inventions within
the neaning of Article 52(1) EPC, inposes a different
treatnment of clains directed to activities and cl ains
directed to entities for carrying out these activities.
What matters having regard to the concept of
"invention" within the neaning of Article 52(1) EPCis
t he presence of technical character which may be
inplied by the physical features of an entity or the
nature of an activity, or may be conferred to a non-
technical activity by the use of technical neans. In
particular, the Board holds that the |atter cannot be
considered to be a non-invention "as such” within the
meani ng of Article 52(2)and(3) EPC. Hence, in the
Board's view, activities falling within the notion of a
non-invention "as such" would typically represent
purely abstract concepts devoid of any technical

i mplications.

The Board is aware that its conparatively broad
interpretation of the term"invention” in Article 52(1)
EPC will include activities which are so famliar that
their technical character tends to be overl ooked, such
as the act of witing using pen and paper. Needless to
say, however, this does not inply that all nethods

i nvol ving the use of technical nmeans are patentable.
They still have to be new, represent a non-obvious
technical solution to a technical problem and be
suscepti bl e of industrial application.

It is therefore concluded that, in general, a nethod
i nvol ving technical neans is an invention within the
meani ng of Article 52(1) EPC.
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I nventive step: Caiml

Novel ty not being an issue in the present proceedings,
the Board will in the foll ow ng exam ne the issue of

i nventive step.

D6 di scl oses an auctioning system conprising an
auctioneer's operator station connected with operation
stations for bidders (cf the abstract). The auction is
of the Dutch type, according to which the auction price,
as nonitored on an auction "clock”, sinks with tinme.
The bidders are required to follow the auction at their
operator stations. A bidder may stop the clock renptely
using a pushbutton on his desk (colum 2, lines 37

to 39). The first bidder to stop the clock is
successful (colum 1, lines 27 to 32). Since the real-
time behaviour is of great inportance at Dutch auctions
(colum 3, lines 31 to 35), tinme information is
transmtted with the nessages to determ ne the order of
stop commands (colum 4, lines 16 to 36).

D2 is simlar to D6. Here, the transm ssion del ay
problemis solved by a software phase-|ock | oop
(Figure 6) which achi eves synchronisation of the
auction clock at the bidders' termnals.

I n accordance with the principles set out in decision

T 641/00 (QJ EPO 2003, 352; cf headnote I), the
invention will be assessed with respect to the

requi rement of inventive step by taking account of only
t hose features which contribute to a technica
character. The features that make a technica
contribution therefore need to be determ ned.
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The overall aimof the clained nethod is to identify

t he successful bidder for a product offered for sale at
an auction. This aimis not regarded as havi ng

techni cal character, nor has the appellant argued that
it has.

On the other hand, features concerned wth data

transm ssion and storage, in particular features (a) to
(c) of the claim are technical as such. They are
however clearly standard and known for exanple from D6.

Features (d) to (I) are conditions using the stored
information to arrive at the successful bidder. The
conditions concern only prices and have, except
possibly for feature (h) (cf point 5.8 below, no
technical character. It is true that they are perforned
in a conputer and that the overall state of the
conputer will change for each instruction perforned.
This is however not regarded as a technical effect but
rather as a nmere mani festation of the information
contained in the prices and conditions. Although the
kind of manifestation nmay be regarded as technical, it
is well known in the art of data processing.

The appel | ant has argued that the technical effect
resides in overcomng the problemin the prior art of
del ays in propagation of information between the

bi dders and the server. |If the auction is perforned
online, as proposed in D6 or D2, these delays wl|

i nfluence the outcone of the auction.

The solution to this problem consists of adapting the
known auction nethod such that it can be perforned
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automatically. In this way, any data transm ssion
del ays becone irrel evant.

In the Board's view, however, this solution does not
contribute to a technical character and cannot

t herefore be taken into account for assessing inventive
step since it concerns the rules of the auction, i.e.
it is not a technical solution to the delay problem
descri bed (and sol ved by technical neans) in docunents
D2 and D6, but a solution entirely based on

nodi fications to the auction nethod. Method steps
consisting of nodifications to a business schene and
aimed at circunmventing a technical problemrather than
solving it by technical nmeans cannot contribute to the
techni cal character of the subject-matter clained.

Furt hernore, as acknow edged by the appellant, a

prom nent feature of the invention is that when nore

t han one bidder offers a certain "desired price" the
auction price is increased to sort out the | ower bids.
This requires certain bid information - a "desired
price" and a "maxi mum price" - and tests of certain
conditions. But the feature is fundanmentally

i ndependent of the conputer arrangenent for performng
the auction. It could just as well be used for
conducting a Dutch auction w thout conputer support,
for exanple by collecting bids in witing in a call for
tenders procedure, in order to allow the participants
not to be present at the auction. The result of such a
hypot heti cal auction would be the sane.

The invention can therefore be regarded as a nere
aut omati on of the non-technical activity of performng
a Dutch auction in the absence of bidders. Any
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i ngeni ousness required to develop the rules for the
hypot heti cal auction cannot be considered for inventive
step in accordance with the principles outlined in
decision T 641/00. The technical part of the invention
is thus essentially limted to instructing the server
conputer to apply the given conditions and perform any

necessary cal cul ati ons.

Nevertheless, if a step of a nethod has been designed
in such a way as to be particularly suitable for being
performed on a conmputer, it has arguably a technica
character. Suggesting such a step mght require
techni cal considerations (cf T 769/92, headnote 1),
namely of the working principles of a conputer. This
view was al so expressed in T 52/85 (not published in
the Q) EPO, where a nethod for displaying a list of
expressions semantically related to another linguistic
expressi on was found non-technical exactly because no
such techni cal considerations were necessary: the

nmet hod was "not hing el se but what a human bei ng
searching for semantically related words would do" (see
point 5.8 of the decision).

The invention under exam nation may contain such a
feature which does not correspond to what a human bei ng
woul d do if perform ng the auction w thout conputer
support. This is the step of raising the auction price
successively in order to determ ne the highest maxi mum
price offered by bidders having proposed the sane
desired price (step (h). An auctioneer would presumably
do this sinply by lIooking at the bids. Still, the Board
is convinced that this way of ranking the bids is a
routine progranm ng neasure well within the reach of
the skilled person. Thus, this feature, even if
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possi bly constituting a technical solution to a problem
woul d have been obvious to the person skilled in the
art of data processing.

It follows that the automatic auction nethod according
to claim1 does not involve an inventive step
(Article 56 EPC)

| nventive step: Caim3

For the same reasons the conputerised auction appar at us
according to claim 3 does not involve an inventive step
(Article 56 EPC)

Claim4

The conputer programof claim4 is defined by the sane
steps as the nmethod of claiml1l and is therefore al so
not patentable because it does not involve an inventive
step (Article 56 EPC). Consequently, it is not
necessary to exam ne whether it falls under the
exclusion of Article 52(2)(c) EPC in conbination with
Article 52(3) EPC.

Si nce none of the independent clains is allowable the
appellant's main request is refused.

Auxi |l iary request 1

1469.D

Apparatus claim2 differs fromclaim3 of the main
request in that not only a price is specified but also
anount conditions. The appellant has expl ai ned that the
pur pose of the anendnents was to overcone the exam ni ng
di vision's objections under Article 123(2) EPC. The
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Board is of the opinion that these amount conditions
are part of the auction principles and therefore cannot
contribute to an inventive step.

Auxi |l iary request 2

10. I n apparatus claim2 the auction apparatus is defined
in ternms of rules which are "fired", meaning conditions
which are fulfilled. Also this alternative wordi ng has

no consequences for the issue of inventive step.

Auxi liary request 3

11. The apparatus of claim2 is additionally capabl e of
perform ng password authentication of the bidders. This
is however a generally known feature in conputer
net wor ks whi ch does not involve an inventive step in
t he present context.

Auxiliary requests 4 to 7

12. Auxiliary requests 4 to 7 correspond to the main
request and auxiliary requests 1 to 3, respectively.
Each of themcontains a single claim which is
identical with the apparatus claimof the correspondi ng
request. They are therefore not allowable for the
reasons al ready given.

1469.D



- 20 - T 0258/ 03

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

M Ki ehl S. Stei nbrener

1469.D



