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Summary of Facts and Subm ssi ons

2615.D

The appel l ant (patentee) | odged an appeal against the

deci sion of the Qpposition Division revoking the

Eur opean patent No. 0 857 586 on the grounds that none
of the requests of the appellant nmet the requirenents

of Article 123(2) EPC

Oral proceedings were held before the Board of Appeal
on 21 Septenber 2004.

The appel | ant requested that the decision under appeal
be set aside and that the patent be maintained on the
basis of the follow ng docunents filed on 19 August
2004:

(i) claim1 filed as main request; or

(ii) claim1 filed as first auxiliary request; or
(iti)claim1 filed as second auxiliary request; or

(iv) claim1 filed as third auxiliary request.

The respondent (opponent) requested that the appeal be
di sm ssed.

Claim1 according to the main request reads as foll ows:

"1. A pen point for a marking pen, conprising a base
portion (2) obtained by bundling synthetic fibers
having a fiber dianeter of between 1 and 10 Deni er,

di pping the bundle in a synthetic resin adhesive, and
drying and solidifying the resulting bundle, said base
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portion consisting of a holder portion (2b) having a
circular cross section and a pen tip (2a) nolded into a
kni fe cut shape, said pen point having a draw ng
portion having |long sides (4) and short sides (5), and
a coating nenber (3) with which the hol der portion
together with the outer periphery of the pen tip being
integrally coated, whereby the w de sides of the pen
tip being devoid of a coating, said coating nmenber
being fornmed of a thernoplastic synthetic resin,
characterized in that said coating nenber has a

t hi ckness of between 0.01 and 2.00 mm and that the pen
tip protrudes beyond said coating nmenber by 2.00 mm or

| ess, whereby one short side of the drawi ng portion
bei ng spaced farther apart from said coating nenber
than the other short side."

Claim 1 according to the first auxiliary request reads
as follows:

"1. A pen point for a marking pen, conprising a base
portion (2) obtained by bundling synthetic fibers
having a fiber dianeter of between 1 and 10 Deni er,

di pping the bundle in a synthetic resin adhesive, and
drying and solidifying the resulting bundle, said base
portion having a pen tip (2a) polished into a knife cut
shape and a hol der portion (2b) connected with the pen
tip, said pen point having a draw ng portion having

| ong sides (4) and short sides (5), said base portion
and the outer periphery of the pen tip being integrally
coated with a coating nenber (3) fornmed of a

t hernopl astic synthetic resin, characterized in that
said coating nenber has a thickness of between 0.01 and
2.00 mm and that the pen tip protrudes beyond said
coating nenber by 2.00 nmor |ess, whereby one short
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side of said drawing portion being spaced farther apart
fromsaid coating nenber than the other short side.”

Claim 1 according to the second auxiliary request reads
as follows:

"1. A pen point for a marking pen, wherein a pen tip
(2a) having a base portion (2) obtained by bundling
synthetic fibers having a fiber diameter of between 1
and 10 Denier, dipping the bundle in a synthetic resin
adhesive, and drying and solidifying the resulting
bundl e, said base portion being nolded into a knife cut
shape and said pen point having a draw ng portion
having | ong sides (4) and short sides (5), is
integrally coated with a coating nenber (3) forned of a
t her mopl astic synthetic resin together with the base
portion, whereby the pen tip protrudes a bit beyond
sai d coating nenber characterized in that said coating
menber has a thickness of between 0.01 and 2.00 nm and
t hat one short side of said drawi ng portion being
spaced farther apart fromsaid coating nenber than the
ot her short side."

Claim 1 according to the third auxiliary request reads
as follows:

"1. A pen point for a marking pen, wherein a pen tip
(2a) having a base portion (2) obtained by bundling
synthetic fibers having a fiber diameter of between 1
and 10 Denier, dipping the bundle in a synthetic resin
adhesive, and drying and solidifying the resulting
bundl e, said base portion being nolded into a knife cut
shape and said pen point having a draw ng portion
having | ong sides (4) and short sides (5), is
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integrally coated with a coating nenber (3) forned of a
t her mopl astic synthetic resin together with the base
portion, whereby the pen tip protrudes beyond said
coating nenber characterized in that said pen tip
protrudes beyond said coating nenber by 2.00 mm or

| ess, that said coating nmenber has a thickness of
between 0.01 and 2.00 mm and that one short side of
said drawi ng portion being spaced farther apart from
said coating nenber than the other short side.”

The appel | ant argued essentially as foll ows:

The feature "said pen point having a drawi ng portion
having | ong sides (4) and short sides (5)", which was
present in all requests, was disclosed in colum 2,
lines 16 and 17, and in Figures 2 and 5, of the
application as filed (all references to the
"application as filed" refer henceforth to the
publ i shed version). A marking pen having a rectangul ar
drawi ng portion allowed a user using a scale to sel ect
one of two |ine widths corresponding to the | engths of
the short and | ong sides, respectively (see colum 3,
lines 26 to 31). The drawi ng portion of the marking pen
shown in Figures 1, 3 and 6 was generally oblique with
respect to the longitudinal axis of the marking pen, at
an angle suitable for the general user to hold the pen
at the same angle with respect to the witing surface.
As shown in Figure 6, in order to draw a thick line
with the help of a scale, the marking pen was held at
said oblique angle with respect to the witing surface
agai nst the scale, so that a short side was parallel
and adj acent the scale. The |last feature of al
requests, nanely that one short side of the draw ng
portion is spaced farther apart fromthe coating nenber
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than the other short side, sinply neant that the pen
tip protruded farther beyond the coating nenber at the
short side away fromthe scale than at the short side
adj acent the scale. This feature was clearly discl osed
in Figures 1, 3 and 6, which all pertained to the same
enbodi nent of the invention. Mreover, the person
skilled in the art reading the description and studying
the Figures of the application as filed would
appreciate that for achieving the object of the
invention, i.e. to provide a pen point for a marking
pen which, when drawing |ines using a scale, prevented
the scale from becom ng stained by the pen, or vice
versa when different colours were used, it was not
necessary to provide a coating nenber on the side of
the pen tip that was not in contact with the scale. The
person skilled in the art would realize that keeping
the lateral side of the pen tip, having an acute angle
with the drawing portion (referred to as the "top of
the pen point" 7, cf. Figure 3), free from coati ng,
opened the possibility to use this top as an ordi nary
pen for drawing thin |ines. For the above reasons, and
having regard to the fact that drawings as originally
filed forman integral part of the disclosure of the
invention, the last feature of claiml of the main
request and of the first to third auxiliary requests
fulfilled the requirenents of Article 123(2) EPC.

The respondent argued essentially as foll ows:

The description of the application as filed was silent
about the feature that one short side of the draw ng
portion was spaced farther apart fromthe coating
menber than the other short side. There was nothing in
t he description about using the top of the pen point
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for drawi ng lines by hand; on the contrary, the whole
di scl osure was concerned wi th using the marking pen
with a ruler. Features could exceptionally be taken
fromoriginally filed drawings, if said features were,
firstly, clearly and unanbi guously derivable fromthe
drawi ngs and, secondly, said features were not at odds
with the other parts of the disclosure (see T 169/83,
Q) EPO 1985, 193). The "spaced farther apart" feature
met neither of these requirenments. Figures 4 and 6
showed a pen tip, whereby the spacing between the
drawi ng portion and the coating nenber was the same at
both short sides. Figure 1 was flawed in that the width
of the pen tip 2a was |larger than the width of the
correspondi ng hol der portion 2b, and in that the outer
edge of the coating was flush with the pen tip,

i mplying that the thickness of the coating was zero.
The latter contradicted the enbodi mrent shown in

Figure 2, which showed a pen point having a coating
with a thickness different fromzero. Leaving one

| ateral side of the pen tip free fromcoating was at
odds with the disclosure in colum 3, line 49ff., of
the application as filed. It followed that none of the
requests of the appellant nmet the requirenents of
Article 123(2) EPC

Reasons for the Decision

Article 123(2) EPC

2615.D

The appeal mnust fail, since the feature "one short side
of the drawi ng portion being spaced farther apart from
sai d coating nenber than the other short side" (see
claim1 according to the main request) and "one short
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side of said drawi ng portion being spaced farther apart

fromsaid coating nmenber than the other short side"
(see claim1l according to the first, second and third
auxiliary request; the difference with respect to the
mai n request is underlined by the Board) is not

di sclosed in the application as filed, contrary to
Article 123(2) EPC

The appel | ant has conceded that neither the description
nor the clainms - taken alone - provide a basis for the
above-nentioned feature (henceforth referred to as the
contested feature).

The sol ution proposed in the application as filed to

t he problem of avoiding a ruler is being stained by the
pen tip, is essentially to coat the peripheral surface
of the pen point, with the possible exception of a
smal | peripheral area that "protrudes” beyond the
coating nenber by at nost 2,0 mm (see colum 1,

lines 49 and 50, colum 3, lines 49 to 56, colum 4,
lines 25 to 29, colum 5, lines 14 to 25, of the
application as filed). The explanation for this upper
[imt given in the application as filed is that the
"hardness"” of the pen tip (which decreases as the
anount of protrusion increases) should not decrease too
much, see columm 3, lines 49 to 56, of the application
as filed. There is no passage in the application as
filed, wherein the protrusion length of the pen tip
beyond the coating nenber is discussed in relation to

t hi ckness of the ruler, or in relation to the short or

| ong sides of the drawi ng portion.
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The argunent of the appellant that a skilled reader
woul d realize that a marker pen is generally held in a
vertical position at a slightly oblique angle to the
witing surface, so that effectively only the edge of
the pen tip, which forms an acute angle with the
witing surface, is in contact with the ruler and needs
to be coated, cannot be accepted. The passage at

colum 3, lines 26 to 36, of the application as filed
makes it clear that the user can select any orientation
of the drawing portion with respect to the ruler and
thus select any line width between the two "extrenes":
drawing a line in the direction of the major and m nor
axis of the drawing section results in a thin line and

a thick line, respectively.

The Board agrees with the appellant that draw ngs as
originally filed are an integral part of the disclosure
of the invention and that the EPC does not prohibit the
amendnent of clainms to include features from draw ngs,
provi ded such features are clearly, unm stakably and
fully derivable fromthe drawi ngs by the person skilled
in the art and not at odds with the other parts of the

di scl osure.

Figures 1, 3 and 6, of the application as filed seemto
di scl ose a pen point having a rectangul ar draw ng
portion, whereby the short side of the drawi ng portion
at the top of the pen point protrudes beyond the
coating nenber by a certain distance, whereas the
opposite short side (adjacent the ruler in Figure 6)
does not visibly protrude beyond the coating nenber.
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The appel l ant has submitted that a m nimal protrusion
at the short side opposite the top of the pen point was
present to prevent the coating fromcontacting the
witing surface when using a ruler, since such a
frictional contact would inpede the snooth draw ng of
lines. In the judgenent of the Board, the question

whet her the protrusion length at this other short side
is zero, or close to zero, is not relevant for deciding
whet her Figures 1, 3 and 6, of the application as filed
provi de a disclosure of the contested feature. The
issue is not whether the contested feature is realized
in an enbodi rent of the invention shown in one of these
Figures, the issue is rather whether an enbodi nent

di scl oses the contested feature.

Figures 1, 3 and 6, of the application as filed seem at
best to disclose an enbodi nent, whereby one short side
of the drawi ng portion is spaced apart fromsaid
coating nenber, whereas the other short side is not
spaced apart from said coating nmenber, or spaced apart

fromsaid coating nenber by a very small distance.

The contested feature "one short side of the draw ng
portion being spaced farther apart from said coating
menber than the other short side" does not put any
restriction on the protrusion |engths, apart from being
different at opposite short sides. There is no

di scl osure or teaching derivable fromthe draw ngs of
the application as filed that the protrusion | engths of
the pen tip at the short sides can be freely chosen, as
long as both Iengths are different. This feature thus
constitutes an internmedi ate generalization of what is
di scl osed in said draw ngs.
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It follows fromthe above that the contested feature
ext ends beyond the content of the application as fil ed,
cf. Article 123(2) EPC.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

M Dai nese W Mbser

2615.D



