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Summary of Facts and Subm ssi ons

2144. D

The appeal is fromthe interlocutory decision of the
Qpposition Division posted on 26 Novenber 2002
concerni ng the mai ntenance in anended form of European
patent No. 0 376 022, granted in respect of European
patent application No. 89 122 695. 3.

| ndependent claim1 in the formas maintai ned by the
Qpposition Division reads as foll ows:

"An integral disposable absorbent article (20) having

| ongi tudi nal edges (30) and end edges (32), the
absorbent article conprising an absorbent core (44)
havi ng a garment surface and a body surface; a liquid

i mpervi ous backsheet (42) positioned adjacent said
garnent surface of said absorbent core; a liquid

pervi ous topsheet (38) positioned adjacent said body
surface of said absorbent core; a waistcap/wai stband
(78) disposed adjacent at | east one of the end edges
(32) of the absorbent article, said waistcap/waistband
(78) having an outward portion (80) associated with the
absorbent article adjacent said end edge and i nward
portion (82) contiguous with said outward portion, said
i nward portion having a proxi mal edge (84), a distal
edge (86), and ends (92) being joined to the absorbent
article and said distal edge (86) being spaced inboard
fromsaid proxi mal edge, at |least a portion of said

di stal edge (86) being unsecured to the underlying
portion of the absorbent article between said ends (92)
so that said distal edge is spaced away fromthe

i quid-receiving surface of the absorbent article,
wherei n the wai stcap/wai stband (78) is forned of a

single piece of elastoneric material serving both as
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the wai st band and as the wai stcap characterized in that
the outward portion (80) is operatively associated in
an elastically contractible condition with the
absorbent article adjacent said end edge (32), and the
di stal edge (86) of the inward portion (82) is
operatively associated in an elastically contractible
condition with the absorbent article adjacent said ends
(92) of the inward portion (82), and wherein the single
pi ece of elastoneric material provides all the said
elastic contractibility.”

The cl ai ns8 under consideration in the decision under
appeal, in which the Opposition Division considered
that the clainmed subject-matter involved an inventive
step, were identical to the clains on which Board of
Appeal 3.2.06 (in a different conposition) based its
earlier decision T 324/98 in respect of the patent in
suit. In this decision the Board considered that the
anendnents nade to the patent in suit net the

requi renents of Articles 123(2) and (3) EPC and t hat
the cl ai ned subject-matter was novel, and remtted the
case to the first instance for further prosecution
pursuant to Article 111(1) EPC

The appel |l ant (opponent) filed on 6 February 2003 a
noti ce of appeal against the decision of the Qpposition
Division followng the remttal and sinultaneously paid
the appeal fee. Wth the statenent setting out the
grounds of appeal, received on 3 April 2003, the
appel l ant rai sed fresh objections based on | ack of
clarity (Article 84 EPC) and argued on | ack of
inventive step (Article 56 EPC) on the basis of the
prior art disclosed by docunents:
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D1: EP-A-0 264 238;

D2: US-A-4 685 916;

D3: US-A-4 681 880.

I V. In an annex to the summons to oral proceedi ngs pursuant
to Article 11(1) of the Rules of Procedure of the
Boards of Appeal dated 25 January 2005 the Board
referred to reasons of the previous decision T 324/98
in respect of the manner in which the claimwas to be
construed and stated that inventive step was to be
di scussed.

V. Oral proceedings were held on 9 June 2005.

The appel | ant requested that the decision under appeal

be set aside and that the European patent be revoked.

The respondent (patentee) requested that the appeal be
di sm ssed and that the patent be maintai ned as upheld

by the opposition division.

VI . In support of its request the appellant essentially

relied upon the foll ow ng subm ssi ons:

According to the reasoning of the Qpposition Division,
the prior art did not suggest the concept underlying
the patent in suit of providing a waistcap/waistband
havi ng three edges associated with the absorbent
article which, in unrestrained conditions, contracted
t henselves in two directions, i.e. transversely al ong
t he wai st band edges and al ong the | ongitudi nal

di rensi on of the absorbent article, thereby directly

2144. D
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bui I di ng up pockets at the wai stband regi ons. However,
the claimdid not specify whether the elastic
contractibility provided by the waistcap/wai stband
consisting of a single piece of elastoneric materi al
was in the longitudinal direction, in the |ateral
direction, or in both and was therefore unclear in this
respect .

Furthernore, the feature added to claim1l as granted,
according to which the single piece of elastoneric

mat erial provided all the elastic contractibility, was
in contradiction with all the enbodi nents of the patent
in suit, where elastic contractibility of the

wai st cap/ wai st band was clearly due also to the |eg

el astics which extended into the region of the

wai st cap/ wai st band and, in unrestrained condition,
contracted the whol e absorbent article. Hence, this
feature, which inclusion in claiml was in fact
contrary to the requirenents of Article 123(2) EPC,
could not be taken into consideration in the assessnent

of inventive step over the prior art.

The skilled person was unanbi guously taught by D1 that
the wai st barrier cuff could itself be fornmed of an

el astic foammaterial, which was a material of which

t he wai st band/ wai stcap could be forned in the patent in
suit. Hence, as in the patent in suit, the

wai st cap/ wai st band portion tended to be lifted away
fromthe topsheet by virtue of cooperation with the

| ongitudinally extending barrier cuffs thereby formng
a contai nment pocket. Al though D1 disclosed that the

| eg el astics provided the elastic contractibility
necessary for lifting the waist barrier cuffs, a
contribution of the leg elastics in lifting the
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wai st cap/ wai st band was al so present in the absorbent
article of the patent in suit. Therefore, the skilled
person would directly arrive at an absorbent article

according to claim1l of the patent in suit.

If the feature of claim1l according to which the single
pi ece of elastoneric material provided all the elastic
contractibility were taken into consideration, the
skilled person would still arrive at the subject-matter
of claim1l w thout inventive activity since he would

i medi ately recogni se that no further elastic nenber
woul d be required in order to contract the wai st
barrier cuff. On the contrary, the nost obvious
solution would be to exploit the natural elasticity of
the barrier cuff nenber itself. The teachings of D2 and
D3 supported this argunent because they both described
integrally forned el astonmeric nenbers providing all the

wai st elasticity.

The subm ssions of the respondent can be summari zed as

foll ows:

In its earlier decision T 324/98 in respect of the
patent in suit the Board already decided that the
anendnents made to claim 1l of the pending request net
the requirenents of Article 123(2) EPC. The Board
further found in that decision that the subject-matter
of claim1 was distinguished fromthe absorbent article
of DL principally in that a single piece of elastoneric
mat eri al serving as the wai stcap/wai stband provi ded al
the elastic contractibility. The Board responsible for
t he present appeal proceedi ngs was bound by the ratio
decidendi of this earlier decision and therefore these
matters were not open to discussion.
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Starting fromthe closest prior art disclosed by D1,
the technical problemsolved by the patent in suit was
to provide a sinpler structure which yet gave inproved
contai nment. There was nothing in Dl to suggest using a
wai st cap/ wai st band fornmed of a single elastoneric

el ement providing all the elastic contractibility to
l[ift the distal edge of the waistcap/waistband. In
contrast, whenever D1 required elastication, it nerely
used inserts as elastic nmenbers. The reference in D1 to
el astic foamwas nerely an indication of the
possibility of using such material as a relatively non-
| oadbearing "flexible" material. There was nothing in
Dl to suggest that the elastic foam should be applied
in an elastically contractible condition, and indeed
there was not hing even to suggest that the materi al
woul d have sufficient strength to be capable of having
useful elastic contractibility. Therefore, the clained

solution to the technical problemwas not obvious.

Reasons for the Deci sion

2.1

2144. D

The appeal is adm ssible.

The earlier decision of the Board of Appeal

According to the established case | aw of the boards of
appeal, an earlier board of appeal decision where a
case is remtted to an opposition division has the

bi nding effect referred to in Article 111(2) EPC al so
on the subsequent appeal against the ensuing decision
of the opposition division (see e.g. T 153/93).
Accordingly, in the present appeal proceedings the
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Board is bound by the ratio decidendi of earlier
decision T 324/ 98 of Board of Appeal 3.2.06 in respect
of the patent in suit in so far as the facts are the
sane. This latter condition being satisfied, it follows
that the questions of allowability of the anmendnents
(Article 123 EPC) and of novelty (Article 54 EPC)
cannot be the subject of the present decision as they
were already finally adjudicated by the earlier

deci si on.

The essential point in determning the judgnent of the
Board that the subject-matter of claim1l1l is novel over
Dl i.e. the ratio decidendi as regards novelty (see

T 934/91, QJ 1994, 184), is (see point 3.2 of T 324/98)
that the subject-matter of claim1 differs fromthe
disclosure in D1 "principally [enphasis added] in that
the single piece of elastonmeric material serving as the
wai stcap and as the wai stband provides all the elastic
contractibility as defined in the claim nanely that of
the outward portion as associated with the absorbent
article adjacent its end edge and of the distal edge of
the inward portion as associated with the absorbent
article adjacent the ends of the inward portion. As
opposed to the subject-matter of claim1, the outward
portion of the waistcap discussed in D1 needs the
addition of an elastic nenber 60 to be operatively
associated in an elastically contractible condition
wth the waistflap to forma wai st gasketing cuff (see
colum 11, line 50 to colum 13, line 24). The distal
edge of the inward portion of the waist barrier cuff
further needs the elastic nenber 77 to provide the
operative association in an elastically contractable
condition with the absorbent Article (see colum 6,
lines 10 to 24 and colum 14, lines 1 to 8)."



2.3

2144. D

- 8 - T 0203/ 03

Accordingly, in the present appeal proceedings the
Board is bound by this finding and is not enpowered to

modify it.

The appel |l ant objected that claim 1l was not clear
because it did not specify the direction of elastic
contractibility provided by the wai stcap/wai st band.
Furthernore, the feature of claim1 according to which
the single piece of elastonmeric material provided al
the elastic contractibility, was in contradiction with
all the enbodi nents of the patent in suit, where

el astic contractibility of the waistcap/wai stband was
clearly also due to the |l eg elastics which extended
into the region of the waistcap/wai stband and, in
unrestrai ned condition, contracted the whol e absor bent
article, and in fact its inclusion in claiml as
granted was in breach of Article 123(2) EPC

In the Board' s view these objections, which were raised
for the first time in the present appeal proceedings,
are in fact seeking a nodification of the ratio
decidendi in respect of novelty of earlier decision

T 324/ 98 (see point 2.2 above). As a matter of fact,
the elastic contractibility in question is the elastic
contractibility of the outward portion of the waistcap
and of the distal edge of the inward portion, as
clearly follows fromthe wording of claim1l and as
underlined in point 3.2 of T 324/98. Thus, claim1l of
the patent in suit refers to the elastic
contractibility of portions of the waistcap/wai stband
whi ch substantially extend only in one direction,
nanmely the lateral direction of the absorbent article.
It is therefore clear that in comng to its judgnment in
T 324/ 98, the Board considered the elastic
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contractibility in the lateral direction of the

absorbent article.

This is by no neans in contradiction with the

enbodi nents of an absorbent article in accordance with
the patent in suit, as the leg elastic such as 74
extend in the longitudinal direction of the absorbent
article and cannot provide elastic contractibility of
t he above-nentioned portions of the waistcap/waistband
in the lateral direction.

Accordingly, the appellant's objections under

Article 84 EPC and 123(2) EPC raised for the first time
in the present appeal proceedings are in conflict with
the ratio decidendi of earlier decision T 324/98 and
nmust be di sm ssed.

I nventive step (Article 56 EPQ)

The technical problemunderlying the patent in suit is
to provide an absorbent article with | eg and wai st
cuffs, which can be manufactured in a sinplified way
but which retains good contai nment characteristics (see

colum 1, lines 42 to 51).

In the decision under appeal D1 was considered to
represent the closest prior art. Since Dl relates to an
absorbent article having close structural simlarities
with the absorbent article of the patent in suit, the

Board shares this view

D1 undi sputedly discl oses an absorbent article
according to the preanble of claim1l of the patent in
suit. According to D1, the barrier cuff 262, which
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corresponds to the wai stcap/wai stband referred to in
the patent in suit, nust be contractible (colum 14,
lines 3 and 4) and may be manufactured fromelastic
foanms (columm 14, lines 8 to 12). The barrier cuff may
be formed by a single separate strip of material
(colum 17, lines 43 to 45). Furthernore, D1 discloses
that the barrier cuff 262 may have a spaci ng neans
associated with it (colum 7, lines 30 to 38), and that
t he spacing neans may be in the formof a spacing

el astic nmenber 77 disposed in the barrier cuff, which
may consist e.g. of elastonmeric foam (col unm 20,

line 31, colum 19, line 43 and colum 18, line 55 to
colum 19, line 2).
3.4 The absorbent article according to claim1l of the

patent in suit effectively solves the above-nenti oned
technical problem since in contrast to DI a single

el ement is necessary for providing an elastically
contracti bl e wai st cap/ wai st band, which distal edge can
be effectively rai sed above the |iquid-receiving
surface of the absorbent article so that a channel is
formed to restrain, contain and hold body exudates
within the absorbent article (see colum 1, | ast

par agraph, of the patent in suit).

3.5 In accordance with the disclosure of DL (colum 7,
lines 30 to 32), it is preferred to have no spacing
el astic nmenber 77 in the wai stcap/wai stband (barrier
cuff 262). However, if a spacing elastic nenber is
provided, then it is in the formof a spacing elastic
menber 77 (colum 7, lines 37, 38). In fact, whenever
Dl requires elastication (as in the side barrier cuffs
62 or in the gasketing cuffs 56, see Figure 1) it
nmerely inserts an elastic nmenber (60, 77). There is no

2144. D



3.6

2144. D

- 11 - T 0203/ 03

hint in DL that elastication mght be provided by the
material itself constituting the cuffs. Although D1
refers to elastic foamas one suitable material for the
barrier cuffs (colum 14, lines 11, 12), there is no
suggestion that the elastic properties of the foam nmay
be useful for providing the desired elastication of the
barrier cuffs. In fact, elastic foamis nerely one
anmongst a plurality of non necessarily elastic
materials (colum 14, lines 9 to 12), however having

t he necessary properties allow ng barrier cuffs

(colum 13, line 54 to colum 14, line 1) to be
conpliant and readily conformto the general shape and
contour of the body.

As regards docunents D2 and D3, they do not disclose a
wai st cap/ wai stband with a distal end spaced fromthe
topsheet as agreed by the appellant. D2 discloses the
provi sion of an elastoneric strip (40) attached to the
wai st band section (14) of a disposable garnent (see
claim1l). D3 discloses the provision of an elastically
expansi bl e wai stband (18) between the topsheet (12) and
t he backsheet (16; see claiml and Figure 1). D2 and D3
in fact generally teach el astication of portions of
absorbent article by neans of additional elastic

inserts, anal ogously to D1.

The ot her docunents cited during the opposition
proceedi ngs do not give any indication towards the
proposed solution to the above-nentioned techni cal

pr obl em

Hence, since it cannot be derived in an obvi ous nanner

fromthe available prior art, the subject-matter of
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claim1, and of clains 2 to 8 dependent therefrom

i nvol ves an inventive step (Article 56 EPC).

O der

For these reasons it is decided that:

The appeal is dism ssed

The Registrar: The Chai r man:

M Patin G Pricolo
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