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Summary of Facts and Subm ssi ons

2155.D

Eur opean patent application No. 96 117 537.9 was
refused in a decision of the exam ning division dated
10 Septenmber 2002 on the ground that the subject matter
of claimse 1 to 7 filed with the letter dated 6 March
2002 did not involve an inventive step having regard to
the prior art documents

Dl1: C. R Hodges et al., "Design of Mxed Signal MCM Ds
using Silicon Circuit Boards", Proceedings of the
| EEE Multi-Chip Mbdul e Conference, Santa Cruz,

31 January to 2 February 1995, pages 130 to 135;

D2: US- A-5 402 318; and

D3: US-A-5 034 801.

The appel I ant (applicant) | odged an appeal together
with a statenment of the grounds of appeal on 8 Novenber
2002, paying the appeal fee the sane day.

The appel | ant requests that the decision under appeal
be set aside and a patent be granted on the basis of
the foll ow ng docunents:

Clainrs 1 to 4 filed 8 Novenber 2002 with the statenent
of the grounds of appeal;

Descri ption
pages 1, 4, 4a as filed with the letter dated
6 March 2002,
pages 2, 3, and 5 to 19 as originally fil ed;
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Drawi ngs sheets 1/7 to 7/7 as originally filed.

As an auxiliary neasure, oral proceedings are requested.

Claim 1 under consideration reads as follows (enphasis

added by the Board to indicate the features added with

respect to claim1 which fornmed the basis for the

deci si on under appeal):

"1.

An integrated circuit package (10) for housing an
integrated circuit chip (22) and providing

el ectrical connectivity of data signals and

vol tage signals between the integrated circuit
chip (22) housed therein and an el ectronic
conponent, the package (10) conpri sing:

a carrier substrate (14) having a first surface
(16) including a die attach region (18) and a
signal |ayer region (20);

an integrated circuit chip (22) affixed to the die
attach region (18), the integrated circuit chip
(22) including a plurality of bonding pads (24);

at | east three conductive layers (28, 30, 32, 36)
on the signal |ayer region (18) of the substrate
(14) for conducting electrical signals, the
conductive layers conprising at least a first

vol tage | ayer (28) adjacent to the substrate (14)
for providing a first reference voltage signal to
the integrated circuit chip (22), a second voltage
| ayer (30) for providing a second reference

voltage signal to the integrated circuit chip (22),
and a single signal layer (32), the first voltage
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| ayer (28) conprising a reference ground | ayer

adj acent to the substrate for providing a ground
signal to the integrated circuit chip (22) and the
second vol tage | ayer conprising a reference

vol tage | ayer closely coupled to the reference
ground | ayer thereby providing a predeterm ned

| evel of decoupling capacitance therebetween;

a plurality of bond wires (44) having a
predeterm ned | ength, each bond wire (44)
electrically connecting a single bonding pad (24)
of the integrated circuit chip (22) to a single
bondi ng pad (42) of the signal |ayer (32) each
bond wire (44) being disposed parallel one to each
other to route all of the data signals on the
single signal layer (32) to mnimze the |ength of
the bond wires, the bond wire (44) inductance
being in a range fromabout less than 1 nH to
about greater than 0.25 nH

at least first and second dielectric layers (38,
40), the at least first dielectric |ayer (38)
bei ng di sposed between the first and second

vol tage | ayers (28, 30) and conprising filled

pol ytetrafl uoroet hyl ene having a dielectric
constant in a range from8 to 25, and the at |east
second dielectric |ayer (40) being disposed

bet ween the second voltage | ayer (30) and the
signal layer (32), and conprising at least in part
cyanat e ester inpregnated expanded

pol ytetrafl uoroet hyl ene having a dielectric
constant in a range from2.5 to 3.2; and
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a plurality of electrical connections (46, 48) for
i nterconnecting the chip bondi ng pads (24, 42)
with the el ectronic conponent by way of at | east
one of the conductive layers (28, 30, 32) for
conducting electrical signals therebetween."”

In the decision under appeal, the exam ning division
hel d that the subject matter of claiml1l did not involve
an inventive step having regard to docunents D1 and D2.
The added feature of claim2 specifying that the second
dielectric layer conprises cyanate ester inpregnated
expanded pol ytetrafl uoroethyl ene (PTFE) was consi dered
obvi ous having regard to docunent D3.

The appel l ant (applicant) presented essentially the
foll owi ng argunments in support of his request:

(a) None of the cited docunents disclose or suggest
PTFE having a high dielectric constant, as in the
claimed device for the first dielectric |ayer.

(b) The rel evance of docunent D3 is contested, since
it relates to a different type of device than that
defined in claim1.

Reasons for the Deci sion

2155.D

The appeal conplies with Articles 106 to 108 and
Rule 64 EPC and is therefore adm ssible.

Claim1 corresponds to a conbi nati on of independent
claim?2 as filed and the features disclosed on page 11
line 35 to page 12, line 11 and page 12, lines 13 to 16



2155.D

- 5 - T 0140/ 03

of the application as filed. Therefore, claim1 as
amended neets the requirenents of Article 123(2) EPC.

Wth respect to claim1l which was considered not to
nmeet the requirenent of inventive step in the decision
under appeal, the subject matter of claim1l presently
under consideration further specifies

(A) that the first dielectric |ayer conprises filled
pol yt etrafl uoroet hyl ene (PTFE) having a dielectric
constant in a range from8 to 25; and

(B) that the second dielectric |ayer conprises at
| east in part cyanate ester inpregnated expanded
PTFE having a dielectric constant in a range from
2.51to 3.2.

Feature (A) was not previously clained, whereas feature
(B) was discussed in the decision under appeal in
connection with claim2 (cf. itemV above).

In the present case, the appellant no | onger seeks
grant of a patent including the subject matter as
rejected by the exam ning division, but has filed an
anmended text for claim1l. Furthernore, the appellant
has entirely based the argunents in favour of inventive
step on the new features (A) and (B) and has not
contested the reasoning given in the decision under
appeal with regard to the rejected claiml.

Feature (A) was not previously clained and appears to
play a crucial role in the assessnent of inventive step,
since, as the appellant pointed out in the statenent of

t he grounds of appeal, it does not appear that any of
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the cited prior art docunents disclose this feature (cf.
itemVl(a) above). The question therefore arises

whet her or not the feature (A) was taken into account

by the search division when the European Search Report

was drawn up.

Al t hough the above features (A) and (B) have a basis in
the application as filed (cf. item 2 above), the
anmendnents proposed in claim1l nevertheless require
substantial further exam nation in particular in

relation to the requirenent of inventive step.

Under these circunstances, it is appropriate that the
case should be remtted to the examning division in
accordance with Article 111(1) EPC (cf. T 63/86, QJ EPO
1988, 224).

The Board also refers to decision T 1032/92, where it
was stated that the filing of a new request for the
first tinme in the statenment of the grounds of appeal,
as in the present case, inevitably | eads to undesirable
procedural del ay.
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the departnment of the first
instance for further exam nation of the application on
the basis of the appellant's request as set out in the
statement of the grounds of appeal.

The Regi strar: The Chai r man:

A. Wl i nski R K. Shukl a
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