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Summary of Facts and Subm ssi ons

0215.D

The appellant (proprietor of the patent) | odged an
appeal, received on 20 January 2003, against the
interlocutory decision of the opposition division,

di spat ched on 18 Novenber 2002, on the anmended formin
whi ch the European patent No. 0 536 692 (application
No. 92117031.2) could be maintained. The fee for the
appeal was paid on 20 January 2003. The st atenent
setting out the grounds of appeal was received on

27 March 2003.

An opposition had been filed against the patent as a
whol e on the basis of Articles 100(a) and (b) EPC, the
obj ection under Article 100(a) EPC being substanti ated
by the grounds that the subject-matter of the patent
was not patentable within the terns of Articles 52(1),
54 and 56 EPC.

The opposition division held that the proprietor's main
request including the clains of the patent as granted
was not allowable since CCaim1 did not neet the
requirenents of Articles 100(a) and 54 EPC in view of
docunent E5 (EP-A-0 428 102) when considering the
experinmental data filed by the opponent with the letter
of 9 August 2002 acconpanied by a statenment of M Fum o
Sum no of Canon Kabushi ki. The division was furthernore
of the opinion that the clainms according to the first

auxiliary request were allowabl e.

Wth the letter setting out the grounds of appeal the
appellant filed a declaration by M Kenichi Ohkura, a
passage of page 266 fromthe book "El ucidation and
Appl i ed Technol ogy of Di spersion and Aggregation”
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edited by Fum o Kitahara (document E9) and a parti al
transl ati on of Japanese Patent No. 3102904 (docunent
E10) in order to rebut the experinental data filed by
t he opponent in the opposition procedure.

In a letter filed 10 Oct ober 2003 the respondent
(opponent) inter alia explained why in his opinion the
declaration of M GChkura did not cast doubts on the
experinmental results of M Sum no.

In response to a conmuni cation of the board annexed to
the summons to oral proceedi ngs, dated 10 Septenber
2004, the respondent filed a letter dated 15 Novenber
2004 including a further declaration by M Sum no, and
the appellant a reply dated 19 Novenber 2004 i ncl udi ng
a set of nine auxiliary requests. In a further letter
recei ved on 1 Decenber 2004 the respondent raised an
obj ection under Article 100(b) EPC agai nst the
characterisation of the oxytitanium phthal ocyani ne
material by the peaks in its X-ray spectrumin the
clainms of auxiliary requests | to VI.

Oral proceedings were held on 22 Decenber 2004.

At the oral proceedings the appellant requested that
t he deci sion under appeal be set aside and that the
pat ent be maintained as granted or, alternatively, on
the basis of any of auxiliary requests | to I X, filed
with the letter of 19 Novenber 2004.

The respondent requested that the appeal be dism ssed.

The wording of daim1l according to the main request
reads as foll ows:
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"Use of a photoconductor for electrophotography in an
el ectr ophot ogr aphi ¢ appar atus whi ch enpl oys cont act
chargi ng, said photoconductor conpri sing:

- a conductive substrate;

- a charge generating |ayer formed on said conductive
substrate and containing the particles of an organic

pi gment as a charge generating agent and a binder; and
- a charge transporting |layer formed on said charge
generating | ayer;

wherein the | argest value of the major axes of said
particles is not nore than 1000 nm the smallest val ue
of the mnor axes of said particles is not |less than 10
nmand the ratio of the |argest value of the major axes
to the smallest value of the m nor axes is not nore
than 3."

The wording of Caim1l according to auxiliary request |
is as that of daim1l according to the main request
with the follow ng additional feature at the end of the
claim

"...wherein said charge generating agent in the
phot oconductor is selected froma netal-free
pht hal ocyani ne of an a-type and a b-type; a copper
pht hal ocyani ne of an a-type; a b-type and an e type;
chl or oal um ni um pht hal ocyani ne; vanadyl phthal ocyani ne;
oxytitani um pht hal ocyani ne having strong diffraction
peaks at the Bragg angles (2qgx0.2°) of 9.2°, 13.1°,
20.7°, 26.2° and 27.1° in the X-ray diffraction
spectrum a pol ycyclic quinone; a quinacridone pignment;
a perylene pignment; and a perynone pignment".
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Claim1 according to auxiliary requests Il to VI
defines the use of a photoconductor as in Caim1l
according to the main request with inter alia an
additional reference to oxytitanium phthal ocyani ne
having strong diffraction peaks at the Bragg angl es
(2g£0.2°) of 9.2°, 13.1°, 20.7°, 26.2° and 27.1° in the
X-ray diffraction spectrumas a charge generating

agent .

The wording of daim1l according to auxiliary request
VIl is as that of daim1l according to the main request
with the follow ng additional feature at the end of the
claim

"...wherein said charge generating agent in the
phot oconductor is selected froma netal-free
pht hal ocyani ne of an a-type and a b-type, a copper
pht hal ocyani ne of an a-type, a b-type and an e type,
chl or oal um ni um pht hal ocyani ne, vanadyl phthal ocyani ne,
a polycyclic quinone, a quinacridone pignment, a
peryl ene pi gnent and a perynone pignent".

The wording of aim1l according to auxiliary request
VIIl is as that of Claim1 according to the main
request with the follow ng additional feature at the
end of the claim

"...wherein said charge generating agent in the
phot oconductor is selected froma netal-free
pht hal ocyani ne of an a-type and a b-type, a copper
pht hal ocyani ne of an a-type, a b-type and an e type,
chl or oal um ni um pht hal ocyani ne, vanadyl phthal ocyani ne,
and a pol ycyclic quinone".
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Claim 1 according to auxiliary request |X reads as
Claim 1 according to the main request with the
followi ng additional feature at the end of the claim

"...wherein said charge generating agent in the
phot oconductor is selected froma copper phthal ocyani ne
of an e type, chloroal um ni um phthal ocyani ne, and 4, 10-
di br omant hant hr one".

The argunents of the appellant may be summari sed as
fol | ows.

The opposition division had rejected Claim1l of the
mai n request under Article 54 EPC in view of docunent
E5 when considering the experinmental data of M Sum no
filed by the opponent. Docunent E5 discloses a

phot osensi ti ve nmenber for el ectrophotography having a
| am nate structure as the photosensitive nmenber used in
Claim 1. The charge generating substance contains
oxytitani um pht hal ocyani ne pignment. On page 5, |ines 36
to 38 docunent E5 discloses that "the photosensitive
menber may be uniformy charged ordinarily by corona
di scharge or by direct charging...". However, in the
Exanpl es specific oxytitani um phthal ocyani ne particles
are prepared which are always used in an apparatus
enpl oyi ng corona discharging. In fact, the docunent
does not disclose that the specific pignents of the
exanpl e are used in an apparatus enploying direct or
contact charging. Furthernore E5 is silent about the
specific geonetry of the particles as defined in
Claim 1 whence the subject-matter of this claimis not
anticipated by this docunent. The subject-matter of
Claim1 also involves an inventive step over docunent

E5, which is considered as the closest prior art, since
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there is no suggestion in E5 that if using a contact
chargi ng systemthe geonetry of the particles is
critical as is discussed in page 2, lines 55 to 57 of

t he patent specification. None of the other docunents
filed by the opponent deals with the problens to be

sol ved when using a photoconductor containing particles
of an organic pignment as the charge generating agent in
t he charge generating layer in an el ectrographic

appar atus enpl oyi ng contact charging. Therefore these
docunents do not contribute to the solution defined in
Claim1l1 for the problem di scussed above.

In its decision the opposition division noted that E5
is silent about the geonetry of the oxytitanium

pht hal ocyani ne crystals. It accepted experinental data
provi ded by the opponent according to which oxytitani um
pht hal ocyani ne pi gnent prepared by M Sum no as
described in Synthesis Exanple 2 and used in Exanple 5
of E5 would have the particle geonetry as required in
Caim1l, inmplying that this was an inherent disclosure.
However, in repeating Synthesis Exanple 2 of docunent
ES M Ohkura found that the X-Ray diffraction pattern
of the crystals thus obtained is totally different from
the X-ray diffraction pattern referred to in the
preparation process on page 6, lines 17 to 19 of
docunent E5 and shown in its Figure 1, which shows that
the results are not unanbi guously reproduci bl e.
Furthernore, in Exanple 5 of docunent E5 the mlling
tenperature is not disclosed. In this respect reference
is made to Preparation Exanples 5 and 6 of the patent
specification which illustrate that tenperature and
time used for the mlling step significantly influence
the geonetry of oxytitani um pht hal ocyani ne particles.
The influence of tenperature is addressed in docunent
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E9 and in particular in E10, which discloses that "the
di spersion tenperature alters the wei ght-average
particle diameter of particles in the coating liquid in
whi ch oxytitani um pht hal ocyani ne is di spersed”.
Therefore the experinental data filed by the opponent
shoul d not be consi dered because it was not
denonstrat ed beyond any doubt that docunent E5

i nherently discloses the particle geonetry as defined
in CQaiml. Reference is made to Decision T 1003/96
according to which the patentee should be given the
benefit of the doubt in case of uncertainty about a
prior art disclosure.

As to the auxiliary requests, these have been filed in
response to the observations filed by the respondent
and the further declaration of M Sum no of Novenber
2004. In the independent clainms of these requests the
used pignment particles are further restricted. In
Claim1l1l of auxiliary request | the charge generating
agent is further specified based on the disclosure on
page 8, lines 14 to 18 of the application docunents,
corresponding to page 4, lines 12 to 16 of the patent
specification and on Preparation Exanples 5 and 6
referring to oxytitani um phthal ocyani ne having strong
diffraction peaks at the Bragg angles (2g+0.2°) of 9.2°,
13.1°, 20.7°, 26.2° and 27.1°. Since doubts have been
expressed by the respondent as to whether the
description of the patent sufficiently discloses howto
obt ai n oxytitani um pht hal ocyani ne having the required
X-ray diffraction pattern as used in the Preparation
Exanpl es of the contested patent or whether it was a
commercial product at the date of the patent, the

pat ent proprietor nakes reference to the docunent

EP- A-0 180 930, published in 1986, which shows in
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Figure 1 an X-ray diffraction spectrumof this materi al
with the Bragg angles of the material used in the
Preparati on Exanples. Since the X-ray diffraction
spectrumof this material differs fromthe spectrum of
t he oxytitani um pht hal ocyani ne shown in Figure 1 of
docunent E5, this material has a different crystal
structure and the material used in Claim1l of this
request is not anticipated by the teachi ng of Docunent
E5. In the further auxiliary requests the material to
be used is further restricted, whereinin Caim1l of
auxiliary requests VII, VIIl and | X the charge
generating agent may not be an oxytitani um

pht hal ocyani ne pignent, i.e. the reference to this
material as disclosed in Preparati on Exanple 6 has been
deleted fromthe list of charge generating agents.

The argunents of the respondent nay be sunmarised as
fol | ows.

The opposition division was correct in finding that
Claim 1 of the opposed patent |acked novelty over
docunent E5. This docunent is directed to an

el ectrophot ographi ¢ photosensitive nenber for use in
el ectr ophot ographi ¢ apparatus whi ch includes an

el ectrophot ographi ¢ support, a charge generation | ayer
and a charge transport |ayer and in which the charge
generation |layer conprises oxytitani um phthal ocyani ne.
At page 5, lines 36 to 38 it is stated that the

phot osensi ti ve nmenber can be charged by corona

di scharge or by direct (contact) charging. Furthernore
in this docunent contact charging is defined in
Clainms 11, 16, 21 and 26. In accordance with
establ i shed Case Law, see Decision T 0332/87, the

di scl osure of a docunent has to be considered as a



0215.D

.9 .- T 0131/03

whol e and not only on the basis of the exanples thereof
and, when exam ning novelty, different passages of one
docunent may be conbi ned provided that there are no
reasons preventing such a conbinati on.

Al t hough docunent E5 does not expressly disclose the
geonetry of the particles, it gives detailed
instructions in Synthesis Exanple 2 and in Exanple 1
(this conbi nati on of exanples corresponding to

Exanple 5) to prepare a coating liquid for the

phot osensiti ve nmenber. The pht hal ocyani ne pignent and a
coating solution containing it were prepared in
accordance with these Exanples by M Sum no and the
results in formof electron mcrographs were presented
in the opposition proceedings with the first statenent
of M Sumino fromwhich it can be seen that the pignent
particles have maj or axes of not nore than 1000 nm

m nor axes of not less than 10 nmand a ratio of mgjor
to mnor axis of not nore than three. Wth respect to

t he declaration of M OChkura, his observation
concerning the X-ray diffraction pattern of the pignent
he obtained is not relevant to the issue of

antici pation of the opposed patent by E5 in the |ight
of M Sum no's experinent because the clains of the
patent are not restricted to any diffraction pattern.
Furthernore according to M Onhkura's declaration the
pignent was mlled with glass beads for 20 mnutes in
the crystallisation step whereas in E5 the pignent is
mlled for 20 hours. Wth respect to the mlling
tenperature, docunent E5 states that in the Synthesis
Exanple 2 the mlling was performed at room tenperature
(22°C) (see page 6, line 13), and it should be noted
that the major part of the mlling (20 hours) is
conducted during this synthesis step. Furthernore, the
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inventor of E5 had confirned that the mlling operation
in Exanple 1 of E5 was al so conducted at room
tenperature, which is the only sensible interpretation
of E5 in the absence therein of any reference to
heating or cooling during mlling. Finally reference is
made to the second declaration by M Sum no. According
to this declaration, three coating solutions were
prepared whi ch had been di spersed at different
tenperatures, nanely 12°C, 24°C, and 30°C.

Phot om crographs taken fromthe particles illustrate
that there is hardly any difference in the shape of the
particles obtained at dispersion tenperatures between
12°C and 30°C. All the particles have sizes and
geonetries well within the ranges specified in aiml
of the patent in suit. Docunent E10 is not rel evant
since the variation in particle dianmeter reported in
this docunment is due to changes in the degree of
cohesi on between primary particles that make up the
secondary particles, and does not reflect any
difference in the size of the primary particles

t hensel ves.

Wth respect to auxiliary requests | to VI there arises
an objection under Article 100(b) EPC and Article 83
EPC since in Caim1l of these requests the charge
generating agent is characterised by the peaks in the
X-ray spectrum using the description of preparation
Exanple 5 on page 5, lines 36 to 37 of the patent
specification as the basis for the anendnment. A
specific formof oxytitanium phthal ocyanine is
presented as the starting material and there is no

di scl osure how this particular formis made.

Furt hernore, oxytitani um phthal ocyani ne having the
required X-ray pattern was not as far as the respondent
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is aware a commerci al product at the date of the
patent, or even now. Docunent EP-A-0 180 930 referred
to by the appell ant does not provide the necessary
information since the X-ray spectrumin Figure 1 of

t hat docunment shows peaks that are stronger than the
lines of the spectrumin the auxiliary requests whence
it nmust be concluded that these spectra do not show the
same material at all. Therefore the skilled person
woul d not have sufficient information fromthe patent
specification to forma photoconductor as defined in
the clains of auxiliary requests | to V.

Reasons for the Decision

2.2

0215.D

The appeal is adm ssible.

Mai n Request

Docunent E5 discl oses, see for instance Claim17, the
use of a photoconductor for electrophotography in an

el ectrophot ogr aphi ¢ apparatus, wherein the

phot oconduct or conprises a conductive substrate, a
charge generating |ayer and a charge transporting | ayer
formed on the charge generating | ayer. The charge
generating | ayer conprises pignment particles of

oxyti tani um pht hal ocyani ne (which is an organic pignment)
and a binder (see Exanple 5, where the photosensitive
menber has been prepared as in Exanple 1). These facts
are undi sput ed anongst the parti es.

According to the appellant, docunent E5 does not
di scl ose that the specific pignments of the exanples are
used in an apparatus enploying direct charging. The
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respondent has pointed to the passage on page 5,

lines 36 to 38, and to Cains 11, 16, 21 and 26 which
specify that the charging neans is a "direct charging
means” (this being synonynous to "contact charging"),
whence this feature was al so anticipated by docunent E5.

The board observes that in all independent clains of
docunent E5 (Clainms 1, 7, 12, 17 and 22) the charge
generating |l ayer conprises oxytitani um phthal ocyani ne
and that the dependent Clains 11, 16, 21 and 26
referred to by the respondent are directly appended to
i ndependent Cains 7, 12, 17 and 22. Therefore in the
opi nion of the board docunent E5 al so anticipates the
use of this pignent in the charge generating |ayer of a
phot oconduct or i n an apparatus enpl oyi ng cont act
char gi ng.

2.3 The second issue of dispute anongst the parties rel ates
to the geonetry of the pignent particles, which is
defined in the Claim1l in terns of the |argest and
smal | est val ues of the major and m nor axes of the
particles, respectively, and of their ratio. Such
paraneters are clearly unusual in the context of the
characterization of organic pignments in the charge
generating agents of photoconductors for
el ectrophot ography, and in none of the prior art
docunents on the file are there such paraneters used
for describing the disclosed particles. In the decision
under appeal the opposition division had accepted the
experinmental data provided by the opponent and the
first declaration by M Sum no, according to which
oxytitani um pht hal ocyani ne pigment particles prepared
as in the Exanples of docunent E5 had the geonetry
defined in Caim1l1l of the patent in suit. Wth the

0215.D
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| etter containing the grounds of appeal the appell ant

i ncluded a declaration by M GChkura who, in repeating

t he Synthesis Exanple 2 of docunent E5, found that the
X-ray spectrumof the resulting particles was different
fromthe spectrumshown in Figure 1 of this docunent.
Furthernore the appell ant observed that the tenperature
of the second mlling step was not disclosed in E5

whi ch was an inportant paraneter because it greatly

i nfluenced the size of particles, as is clear from
docunents E9 and E10. The appel |l ant concluded that the
results of docunment E5 were not unanbi guously
reproduci bl e and uncertain, whence the patentee should
be given the benefit of the doubt, in accordance with
Decision T 1003/96. Against the data of M COhkura the
respondent objected that the experinmental conditions of
this synthesis experinment were different fromthose

di sclosed in E5 and that even a possible difference in
X-ray spectra data did not necessarily reveal a
difference in the particle geonetry, which was the only
rel evant paraneter in Claiml. Furthernore the
respondent filed a second declaration by M Sum no to
illustrate that a variation of the tenperature between
12°C and 30°C for the second mlling step did not
substantially influence particle size.

The question is whether in repeating the synthesis of

t he oxytitani um pht hal ocyani ne in Synthesis Exanple 2
of document E5 and that of the photosensitive nenber in
Exanple 5 of this docunent the particles thereby
obt ai ned automatically fall within the paraneter range
defined in Caim1, and therefore whether this subject-
matter is inherently disclosed in the prior art
docunent. In a case in which clainmed subject-mtter was
defined in ternms of unusual paraneters the present
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board in a different conposition has explained in
Decision T 0186/99 that, although in inter-partes
proceedi ngs the burden of proof rests primarily upon

t he opponent, it is incunbent upon the patent
proprietor to contribute in establishing to which
extent such paraneters actually distinguish the clained
subject-matter fromthe prior art (see point 3 of the
Reasons) .

In the present case the patent proprietor filed as a
reaction to the data provided by M Sum no and accepted
by the opposition division a declaration with data
obtained by M Ohkura. To the subsequent observations
made by the respondent that the experinental conditions
foll owed by M OChkura were different fromthose in E5
(mlling time 20 m nutes versus 20 hours) and that a
difference in X-ray spectrumdid not allow a concl usion
with respect to the relevant paraneter of particle size,
t he appel lant did not provide any counterargunent in
the witten procedure. At the oral proceedings the
appel l ant then surm sed that the figure relating to a
mlling time of only 20 mnutes in the declaration of
M Ohkura nmerely resulted froma clerical error. No
satisfactory response was provided either to the
board's question as to why M OChkura had not carried
out a neasurenent of particle size or shape as actually
referred to in claiml, which is presumably a much

si npl er neasurenent than the determ nation of a Bragg
X-ray spectrum On the other hand, as was noted in
point 2.3 of the Communication by the board (see
Section V supra) the appellant had not questioned the
val ues provided by M Sum no as such but rather raised
doubts about the tenperature at which he perforned the
second mlling step. In reply to this, the respondent
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filed a second declaration by M Sum no providing
suppl ement al experinmental data to show that the
tenperature of the second mlling step could be varied
and particle sizes and shapes still be obtained within
t he cl ai ned range.

The position of the appellant that the teaching of
docunent E5 woul d not unanbi guously | ead to the clained
subject-matter essentially relies on the experinental
data by M Ohkura. However, the appellant did not

convi ncingly rebut the observation by the respondent
(also referred to by the board in point 1.2.3 of its
conmuni cation) that the mlling tines were
substantially different. Also no data directed to the
rel evant paranmeters as actually clained (i.e. the
geonetry of the particles) were provided by M Onhkura.

Therefore the situation is not conparable with that in
Decision T 1003/96 in which a question of
interpretation of a prior art docunment could not be
resol ved, whence the patentee was given the benefit of
the doubt. In the present case the data both in the
first and the second declaration by M Sum no as

provi ded by the respondent in the board' s view
establish a strong presunption that the clainmed
geonetry of the pignent particles is inherently

di scl osed in docunent E5. In the face of such strong
presunption, the appellant - who incidentally had
freely chosen to define the invention by way of unusual
paranmeters - could not sinply claimthe benefit of the
doubt: the burden of proving that the product obtained
fromthe teaching of docunment E5 did not exhibit the
cl ai med paraneters had actually switched to his side

and it was his duty to provide convincing evidence in
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support of his allegation, which he did not for the
reasons set out in points 2.4 and 2.5 above.

Therefore the board sees no reason to question the
concl usi on of the opposition division that the subject-
matter of Claiml of the appellant's nmain request in
the board's viewis not novel (Article 52(1) and 54
EPC) .

Adm ssibility of the auxiliary requests

The auxiliary requests | to I X were filed on

19 Novenber 2004, i.e. just one nonth before the oral
proceedi ngs. According to the letter of the respondent
of 1 Decenber 2004 he received these requests only on
30 Novenber 2004. In the oral proceedings the appellant
defended the late filing of these requests as a
reaction by the patent proprietor to the new objections
by the opponent.

The board however observes that the new experinental
data by M Sumino filed by the respondent with the
letter of 15 Novenber 2004 are no nore than a further
substantiation of the argunments already out forward in
point 10 of its letter of 10 Cctober 2003, which thus
had been on file for nore than one year.

In addition the respondent in respect of auxiliary
requests | to VI expressed serious doubts as to the
avai lability of the oxytitani um phthal ocyani ne materi al
having the required X-ray spectrum At the oral
proceedi ngs the appellant nmade reference to the prior
art docunent EP-A-0 180 930 which should illustrate
that the material with the clainmed X-ray spectrum had
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been avail abl e. However, consideration of the spectrum
in Figure 1 as discussed on page 18, lines 10 to 13 of
t hat document shows that the material disclosed there
produces further diffraction peaks at angles 10.6°,
15.1°, 15.7°, 16.1° and 23.3° and that some of the
lines (e.g. at 15.1°) are even stronger than the |ines
defined in Caim1l of these requests. Therefore it
appears that at |east the docunent referred to by the
appel I ant cannot convincingly establish that the
claimed material had been available at the priority
date of the patent in suit.

Wth respect to auxiliary requests VII to | X the board
observes that in independent Claim1 of each of them
charge generating agent material is defined which has
been taken fromthe description and which has
presumably not been searched. It cannot however be
excluded that a search mi ght have reveal ed such
material which - like the oxytitani um phthal ocyani ne
mat eri al of docunent E5 - inherently exhibits the

cl ai mred paraneters.

Thus the appellant's auxiliary requests are clearly not
prima facie allowable, but they raise new issues which
have not been considered so far in the opposition or
appeal procedure. Admtting these requests into the
procedure woul d have obliged the board to remt the
case to the opposition division so as to avoid the |oss
of an instance by the | oosing party.

Accordingly, the board has decided not to admt the
appellant's late filed auxiliary requests into the
procedure.



Or der

For these reasons it

The appeal is dism ssed.

The Registrar:

P. Martorana

0215.D

I s decided that:

The Chai r nan:

A. Kl ein

T 0131/03



