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Summary of Facts and Subm ssi ons

The appellant (applicant) filed an appeal against the
deci sion of the examning division to reject the
application for lack of novelty on the basis of the
docunent s:

D3: EP-A-0 388 112, or:

Dl: US-A-5 540 236

. The follow ng docunment, cited in the description of the
application, is further relevant for the decision:

Dcl: US-A-5 397 302.

The appellant filed with letter of 5 April 2004 the
further docunent:

Dc2: US-A-5 599 299,

whi ch however does not belong to the state of the art
for the application in suit, having been published
after the priority date of the application in suit.

(N The board found it suitable to summon for oral
proceedi ngs, which were held on 4 May 2004.

| V. At the end of the oral proceedings the appell ant
requested that the decision under appeal be set aside
and that a patent be granted on the basis of the
clainms 1 to 10 of the main request as filed during the
oral proceedings. Auxiliarily he requested that the
deci si on under appeal be set aside and the case be
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remtted to the exam ning division for further

prosecuti on.

Claim1 of this request reads as foll ows:

"A rapid exchange catheter for use in a biliary
procedure endoscope (150), the catheter including:

a shaft (38) having a proximal end (40) and a distal
end (46),

a guide wire lunmen (60) carried by the shaft (38)
extendi ng | ongitudinally between the proximal end (40)
and the distal end (46) of the shaft (38);

a channel (42) for accessing the guide wire |lunmen (60)
froma location exterior to the shaft (38), wherein the
channel (42) extends longitudinally along the shaft
(38) froma first end (54) to a second end (52), the
first end (54) being | ocated between 10 and 40 cm from
the distal end (46) of the shaft (38) and the second
end (52) of the channel (42) being | ocated proximl of
the first end (54);

characterized in that the channel (42) length fromthe
first end (54) to the second end (52) is such that when
the shaft (38) is inserted through an endoscope being
at least 150 cmlong, during a biliary treatnment of a
patient perforned by access via the alinentary canal,

t he channel (42) extends out of the patient, while the
distal end (46) of the shaft (38) extends out of a

di stal openi ng of the endoscope.”

The appel |l ant argued essentially that the |ast
amendnents had been made in order to overcone the
objection of clarity against claim1 and to better
delimt the invention against the disclosure contained
in the docunents D1 and D3. Docunents D1 and D3
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bel onged to a different field than that of the
invention, nanmely that of the angioplasty catheters,
whereas the invention dealt with catheters to be used
in biliary procedures in connection wth an endoscope.
The cl osest state of the art should be therefore rather
represented by the docunent Dcl.

Reasons for the Decision

1

1339.D

The appeal is adm ssible.

Amrendnent s

The new set of clainms is based on the original clains
and on the original description, paragraph bridging
pages 2 and 3; page 10, line 27; page 17, first ful
par agr aph; paragraph bridgi ng pages 17 and 18, and
Figures 7, 7a.

Clarity

After the |ast anmendnments carried out during the oral
proceedi ngs the board has no objections any nore
agai nst the clarity of the clains.

Novel ty

Docunment D1, which was considered novelty destroying in
t he deci si on under appeal, discloses a rapid exchange
catheter (10) for use in angioplasty, the catheter
including a shaft having a proxi mal end and a di st al
end, a guide wire lunen carried by the shaft extending
| ongi tudinally between the proxi mal end and the distal
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end of the shaft; a channel (62) for accessing the
guide wire lunen froma location exterior to the shaft,
wherein the channel extends |ongitudinally along the
shaft froma first end to a second end, the first end
being | ocated between 10 and 40 cmfromthe distal end
of the shaft (columm 7, line 47: 20-30 cm and the
second end of the channel being |ocated proximl of the
first end.

The subject-matter of claim1 differs fromthis state
of the art by the features that the catheter is for use
in a biliary procedure endoscope and that the channel
(42) length fromthe first end (54) to the second end
(52) is such that when the shaft (38) is inserted

t hrough an endoscope being at |east 150 cm | ong, during
a biliary treatnment of a patient perfornmed by access
via the alinentary canal, the channel (42) extends out
of the patient, while the distal end (46) of the shaft
(38) extends out of a distal opening of the endoscope.

Docunment D3, which al so has been considered as novelty-
destroyi ng by the decision under appeal, discloses a
rapi d exchange catheter (10) for use in angioplasty,
the catheter including a shaft having a proxi mal end
and a distal end, a guide wire lunmen (18) carried by

t he shaft extending longitudinally between the proxim
end and the distal end of the shaft; a channel (26) for
accessing the guide wire lunmen froma | ocation exterior
to the shaft, wherein the channel extends
longitudinally along the shaft froma first end to a
second end.

The subject-matter of claim1 differs therefromby the
features that the catheter is for use in a biliary
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procedure endoscope, that the first end of the channel
is |located between 10 and 40 cmfromthe distal end
(46) of the shaft (38), and that the channel (42)
length fromthe first end (54) to the second end (52)
is such that when the shaft (38) is inserted through an
endoscope being at |east 150 cmlong, during a biliary
treatment of a patient performed by access via the
alimentary canal, the channel (42) extends out of the
patient, while the distal end (46) of the shaft (38)
extends out of a distal opening of the endoscope.

The further avail able docunents of the state of the art
are farther away fromthe invention as clained in
claim1l. Docunent Dcl discloses a catheter for use in a
biliary procedure simlar to the invention, but does
not conprise any channel.

Accordingly the subject-matter of claiml1 is novel.

Since the grounds of the decision under appeal do not
apply to the clainms as presently anended, but further
requirenents for the patentability, in particular
inventive step, have not yet been commented upon by the
exam ni ng division, the board exercises its power and
remts the case to the exam ning division for further

prosecuti on.
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the exam ning division for
further prosecution.

The Regi strar: The Chai r man:

V. Conmmar e W D. Wi ld
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