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Summary of Facts and Subm ssi ons
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The appel |l ant (applicant) |odged an appeal against the
decision of the Exam ning Division to refuse the
Eur opean patent application No. 97 917 882.9.

The Exam ning Division held that the subject-matter of
t he i ndependent nmethod claim 1l | acked novelty with
respect to the disclosure of docunent

Dl1: FR-A-1 473 395

In a comuni cation the Board held that the subject-
matter of claiml due to the uncommon expression "tack
tenperature gradient” did not neet the requirenents of
Article 84 EPC taken in conbination with Rules 29(1)
and (3) EPC that any independent claimnmust contain al
the technical features essential to the invention. The
Board further stated that, provided that the m ssing
definitions were to be incorporated into claiml, it
woul d acknowl edge the novelty of claim1l over the

di scl osure of docunent D1.

Wth letter of 25 July 2003 the appell ant requested
that the decision under appeal be set aside and that
the case be remtted to the first instance with the
order to proceed further with the substantive

exam nation of the further requirenents according to
the EPC on the basis of clains 1 to 10 and the
description pages 2 and 2a filed on 25 July 2003 with
the aforenmentioned letter and the description pages 1
and la as filed on 31 COctober 2002 and the pages 3

to 17 as originally filed.
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The i ndependent claim 1l under consideration reads as
foll ows:

"1l. A Process for coating a substrate with a

t her nopl asti c and/ or thernosetting pol ynmer conprising
the steps of heating said substrate, imersing said
heated substrate into a fluidized bed of particles of
said polynmer to coat the substrate with said pol yner,
and renoving the coated substrate fromthe fl uidized
bed, characterized in that

i) during said heating step, said substrate is heated
to a tenperature within the tack tenperature gradient
of said polynmer, which tenperature is sufficient to
tackify said polyner particles so that said pol yner
particles adhere to said heated substrate;

ii) the tenperature in the fluidized bed is maintained
bel ow that at which said polyner particles tackify;
iii) during said imersing step, all surfaces of said
heat ed substrate are covered substantially uniformy
with said polynmer particles; and

iv) said substrate substantially uniformy covered
with said polynmer particles is subsequently heated to
above the tack tenperature gradient to produce a |evel
pol ynmer coating of up to 300 microneters and,
optionally, to cure said polynmer if it is

t her noset ti ng;

provided that, to obtain a | evel polynmer coating of up
to 150 mcroneters, the particle size of said polyner
particles in said fluidized bed is such that at |east
80 wei ght percent are between 10 to 80 m croneters,
wherein

said tack tenperature gradient conprises a tenperature
range whose lower limt is the tack tenperature and
whose upper limt is about 75°C higher, provided it



VI .

2219.D

. 3. T 0044/ 03

remai ns below the nelt tenperature and, wherein the
nmelt tenperature of the polynmer is taken as the end of
mel ting, where the nelting endotherm c peak rejoins the
basel i ne, when neasured by ASTM D3417-83."

The appel | ant argued essentially as foll ows:

The feature "tack tenperature gradient” of item (i)
inplies a tenperature of the substrates bel ow the nelt
tenperature of the pol yner whereas according to the
cited docunent Dl the substrates are heated to a

t enperature of about 245°C, i.e. above the nelting
poi nt of the polymer. Furthernore, the coated substrate
according to docunent D1 is then reheated to a
tenperature in the same range as the preheating
tenperature to "ensure that the surface particles are
joined by fusion, and allows the product to flow in
formng a uniformcoating” (cf. D1, page 2, left

colum, fourth paragraph) which inplies a tenperature
above the nelt tenperature as a prerequisite. The
present invention differs in that two different
tenperatures are enployed, nanely a preheat tenperature
to tackify the polyner particles so that they adhere to
the substrate (item (i) of claim1l) and a second
tenperature to formthe polynmer film(item(iv) of
claim1l1l). The Appellant thus concludes that claim1l is
novel with respect to DI.
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Reasons for the Decision

Oiginal disclosure - Article 123(2) EPC

1. The i ndependent process claim1l of the sole request is
based on the subject-matter of the originally filed
claiml. The additional features "heated to above the
tack tenperature gradient” and "said tack tenperature
gradi ent conprises a tenperature range whose | ower
l[imt is the tack tenperature and whose upper limt is
about 75°C higher, provided it remains below the nelt
tenperature and, wherein the nelt tenperature of the
polyner is taken as the end of nelting, where the
nmel ti ng endot herm c peak rejoins the baseline, when
measured by ASTM D3417-83" of claim1l can be found at
page 6, lines 19 to 21, and page 2, line 35 to page 3,
line 1 and lines 23 to 27, and page 4, lines 20 to 22
and lines 25 to 27 of the originally filed
speci fication.

The dependent clainms 2 to 10 are based on or can be
derived fromthe originally filed clains 3 to 4, 7

and 9; and page 3, lines 7 to 9 and lines 34 to 36;
page 4, lines 25 to 27; page 5, lines 19 to 22; page 7,
lines 7 to 9; and page 8, lines 16 to 17.

Hence the requirenments of Article 123(2) EPC are net
for the clains 1 to 10.

Novel ty

2. Docunent D1 di scl oses a process for coating substrates
with specific thernmoplastic materials, namely
oxynet hyl ene polynmers, by coating the substrates in a

2219.D
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fluidized bed. The substrates are heated to a

t enperature above the nelt tenperature of the polyner
particles which should al so have a specific particle
size, nost preferably in the range of 177 to 74

m croneters (cf. page 1, right hand col um, second and
third paragraph; page 2, left hand colum, third and
fourth paragraph). The clarified feature "tack
tenperature gradient” of item (i) of claiml inplies a
tenperature of the substrates below the nelt
tenperature of the pol yner whereas according to the
cited docunent Dl the substrates are heated to a

t enperature of about 245°C, i.e. above the nelting
poi nt of the polymer (cf. D1, exanples). Furthernore,
the coated substrate according to docunment D1 is then
reheated to a tenperature in the sane range as the
preheating tenperature to "ensure that the surface
particles are joined by fusion, and all ows the product
to flowin formng a uniformcoating"” (cf. D1, page 2,
| eft columm, fourth paragraph) which inplies a
tenperature above the nelt tenperature as a
prerequisite.

The present invention differs therefore in that two
different tenperatures are enpl oyed:

(a) a first preheat tenperature to tackify the pol yner
particles so that they adhere to the substrate
(item (i) of claim1 in conmbination with the
definition of the "tack tenperature gradient");
and

(b) a second tenperature to formthe polynmer film
(item(iv) of claim1l).
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2.1 The Board thus concurs with the appellant that the
process of claim1l is novel with respect to the
di scl osure of docunent D1.

2.2 The sane applies to the subject-matter of the dependent
claims 2 to 10 which define further preferred
enbodi nents of the process according to claiml.

Remttal to the first instance

3. The appel |l ant requested that the case be remitted to
the first instance for further prosecution. The
Exam ning Division evidently only exam ned the
application on regards novelty. Under these
ci rcunst ances the Board considers it appropriate to
exercise its discretion under Article 111(1) EPCto
remt the case to the Exam ning Division for further

prosecuti on.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further

prosecuti on.

The Regi strar: The Chai r man:

D. Spigarelli A. Burkhart
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