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Summary of Facts and Subm ssi ons

2644.D

This appeal is fromthe decision of the Opposition

D vision to revoke European patent No. 0 629 231
relating to additives for oils. The decision was based
on anmended sets of clains according to a main request

in two versions and an auxiliary request.

I n one enbodi mrent of both versions of Caim1 of the
mai n request "a conposition" was clained conprising a
maj or proportion of an oil consisting essentially of
al kyl esters of fatty acids derived fromvegetabl e or
animal oils or both, in adm xture with a m nor
proportion of animal oil cold flow additive which
conprises a polar, organic, nitrogen-containing wax
crystal growth inhibitor; provided that said

conposi tion does not conprise mxtures of polyneric
esters or copolyners of esters of acrylic and/or

met hacrylic acid derived from al cohols possessing 1 to
22 carbon atons.

Claim1l1 of the auxiliary request contained in one
enbodi nent "a net hod of nodifying the wax crystal
growt h properties” of an oil as defined in daim1l of
the main request(s), conprising adm xture with a m nor
proportion of an additive as defined in Claim1l of the
mai n request(s), with the same provi so concerning
(meth)acrylic acid esters and the proviso that the
nodi fied wax crystals are not filtered off.

A notice of opposition had been filed agai nst the
granted patent, wherein the Opponent sought revocation
of the patent on the grounds of Article 100(a) EPC for
| ack of novelty and |l ack of inventive step
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(Articles 52(1), 54(2) and 56 EPC). The opposition was
based inter alia on the follow ng docunent

D2: EP-A-0 543 356.

During the opposition proceedi ngs, the Qpposition
Division drew attention to docunents referred to in D2,

inter alia to document

D5: US-A-3 309 181.

In its decision, the Opposition Division held that the
subject-matter of Claim1 of the then pendi ng requests
was not novel in view of D2 considering the teaching of
D5 which was incorporated in D2 by reference.
Concerning the main request(s), it was held that D2, by
referring to D5, recommended et hyl ene/vi nyl acetate
copolymers (EVA) which were polar, organic, nitrogen-
cont ai ni ng conpounds in accordance with the clai ned
subject-matter as cold flow additives in oils like
rapeseed nethylester oil (RVE). Concerning the
auxiliary request, it was held that D2 enconpassed a
process wherein filtering was irrel evant.

Thi s deci sion was appeal ed by the Patent Proprietor
(hereinafter Appellant) who filed anended clains in a
new mai n and two auxiliary requests. The Opponent
(hereinafter) Respondent submitted further evidence and
argunents in reply.

Upon requests made by the parties, oral proceedi ngs
before the Board of Appeal were held on 19 Cctober 2004
in the course of which the Appellant filed anmended sets
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of clainms in a new main request (Set C) and in two
auxiliary requests (Sets D and E)

| ndependent Claim 1 of the mmin request reads:

"1. The use of a mneral oil cold flow additive, for
nodi fying the wax crystal growh properties of an oi
consisting essentially of alkyl esters of fatty acids
derived fromvegetable oils, thereby inproving the
filterability of the oil as nmeasured by the Cold Filter
Pl uggi ng Point test, the additive conprising one or
nore of the follow ng:

(i) a polyoxyal kyl ene ester, ester/ether or a m xture
t her eof ;
(1i) an ethyl ene/unsaturated ester copol yner; and

(iii) polar, organic, nitrogen-containing wax crystal
growt h i nhi bitor;

provi ded that said additive does not conprise m xtures
of polynmeric ester or copolynmers of esters of acrylic
and/ or methacrylic acid derived from al cohol s
possessing 1 to 22 carbon atons."

| ndependent Claim 1 of the first auxiliary request
(Set D) differs therefromin that the term"thereby
inmproving the filterability of the oil as neasured by
the Cold Filter Plugging Point test,” has been omtted
whi | st the follow ng has been added at the very end of
the claim
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"excluding the use in a process for preparing
conpositions having inproved | ow tenperature properties
for use as fuels or lubricating agents, based on esters
of long-chain fatty acids obtained fromnatural sources
wi t h nono-val ent G- G al cohol s wherein

(a) additives known as such which are used for
i nproving the | ow tenperature properties of
mneral oils are added in anounts of 0.0001 to 0.1
wt.% based on the long chain fatty acid ester,

(b) the conposition thus obtained is cooled to a
tenperature below the Cold Filter Plugging Point,
as nmeasured according to DIN 51 458, of the |ong-
chain fatty acid ester without additive and

(c) the resulting precipitates are separated off."

Claim1l1l of the second auxiliary request (Set E) differs
fromthat of the main request in that the term", as a
cold flow additive," is added between "The use" and "of
a mneral oil" and in that the feature "thereby
inmproving the filterability of the oil as neasured by
the Cold Filter Plugging Point test" has been omtted.

I n each request the respective independent claimis
acconpani ed by seven dependent clains relating to
specific enbodi nents of the subject-matter of Caiml.

The Appellant orally and in witing submtted the

foll owi ng argunents:

- The anmendnents made to the clains of the new
requests were allowabl e under Article 123(2) and
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(3) EPC. In particular, the feature "thereby
inmproving the filterability of the oil as neasured
by the Cold Filter Plugging Point test" introduced
into Cdaiml of the main request (Set C) was

di sclosed in the application as filed as the only
nmet hod of measuring the wax crystal growth
properties.

- Docunment D2 was prior art under Article 54(3) EPC
and di scl osed a process wherein the additive was
used as a dewaxing aid since it included a step
for renoving wax by precipitation and filtration.
In contrast, according to the claimed subject-
matter, the additive was used for the different
pur pose of nodifying the shape of the wax crystals,
i.e. as a cold flow additive, inplying the
different technical effect that precipitated wax
could be left in the oil. Therefore, the subject-
matter clainmed in the new requests was novel over

docunent D2.

VI, The Respondent submitted in essence the follow ng

argunent s:

- The amendnents made to Claim 1 of the main request
were not allowable since the Cold Filter Plugging
Point (CFPP) was only nmentioned in the exanpl es of
the application as filed. The inprovenent shown
for the particular additives used therein could
not be sinply generalised w thout violating the
provi sions of Article 123(2) EPC.

- The cl ai ned subject-matter was not novel in view
of docunment D2, even in the case of the first

2644.D
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auxiliary request (Set D) wherein a final
filtering step was excluded, since the effect of
nodi fying the wax crystal growth properties took
pl ace bef or ehand.

The Appel l ant requested that the decision under appeal
be set aside and that the case be remtted to the First
I nstance for further prosecution on the basis of the
mai n, first or second auxiliary requests filed during

t he oral proceedings.

The Respondent requested that the appeal be dism ssed.

Reasons for the Decision

Mai n request

1.2

2644.D

Amrendnent s

Article 123(2) EPC prohibits anmendnments of a European
patent which result in the extension of its subject-
matter beyond the content of the application as filed.
It is established case | aw of the Boards of Appeal that
this content only enconpasses what is directly and
unanbi guously disclosed in the application as filed,
either explicitly or inplicitly (see the Case Law of
the Boards of Appeal of the EPQ 4'" editi on,

111.A 3.3).

In the present case, the Respondent objected under
Article 123(2) EPC to the introduction into Claim1l of
Set C of the feature "thereby inproving the
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filterability of the oil as neasured by the Cold Filter
Pl uggi ng Point test".

This feature is originally disclosed in the |ast three
I ines on page 21 of the application as filed which
belong to the only exanple given. According to this
exanple three additives (A, B and C) consisting of one
or two different ethylene/vinyl acetate copol yner(s),
i.e. additives according to type (ii) of Claiml, were
di ssolved in sanples of the sane rapeseed nethyl ester
(RVE) fuel. The CFPP was neasured thereafter and
conpared with the CFPP of untreated fuel. In all three
i nstances the CFPP is shown to be inproved, i.e.
decreased, by the addition of the additive.

The feature in question is, thus, undoubtedly
originally disclosed for the particul ar enbodi nents of
t he exanple. Apart fromthe exanple, the term"CFPP" is
not mentioned in the application as filed. Therefore,
the new feature is not explicitly disclosed in relation
with the other additives covered by Claim1l, in
particular additives (i) and (iii). Therefore, it has
to be assessed whet her these enbodi nents can be
directly and unanbi guously derived from ot her portions
of the disclosure of the application as filed, or in

ot her words, whether a person skilled in the art would
consider, e.g. fromhis common general know edge, the
new feature as necessarily inplied in conbination with
all additives covered by Claima1l.

The Appel lant agreed that the effects of the wax
crystal growh properties did not always concern the

| ow tenperature filterability but could also influence
ot her | ow tenperature characteristics of fuels such as
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their pour points (PP). Thus, a nodification of those
properties would not necessarily inprove the
filterability. In the Appellants opinion, it was
however evident for those skilled in the art that in
the context of the application as filed the
nodi fi cation of the wax crystal growth properties of
the oil resulted in an inprovenent of the filterability
as neasured by CFPP since this was the only test used
in the exanples for nmeasuring the technical effect

achi eved according to the clained invention. The

i nvention was, therefore, directed to such a
nodi fi cation of the wax crystal growth properties of
the oil which resulted in an inprovenent of the
filterability at |ow tenperatures and it was

unanbi guously clear that it was this inprovenent which
was achi eved by all enbodi nents of the invention.

The Board is not convinced by this argunent for the

foll ow ng reasons:

The requirenments of Article 123(2) EPC woul d not be
violated if there was evidence that the inproved
filterability was sinply the outcone of the clained use
of a mneral oil cold flow additive in oil derived from
vegetable material as defined in Caim1l. In this case,
t he amendnment woul d, however, be redundant and not

al | owabl e under the conci seness aspect of Article 84
EPC, since it would not contain any technical
contribution to the features already present in Caiml.
It would further not be occasioned by grounds of
opposition as specified in Article 100 EPC and
therefore, not allowable under Rule 57(a) EPC.
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In contrast, the Appellants argunents inply that the
feature relating to the nodification of the wax crystal
growm h properties is functional in the sense that
different effects, i.e. different cold flow
characteristics, can be achi eved purposively via
different nodifications of the crystal growh
properties during the use of a mneral cold flow
additive, nanmely inproved filterability as neasured by
the CFPP test and/or inprovenent of the PP. In this
case, however, results obtained for particular

enbodi nents cannot be generalised since it depends on
the particular circunstances of the use, including the
type of the additive used, whether or not filterability
IS inproved.

Wil st it has been shown in the only exanple of the
application as filed that low tenperature filterability
can be inproved if particular additives of group (ii)
are used, no basis is present for such an effect in
relation with the other types of additives nmentioned in
Claim1.

The Board, therefore, concludes that the anendnent nade
to Caim1l of the main request is not allowabl e under
Article 123(2) EPC

First auxiliary request

2644.D

Amendnents (Articles 84 and 123 EPC)

The Board is satisfied that no probl ens under

Article 84 have been introduced by the anmendnents nade
and that the clainms conply with the requirenents of
Article 123(2) and (3) EPC. In particular, the
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di scl ai mer excluding the use of the additive in a
particular three step process does not contravene the
provi sions of Article 123(2) EPC since it correctly
excludes in accordance with the requirenents set forth
in decision G 1/03 of the Enlarged Board of Appeal (QJ
EPO, 2004, 413, reasons no. 3 and headnote) the process
disclosed in D2 which is a prior art to be considered
under Article 54(3) EPC only.

The Board notes that no objections have been nade by
t he Respondent with respect to the anendnents nade.

Novel ty

In spite of the above disclainer, |ack of novelty has
been objected to by the Respondent in relation to the
prior art under Article 54(3) EPC disclosed in D2.

D2 relates to a three-step process for preparing
conposi tions having inproved | ow tenperature properties
based on esters of long-chain fatty acids obtai ned from
natural sources w th nono-val ent G-GCs al cohol s (FAE)

in particular RVE, for use as fuels or lubricating
agents (Caim1l in conbination with colum 1, lines 3
to 8). According to D2, it has been found that the
addition of esters of poly(neth)acrylic acid with |ong
chai n al cohol s (PAMA) which are known as additives for
inmproving the | ow tenperature properties, in particular
the PP, of mneral oils was not sufficient to inprove
the | ow tenperature properties of FAE (colum 2,

lines 21 to 50). However, the desired inprovenment of
both, the CFPP and PP was attained if the addition
(step a) was acconpani ed by a subsequent cooling of the
conposition obtained to a tenperature bel ow t he CFPP of
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the FAE (step b) and thereafter separating the
resulting precipitates (step ¢c) (colum 2, line 51 to
colum 3, line 16). Suitable additives are, apart from
the preferred PAMA, ethyl ene/vinyl acetate copol ynmers
(EVA) according to D5 in which some of the acetate
groups have been replaced by am ne groups via
transesterification with am no acids (D2, colum 4,
lines 47 to 49, colum 5, lines 1 to 3 and 40 to 41; D5,
colum 1, lines 14 to 20). The Board agrees with the
OQpposition Division and the Respondent that those
particul ar EVA products are additives within the
meani ng of type (iii) of Caiml.

The Respondent argued that D2 was not |limted to a

t hree-step process but included a process nerely
consisting of steps a) and b) since step c) was

rel evant only in those cases where precipitates were
formed. This was not necessarily the case in each and
every instance. Moreover, conparative exanple 8 of D2
di scl osed a process not including a separation step. In
spite of the exclusion of the particular three-step
process of D2, the clainmed subject-matter stil
enconpassed the use of the additive in a two step
process conprising steps a) and b) of D2, i.e. in a
process wherein additives known to inprove the | ow
tenperature properties of mneral oils are added to
fuels derived fromvegetable oils (step a) and the
conposition thus obtained is cooled (step b).

The di sclainmer, therefore, excluded only the filtering
step c). Since the effect of nodifying the wax crystal
growt h properties took place already after steps a) and
b), the disclosure of D2 still anticipated the subject-
matter of Claiml.
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The Board, however, shares the opinion of the Appellant
that the core characteristics in D2 are three process
steps, nanmely to add a known additive to the oil, then
to produce, by a correspondi ng cooling step,

preci pitates of saturated and unsaturated fatty acid
met hyl esters of |ong chain al cohols which are known to
separate fromthe oil at |ow tenperatures, and
thereafter renove the precipitates, e.g. by filtration
(colum 2, line 51 to colum 3, line 16 in conbination
with colum 6, Iine 52 to colum 7, line 6). These
process steps are, further, disclosed in all exanples
representing the invention of D2 (exanples 1 to 7).

The Board concl udes, therefore, that the invention
disclosed in D2 is a three-step process.

In contrast, the information given in conparative
exanple 8 is somewhat anbiguous in that it discloses an
enbodi nent where RVE is cooled and filtrated in the
absence of an additive, giving a filtrate having a CFPP
of -8 °C, but indicates that the addition of PAVA

i nproves the CFPP to -19°C. It is, however, not clear
fromthis exanpl e whether or not the enbodi nent using
PAMA includes a filtration step. Apart fromthis
anbiguity, this exanple anticipates the clained

subj ect-matter in no case since the additive used is
different to those nentioned in Caiml.

In contrast to the invention disclosed in D2, the

cl ai med subject-matter does not require a cooling to a
tenperature bel ow the CFPP of the oil or that the wax
crystals are nodified. What is required is a
nodi fi cation of the wax crystal growth properties which



2644.D

- 13 - T 0003/ 03

means, in the Boards opinion, that the clainmed use of
the additive influences the properties of the oil, e.g.
di esel fuel derived fromvegetable material, insofar as
under conditions for crystal growth, e.g. upon cooling
in wnter, the wax crystals grow in a manner different
to that in the absence of the additive, so that the oi
remains fluid at | ow tenperatures and the wax crystals
do not block the filter (see also patent in suit,

page 3, lines 8 to 49).

The Board agrees with the Respondent insofar as these
properties nmust al so be obtained in the process of D2
as soon as an additive according to Claim1l of the
patent in suit is added. However, this fact has not
been recognised in D2. On the contrary, for PAMA as the
preferred additive in D2, it has been found that this
was not the case and nothing suggests in D2 that this
woul d be different for other known m neral oi
additives. Instead, D2 teaches to precipitate and
remove the wax for the purpose of obtaining oils
derived from vegetabl e sources having good | ow
tenperature properties. Thus, the disclosure of D2
cannot be construed as containing any information that
the wax could be left within the oil by omtting the
filtration step

The Board, therefore, agrees with the Appellant that D2
relates to a dewaxi ng process or to the use of an
additive within a dewaxing process, respectively, which
is deliberately excluded fromCaim1 by neans of the
di scl ai mer.
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The Board, therefore, concludes that the subject-matter
of Claim1l is novel over D2 (Article 54(3) EPC).

Rem ttal

Al t hough the cl ained subject-matter has been found to
be novel, it still has to be assessed whether it
satisfies the requirement of inventive step.

In the present case, the decision under appeal was only
based on the ground of |ack of novelty. The issue of

i nventive step has not yet been considered by the
Qpposition Division. Therefore, the Board exercises its
di scretion under Article 111(1) EPC and remts the case
to the first instance for further prosecution on the
basis of the clainms of the first auxiliary request,
thereby allowi ng the respective request of the
Appel l ant. No objections were raised by the Respondent.

Under these circunstances it is not necessary to deal
with the Appellants second auxiliary request.
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the First Instance for further
prosecution on the basis of the first auxiliary request
(Set D).

The Regi strar: The Chai r man:

G Rauh P. Ammendol a

2644.D



