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Summary of Facts and Subm ssi ons
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The appellant (applicant) filed an appeal against the
decision of the Examning Division to refuse the
Eur opean application No. 97 945 334.7.

The application was refused by the Exam ning D vision
for lack of inventive step of the subject-matter of
clainms 1i, 31li, 41i and 47i.

The appel | ant requested that the decision under appeal
be set aside and a patent be granted on the basis of
claims 1 to 72 according to the main request of which
claims 1li, 31i, 40i and 47i were filed on 11 February
2000 and the remaining clains are as originally filed.
Al ternatively, a patent should be granted according to
the first auxiliary request filed with the appeal
grounds according to which the clains 1li, 31li, 40i and
471 shoul d be anended to include the limtation of

claim9i.

The i ndependent clains of the patent as granted/ main
request reads as foll ows:

"1li. A freight container (10) for hol ding and
transporting freight in a plurality of |and vehicles or
aircrafts, the freight container (10) including a base
(10b), a roof (10r), a pair of opposed side walls
(10s), and a pair of opposed end walls (10e), one of
said end walls (10e) including an opening (100) for the
| oadi ng and renoval of freight, the freight container
characterized in that said container (10) and said
opening (100) are sufficiently large to permt the

| oadi ng and renoval of freight to and fromthe
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contai ner (10) by a conventional fork lift truck, such
that the conventional fork lift truck can nove in and
out of the container, and the container (10) has a

| ength of approximately 13 feet, thereby allow ng the
container to be efficiently arranged on the plurality
of different sized conventional |and vehicles and

aircraft."”

"31li. A systemfor shipping freight fromthe prem ses of
a custoner to the prem ses of the consi gnee by neans of
transportation including one or nore | and vehicles, the
system i ncl udi ng:

an inventory of freight containers (10) for
hol ding the freight to be shipped, each of said
containers including a base (10b), a roof (10r), a pair
of opposed side walls (10s), and a pair of opposed end
wal | s (10e), and an opening (100) fornmed in one of said
end walls (10e), each container characterized in that
sai d opening (100) is sufficiently large to permt a
conventional fork [ift truck to |oad and unl oad freight
into and out of the container (10), such that the
conventional fork lift truck can nove into and out of
the contai ner, and each said container (10) has a
| ength of approximately 13 feet, thereby allow ng the
container to be efficiently arranged on a plurality of
different sized conventional |and vehicles; and

a plurality of conventionally sized |and vehicles
(12) for renovably supporting said freight container
(10) and transporting the at |east one containers (10)
to and fromthe custoner’s prem ses."
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"40i . A system for shipping freight fromthe prem ses of
a customer to the ultimte recipient by nmeans of
transportation including one or nore | and vehicles and
one or nore aircraft, the systemincl uding:

an inventory of identical freight containers (10)
for holding the freight to be shipped, each of said
containers (10) including a base (10b), a roof (10r), a
pair of opposed end walls (10e), and a pair of opposed
side walls (10s), one of the walls having an opening
(100) for the l|oading and renoval of freight, each
cont ai ner characterized in that each said opening (100)
are sufficiently large to permt a conventional fork
lift truck to |l oad and unload freight into and out of
said container (10), such that the conventional fork
l[ift truck can nove in and out of the container, and
each said container (10) has a length of approxi mately
13 feet, thereby allow ng the container to be
efficiently arranged on the plurality of different
si zed, conventional |and vehicles and aircraft; and

a plurality of conventionally sized |and vehicles
and aircraft for renovably supporting said freight
containers (10) and transporting said containers (10)."

"471 . A method of shipping freight directly froma
custoner’s prem ses to the prem ses of the consignee
conprising the steps of:

a. transporting to a customer’s prem ses at
| east one freight container (10) including a base
(10b), a roof (10r), a pair of opposed side walls
(10s), and a pair of opposed end walls (10e), one of
said end walls (10e) including an opening (100) for the
| oadi ng and renoval of freight, the freight container
characterized in that said container (10) and said
opening (100) are sufficiently large to permt the
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| oadi ng and unl oadi ng of freight to and fromthe
contai ner (10) by a conventional fork lift truck, such
that the conventional fork lift truck can nove in and
out of the container, and said container (10) has a
 ength of approximately 13 feet, thereby allow ng the
container to be efficiently arranged on the plurality
of different sized conventional |and vehicles and
aircraft;

b. at the custoner’s prem ses | oading freight
into at | east one said freight container (10) and
securing the freight in the freight container (10);

C. using at | east one conventionally sized
aircraft and at |east two conventionally sized | and
vehicles to transport at |east one said freight
container (10) and its | oaded freight, in a secured
state, fromthe custoner’s prem ses and to the prem ses
of the consignee of the freight."

Claim9i which, according to the first auxiliary
request, should be included in the clainms 1li, 31li, 4O0i
and 47i reads as foll ows:

"9i. The freight container of claim1 wherein the
interior surface of the base of the container is sized
to accept 6 standard industrial cargo pallets of 40 by
48 i nches"

The appel | ant argued essentially as foll ows:

(i) The subject-matter of the independent clains of
t he main request involves an inventive step
because the invention nust be considered as a
sel ection invention. The value of approximtely 13

feet is a narrow sub-range, is far away from known
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val ues, is purposively selected to neet a stated
obj ect, and overcones a known prejudice. The val ue
overcones the stated problem of providing the

wi dest conpatibility of the container with
conventional trucks and aircraft, while pronoting
efficiency and econony. This problem has not been
identified before. There is a prejudi ce agai nst
changing fromthe standard 10-foot and 20-f oot

cont ai ners.

(i1) The extra feature of claim9i keeps the basic
advant ages of the invention whilst allow ng
standard pallets to be | oaded into the container
by custoners. Limtations are placed upon the
out side and the m ni numinside dinmensions of the

cont ai ner.

VI . In a comuni cati on acconpanying an invitation to oral
proceedi ngs the Board set out their provisional opinion
that the main and auxiliary requests could not be
granted. The respondent subsequently w thdrew his
request for oral proceedings and made no further

subm ssi on

Reasons for the Decision

1. | nventive step

1.1 Cl osest prior art

The cl osest prior art is represented by known standard

contai ners which exist in standard sizes, e.g. 10 or 20
feet.

2089.D
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Problemto be sol ved

The objective problemto be solved by the

di stinguishing feature of claiml1l is to provide a
cont ai ner which has a size and shape which can hold
standard- si zed | oads of freight and has a size and
shape which is conpatible with a wide variety of
standard-si zed trucks and aircraft (cf. page 2,
lines 21 to 23 of the description).

Solution to the problem

The solution to the problemis that the container has a
| ength of approximately 13 feet.

The solution to the problemis obvious for the

fol |l ow ng reasons:

Known contai ners exist in standard sizes, e.g. 10 or 20
feet. It is however clear to the skilled person that

ot her sizes may be provided although they may have the
di sadvantage that they do not match the standard sizes.
Dependi ng upon the circunstances and the size of the

| oad to be carried the skilled person woul d consi der
smal | er sizes such as approximately 13 feet.

In the view of the appellant the invention is to be
seen in a selection invention, i.e. selecting
approximately 13 feet for the length of the container.
However, in accordance with the case | aw of the Boards
of Appeal a selection invention nust be purposive, i.e.
it should solve a problem In addition, the selection

nmust solve the problemin an unexpected manner
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(anal ogous to chem cal inventions, see Case Law of the
Boards of Appeal, 4'" edition 2001, point 4.2.1). The
appel  ant has not proven that the stated problemis
actual ly solved, nor has any proof been supplied that
any unexpected effect has been achi eved. The appel | ant
has nmerely stated wi thout evidence that this selection
sol ves the problem of optimsation. The Board notes
that, for instance, in the case of road transport on a
standard 48-foot truck when provided with the maxi mum
three 13-foot containers (39 feet) nine feet of space
remai ns unused, see page 11, lines 5 to 7 of the
description. The Board al so notes that for instance in
t he enbodi nent of Figure 7Gthe fitting of the
container in an MD-11 aircraft requires a chanfer to be
cut in the top of the container. The Board therefore
concl udes that the height of the container also plays a
role in the fitting of containers into aircraft and
that many differing | engths may be accomodated therein
dependent upon the height of the container and extent
of the chanfer

In order to show that the feature of a 13 foot length
fulfils the criteria for a selection invention the
appel  ant woul d have needed to supply proof that this
val ue sol ves the problem whereas other, possibly

nei ghbouring, values do not solve the problem

Mor eover, the solution would need to be surprising and
not just the solution which the skilled person, w shing
to provide a container suitable for Iand and air
transport, would provide as a suitable conprom se. In

t he present case no such proof has been supplied.
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The appel |l ant considered that there was a prejudice
agai nst the proposed sol ution. The appel |l ant however
has provided no proof that there was a technical

prej udi ce agai nst the proposed container |ength. The
field of containers for truck and air transport tends
to |l ead to standardi sation of sizes for easy transport
and storage. This also neans that there nmay be economc
prejudi ces against introducing a new size. This does
not however nean that there is a technical prejudice,
t he overcom ng of which could support an inventive

st ep.

Therefore, the subject-matter of claim1li, of the main
request does not involve an inventive step in the sense
of Article 56 EPC.

The sane applies to the subject-matter of clains 31i,
41i and 47i which concern systens and net hods i ncl udi ng
the use of the freight container according to claim1li
and conventionally sized | and vehicles and/or aircraft.

Auxi | iary request

| nventive step

Thi s request should add the features of claim9i to the
i ndependent clains 1li, 31i, 41i and 47i of the main
request. Claim9i states that six standard pall et
shoul d be | oadabl e. The standard pallet is 40 i nches x
48 inches (see claim28). The Board notes that three
such pallets placed | engthwi se requires 144 inches (3 x
48 inches) which is 12 feet, which would | eave 1 foot
unused, whereas four pallets even placed crossw se
require 160 inches (4 x 40 inches) which is 13 feet 4
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inches, i.e. four pallets are too long. This neans that
only three standard pallets my be | oaded al ong the

| ength of the container and they would be | oaded with a
waste of space. Once three pallets are fitted

| engt hwi se the requirenent for fitting six pallets
nerely defines the mninuminternal width of the
container in standard pallet sizes, i.e. at |east 80
inches (2 x 40 inches). Thus, the feature of the
claim9i ampunts to nothing nore than defining the
internal width of the container as at |east 80 inches.
No special effect as been shown to achieved by this

f eat ure.

2.2 The Board concludes therefore that the provision of the
features of claim9i in any of the independent clains
of the main request does not involve an inventive step
in the sense of Article 56 EPC.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

D. Spigarelli A. Burkhart
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