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Summary of Facts and Subm ssi ons
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Eur opean patent application 98 940 109.6 was filed as

| nt ernati onal application PCT/EP98/ 04071 on 1 July 1998
by 3 applicants claimng the priority of |IT application
SV97A000037 of 11 July 1997.

The International Prelimnary Exam nation Report (I|PER)
i ssued on 24 Novenber 1999 stated under its point V
that the subject-matter of claiml - as far as it was
under standable in view of the clarity objection

enuner ated under point VIIlI - met the requirenents of
Article 33 PCT.

Under point VIIIT 2(ii) the applicants were requested to
indicate a basis in the application as originally filed
for the feature "neans for manual |y di splacing the
ratchet-1like nmeans..." introduced into claim21 pursuant
to Article 34(2)(b) PCT.

By letter of 25 January 2000 the applicants entered the
regi onal phase before the EPO wi t hout having further
amended the set of clains.

On 23 January 2002 a conmuni cation of the exam ning

di vision was sent to the applicants which, after citing
t he application docunents on which the exam nation was
being carried out, set out the follow ng:

"1l. An international prelimnary exam nation report
(I PER) has al ready been drawn up for the present
application in accordance with the PCT. The
deficiencies nentioned in the I PER give rise to
obj ections under the correspondi ng provisions of
t he EPC.
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2. The applicant is requested to file new clains
whi ch take account of the objections raised in the
| PER. "

On 6 May 2002 the applicants filed a main and two
auxiliary requests.

Claim 1l of the main request reads as foll ows:

"A conbi nati on of an adjustabl e quick-rel ease buckl e
and a strap (1) which has a set of equally spaced teeth
(101), or simlar, arranged on at |east one end portion
of said strap (1), particularly for nmasks or simlar,
whi ch conbi nati on conpri ses:

a) a buckle body (2);

b) a return roller (4) rotatably nounted on the buckle
body (2) and around which passes the strap (1);

c) ratched-like strap retaining neans nounted in a

di spl aceabl e way on the buckle body (2) and urged by
elastic neans in the direction of an active position,
in which said ratched-Iike neans prevent the strap (1)
to slide in the | oosening direction and allows it to
slide in the opposite tightening direction,

d) neans for manually displacing the ratched-Iike neans
agai nst the action of the elastic neans in an inactive
position, in which said ratched-1ike nmeans allow the
strap (1) to slide freely in both the | oosening and
tightening directions; characterized in that

e) the buckle body (2) has an arched wall (102), which
extends coaxial to the roller (4) through a certain
angul ar width, the distance between the arched wall
(102) and the roller (4) substantially corresponding to
or being slightly greater than the thickness of the
strap (1), but smaller than the total thickness of the
strap (1) including the projection of the teeth (101)
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of the strap;

f) the return roller (4) has |ongitudinal external
teeth (204) and the strap (1) is passed between the
roller (4) and the arched wail (102) of the buckle body
(2) so as to engage the teeth (101) of the strap (1)
between the teeth (204) of the roller (4);

g) the return roller (4) is rotatably nounted on a
central pin (5), which bears at one of its ends (105)
at | east one axial |ocking tooth (305),which tooth
(305) cooperates with a crown of axial teeth (204) on
the facing end side of the roller (4), which teeth (204)
have a guide slanted side facing the strap tightening
direction of rotation, and substantially axial steep
front on the side facing the strap | oosening direction
of rotation, whereas the pin (5) is nounted in such a
way as to be unable to rotate but to be able to slide
axially to nove the | ocking tooth (305) fromthe crown
of axial teeth (204) on the facing end side of the
roller (4), while opposing the action of elastic neans
(205) which stably push said pin (5) towards engagenent
of the locking tooth (305) with the teeth (204) of the
end side of the roller (4), said pin (5) projecting out
of a transverse wall (202) of the buckle with a button-
i ke head".

Claim1l of the main request differs fromthat upon
whi ch the I PER was based in that in paragraph (c) the
reference nunmerals "(4,5)" for the feature "ratched-
i ke strap retai ning neans"” are del et ed.

Claim1l1l of the first auxiliary request differs from
that of the main request in that said feature "ratched-
li ke strap retai ning neans” of paragraph (c) is
provided with the reference nunerals " (204, 305, 205)".
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Claim1l of the second auxiliary request differs from
that of the first auxiliary request in that the wording
of the first line of paragraph (g) is anmended from"the
return roller (4) is rotatably nounted to "the return
roller (4) is associated to the ratched-Iike neans
bei ng rotatably nounted”.

The applicants explained their opinion that the

exam ner had found claiml to lack clarity because in
the preanble of claim1l, Iine 7 reference nunber (4)
denoted a return roller whereas in line 9 this

ref erence nunber was used for "ratched-like strap
retai ning neans”. They proposed these 3 versions of
claim1 because, according to them there was no
acceptabl e way for defining the conmon features of the
nearest prior art.

Furthernore, the applicants indicated several
references in the original application as basis for the
anended features.

By decision of 9 August 2002 the patent application was
refused for not conplying with Article 123(2) EPC.

The exam ning division found that is was apparent from
the application as filed that the ratchet-1ike neans
referred to in paragraph (c) of claiml1l - i.e. teeth
305 | ocated at an end of central pin 5 and teeth 204

| ocated on the facing end side of roller 4 - noved from
an active to an inactive position when pin 5 was

axi ally displaced agai nst the action of elastic neans
205, so disengaging teeth 305 fromteeth 204. It was
further apparent that the aforenentioned di spl acenment
was effected by pressure exerted on the head of said
pin 5 by a forefinger or thunb.
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However, the newy introduced wordi ng of paragraph (d)
inmplied the presence of an additional technical feature
whi ch served to effect said axial displacenment of the
pin 5. The references in the application as filed cited
in this respect by the applicants nerely confirmed that
di spl acenent of the ratchet-1ike neans agai nst the
action of the elastic nmeans was effected by neans of
pressure exerted on the head of pin 5 by a forefinger
or thunb.

Agai nst this decision applicant 1 - appellant in the
following - filed an appeal on 4 Cctober 2002. On the
sane day the statenment setting out the grounds of
appeal was filed. The appeal fee was paid on

26 Sept enber 2002.

The appellant alleges that claim1 of the patent
application as anended was m sinterpreted by the
exam ning division and that there was no viol ation of
Article 123(2) EPC

Furthernore, the appellant alleges a substanti al
procedural violation because the conmuni cation of the
exam ning division had failed to indicate precisely the
objections to clarity, so that the appellant would know
the interpretation of amended claim 1l by the

exam nation division and could react accordingly.

The appel | ant requested that the decision under appeal
be set aside and that claim 1l according to one of the
mai n or auxiliary requests be declared allowabl e or
that the case be remtted to the first instance for
further prosecution, furthernore, reinbursenent of the
appeal fee and auxiliarily oral proceedings.
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Reasons for the Decision

1

2.2
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Adm ssibility of the appeal

The appeal conplies with the provisions enunerated in
Rul e 65(1) EPC and is therefore adm ssible.

Basis of the inpugned decision - Article 113(1) EPC

Pursuant to Article 113(1) EPC the decision of the

Eur opean Patent O fice may only be based on grounds or
evi dence on which the parties concerned have had an
opportunity to present their comments.

The purpose of this provision is to ensure that no
party i s caught unaware by the reasons given in a
deci si on on which he had no opportunity to coment.

The term "ground” does not refer nerely to a ground of
objection to the application in the narrow sense of a
requi renent of the EPC - in the case under
consideration Article 123(2) EPC - which is considered
not to be nmet. The termhas rather to be interpreted as
referring to the essential reasoning, both |legal and
factual, which |eads to the refusal of the application.
I n other words, before a decision is issued an
applicant nust be infornmed of the case which he has to
neet, and nust have an opportunity of neeting it

(T 951/92, QJ EPO 1996, 53, point 3; see further
decisions in Case Law of the Boards of Appeal of the
EPO, 4th edition 2001, VI.B, page 261 ff).

In the present case this was exactly what the exam ning
division failed to do. In their comrunication the
exam ning division did not even cite the ground of
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objection in the narrow sense i.e. the correspondi ng
article of the EPC, but sinply referred to "the
correspondi ng provisions of the EPC' and invited the
applicants to file new clains wi thout informng them
about their legal and factual reasoning, why the newy
i ntroduced features contravened Article 123(2) EPC

2.3 By that the applicants were at a | oss what the
exam ning division's essential objections were.
Neverthel ess, they tried to figure it out and conplied
wi th the comrunication by filing new clains and by
i ndi cating several references in the original
application as a basis for the anended features.

2.4 At | east when receiving the answer to their
conmuni cation and realising that the applicants' |ine
of reasoning was conpletely different fromtheir's the
exam ni ng division should have pursuant to
Article 96(2) EPC and Rule 51(2) and (3) EPC provided
the applicants with a reasoned statenent explaining in
detail their objections to the grant of the patent
before surprising themw th a negative decision they
coul d not anticipate.

2.5 By reserving their reasoning for the decision of
refusal the exam ning division has not only failed to
conply with Article 96 EPC and Rule 51 EPC to expl ain
right fromthe start of the exam ning procedure in
detail their objections to the introduction of the new
feature. But they have al so contravened Article 113(1)
EPC by basing their decision on grounds on which the
applicants had no opportunity to present their
coment s.

2.6 This form of conducting the proceedings constitutes a

0251.D Y A



- 8 - T 1203/ 02

substantial procedural violation which alone for these
reasons |leads to the setting aside of the inpugned
deci si on.

3. Rei mbur senent of the appeal fee

Pursuant to Rule 67 EPC, first sentence the

rei nbursenent of the appeal fee shall be ordered where
t he Board of Appeal deens an appeal to be allowable, if
such rei nbursenent is equitable by reason of a
substantial procedural violation.

In the present case, all three requirenents are
fulfilled: the appeal is allowable, a substanti al
procedural violation has occurred and because of this
substantial procedural violation the appellant had to
file an appeal, so that the reinbursenent is equitable.

4. Interl ocutory revision

The Board takes the opportunity of rem nding the
exam ning division of the instrunent of interlocutory
revision pursuant to Article 109 EPC.

For this case it would have been appropriate to apply
interlocutory revision alone in view of the substanti al
procedural violation which at | east when receiving the
grounds of appeal should have becone obvious to the
exam ni ng di vi si on.

0251.D Y A
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further
prosecuti on.

3. The rei nbursenment of the appeal fee is ordered.
The Regi strar: The Chai r man:
G Magouliotis C. Andries
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