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Summary of Facts and Subm ssi ons

1758.D

The appeal is directed against the decision posted
20 Septenber 2002 to reject the opposition agai nst
Eur opean patent No. 0 730 999.

The patent had been opposed inter alia on the ground
that its subject-matter extends beyond the content of
the application as filed (Article 100(c) EPC)

The Board sumoned the parties to oral proceedings to

be held on 21 July 2004 and set a tine limt of one
nmonth before that date for filing any further requests
or witten subm ssions. The appellant filed per fax on
18 June 2004 a letter and supporting evidence relating
to two new al l egations of public prior use. A copy of

t he correspondence was faxed directly to the respondent.

During the oral proceedings the appellant requested
that the inpugned decision be set aside and that the
pat ent be revoked. The respondent requested that the
appeal be dism ssed and that the patent be maintained
as granted (main request) or in the alternative that it
be mai ntained in anended formon the basis of the sets
of clainms according to first and second auxiliary
requests submtted with a letter dated 14 June 2004.
Apportionnment of costs associated with the filing on
18 June 2004 of the new evidence was al so request ed.

The clains as granted include a single independent
claimdirected to a product, which reads as foll ows:

"1. A support structure (10,15, 60,65) for supporting a
foamabl e material (21,71) in a cavity (6,50) of a
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hol | ow structural nenber (1,51) so that the foanable
mat erial (21,71) blocks the cavity of the holl ow
structural nmenber (1,51) when it is foanmed by externa
heati ng, conpri sing:

a support nenber (10,60) disposed in the cavity (6, 56)
so as to be perpendicular to a longitudinal direction
of the cavity (6,56) and adapted to retain the foamable
material (21,71) in such a manner that at |east one
side surface of the foamable material (21,71) is
restrictively covered by said support nenber (10, 60);
and

an engagenent pin (15,65) integrally provided on said
support nenber (10,60) and adapted to engage an
aperture (7,57), formed in the hollow structural nenber
(1,51), characterised in that

t he support nenber (10,60) is provided with at | east
one support piece (13,25), and the foamable materi al
(21,71) is formed with at | est one engagenent sl ot
(24,26) which is engageable with the support piece
(13,25) when the foanmable material (21,71) is applied
to the support nenber (10,60). "

The clains according to the first auxiliary request
i nclude two i ndependent clains, each directed to a
product and which read as foll ows:

"1. A support structure (10,15) for supporting a
foamable material (21) in a cavity (6) of a holl ow
structural nmenber (1,51) so that the foamable materi al
(21) blocks the cavity of the holl ow structural nenber
(1) when it is foaned by external heating, conprising:
a support nenber (10) conprising a pair of support

pl ates (11) spaced apart to receive the foamable

mat erial (21) therebetween, said support plates (11)
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bei ng di sposed in the cavity (6) so as to be
perpendicular to a longitudinal direction of the cavity
(6) and adapted to retain the foamable material (21)

t herebetween in such a manner that both side surfaces
of the foamable material (21) are restrictively covered
by said support plates (11); and

an engagenent pin (15) integrally provided on said
support nmenber (10) and adapted to engage an aperture
(7), fornmed in the hollow structural nenber (1),
characterised in that

t he support plates (11) are provided with at |east one
support piece (13,14), and the foanmable material (21)
is formed with at | east one engagenent slot (24) which
i s engageable with the support piece (13,14) when the
foamabl e material (21) is applied to the support nenber
(10)."

"7. A support structure (60,65) for supporting a
foamable material (71) in a cavity (56) of a holl ow
structural nenber (51) so that the foamable materi al
(71) blocks the cavity of the holl ow structural nenber
(51) when it is foanmed by external heating, conprising:
a support nenber (60) conprising a support plate (61)
di sposed in the cavity (56) so as to be perpendi cul ar
to a longitudinal direction of the cavity (56) and
adapted to retain the foamable material (71) on both of
the side surfaces thereof in such a manner that one
side surface of the foamable material (71) is
restrictively covered by said support nenber (60); and
an engagenment pin (65) integrally provided on said
support nmenber (60) and adapted to engage an aperture
(57), formed in the hollow structural nmenmber (51),
wherein
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the support plate (61) is provided with at | east one
support piece (25) at each side surface thereof, and
the foamable material (71) is formed with at | east one
engagenent slot (26) which is engageable with the
support piece (25) when the foamable material (71) is
applied to the support nenber (60)."

The clains according to the second auxiliary request
contain a single independent claimdirected to a
product, which reads as foll ows:

"1. A support structure (10,15, 60,65) for supporting a
foamabl e material (21,71) in a cavity (6,50) of a

hol | ow structural nenber (1,51) so that the foanmable
mat erial (21,71) blocks the cavity of the holl ow
structural nmenber (1,51) when it is foanmed by externa
heati ng, conpri sing:

a support nenber (10,60) disposed in the cavity (6, 56)
so as to be perpendicular to a longitudinal direction
of the cavity (6,56) and adapted to retain the foamable
material (21,71) in such a manner that at |east one
side surface of the foamable material (21,71) is
restrictively covered by said support nenber (10, 60);
and

an engagenent pin (15,65) integrally provided on said
support nenber (10,60) and adapted to engage an
aperture (7,57), formed in the hollow structural nenber
(1,51), characterised in that

t he support nenber (10,60) is provided with at | east
one support piece (13,25), and the foanmable materi al
(21,71) is formed with at | east one engagenent sl ot
(24, 26), wherein the engagenent slot (24,26) is
configured and di nensioned to be conplenentary to the
support piece (13,25) so as to be closely engageabl e
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with the support piece (13,25) when the foamabl e
material (21,71) is applied to the support nenber
(10,60)."

The appel l ant argued in respect of the ground for
opposition according to Article 100(c) EPC essentially
as foll ows:

The i ndependent clainms according to all requests
contain the feature of "at |east one support piece"
which is a generalisation of the disclosure of the
application as originally filed. In that application
two enbodi nents are shown and described. In the first
enbodi ment four parts described as "connecting pieces"”
engage in slots in the block of foamable material but
there is no disclosure either of only one such
connecting piece or that the connecting pieces provide
a support function. Moreover, the original disclosure,
in respect of the second enbodi ment, is of at |east one
"support strip" which inplies a certain shape whereas
the presently clainmed "support piece" is of unspecified
shape.

As regards the respondent’'s request for apportionnment
of costs the appellant explained that:

The evi dence which was filed shortly before the oral
proceedi ngs previously had not been readily avail abl e
since it related to public prior use which had occurred
before the two conpani es supplying the conponents

bel onged to the appellant. Attenpts to obtain
information directly fromthe conpanies to which the
conponents were supplied had proved difficult.
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The respondent’'s rebuttal of the argunents in respect
of the objections under Article 100(c) EPC may be
summari sed as foll ows:

The term "support” has a very broad neaning and, in as
far as the first enbodiment is concerned, it is
perfectly clear to the skilled person when considering
figure 1 that the connecting pieces would have at | east
a secondary supporting function. Mreover, it is
explicitly stated that the slots in the bl ock "engage"
t he connecting pieces and it is clear fromthe
description that support is provided between parts

whi ch "engage". The requirement in the independent
clainms according to all requests that the support

pi eces be engageable by the slots is a clear
restriction on the shape of the support pieces. The
original disclosure is of support being provided both
by the connecting pieces of the first enbodi nent and by
t he support strips of the second enbodi ment and t hereby
provides a fair basis for the feature of "support

pi eces". Furthernore, the clainmed wording "at | east

one ..." is a fair generalisation of the original

di sclosure to the skilled person who would realise that
only one connecting piece would be necessary in the
first enbodi nent.

In support of its request for apportionnent of costs
t he respondent essentially argued as foll ows:

According to decision T 326/87 (QJ EPO 1992, 522) costs
shoul d be apportioned in favour of the proprietor when
t he opponent files a docunment for the first tinme in

appeal proceedings unless there exist strong mtigating
circunstances for the late filing. In the present case
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the evidence relates to instances of prior use by the
opponent itself and so were avail able during the
opposition period. The evidence had been filed in a

m xture of German and French only shortly before the
one nonth tinme limt set by the Board. The resulting
need to expedite translation |led to higher costs.

Mor eover, additional research anongst case | aw had been

necessary in order to prepare a defence.

Reasons for the Decision

Addi tion of subject-matter (Article 100(c) EPC

Mai n request

1758.D

The patent relates to a structure for supporting
foamabl e material in the cavity of a hollow structura
menber such as a roof side panel of a vehicle body. The
foamable material is in the formof a block and when
subj ected to heat it foanms and expands to cl ose the
cavity. The structure includes a support nmenber for the
foamable material and claim1 contains the feature at

t he begi nning of the characterising portion that the
support nmenber is provided with "at | east one support

pi ece” with which at | east one engagenent slot in the
foamabl e material is engageabl e.

In the application as originally filed two enbodi nents
of the structure are described. In the first a support
menber conprises two nutually spaced support plates

bet ween which the block of foamable material is |ocated.
The support plates are joined by five "connecting

pi eces" of varying | engths which extend upwards from
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the | ower edges of the plates and span the space
between them The block is inserted from above and
conprises slits which "engage" the connecting pieces as
it noves into the space. The bl ock furthernore
conprises |ateral projections which engage in holes in
the plates to "position and retain” the block. In the
second enbodi nent a single support plate is provided
and the block is located on a pair of "support strips”
whi ch project fromthe surface of the support plate.
The bl ock of foamable material conprises a pair of
slots which are "configured and di nensioned to be

cl osely engaged” with the support strips. A single

i ndependent cl ai mcovers both enbodi nents and defi nes
t he support nenber as being "adapted to retain” the
foamable material. Claim6 relates to the first

enbodi nent and defines "apertures and projections ..
to position and retain" the foamable material. Claim2
relates to the second enbodi nent and defines "at | east
one support strip ... to position and retain" the
foamable material. The clains contain no feature in
respect of the connecting pieces.

3. The expression "at | east one support piece" is not
contained in the application as originally filed and
the appellant is challenging the basis in the original
di sclosure for this expression in three respects:

- firstly, that there is no disclosure in respect of
the first enbodi ment that the el ements which engage
the slits provide support and argues that the
attribution of this function to the "connecting
pi eces" extends the teaching of the disclosure;

1758.D
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- secondly, that there is no disclosure in respect of
the first enbodi ment of only one connecting piece,
as defined by the wording "at |east one" in claim1;

- thirdly, that there is no disclosure of a support
"pi ece” of undefined form

The Board will now consider each of these objections
i ndi vidual ly.

The expression "support piece” in present claimlis
bei ng used by the respondent to represent both the
feature originally disclosed as a connecting piece in
the first enmbodi ment and the feature originally

di scl osed as a support strip in the second enbodi nent.
It is stated on page 2, lines 43 to 45 of the
A-publication that the support strip is provided to
position and retain the foamable material on the
support plate and that it prevents the foamabl e
material from noving on and dropping out fromthe
support plate. Simlarly, page 5 |ines 14 to 16 and
lines 47 to 51 explains that pairs of the support
strips position and retain the foanmable nmaterial on the
support plate. The term "support” therefore is
originally disclosed as having the neani ng of
positioning and retaining. The correspondi ng function
of positioning and retaining the foanmable material and
preventing it rotating and dropping out in the first
enbodi nent is perforned not by the connecting pieces
but by the engagenent of projections on the foanable
material in apertures on the support plates (page 3,
lines 7 to 9 and page 4, lines 36 and 37). By using the
term "support piece" to represent the el enent
originally disclosed as a "connecting piece" the
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respondent is attributing to the latter the function of
positioning and retaining the foamable material. The
respondent’'s view that the term "support” has a very
broad nmeani ng overl ooks the fact that the term had

al ready been given a particular interpretation in the
original application. The application of that
interpretation to the function of the connecting pieces
of the first enbodi mnent extends the subject-matter of

t he patent beyond that of the original application.

The respondent al so takes the view that the description
page 2, lines 12 to 14 teaches that a part which
engages anot her provides "support” for it and that the
di scl osed engagenent between the slits and connecting
pi eces of the first enbodi nent therefore discloses
provi di ng support. The passage referred to by the
respondent reads: "The foamable material 121 is

engaged ... by sticking ... Thus the foamable materi al
is supported in a cavity" (enphasis added). In the
Board's view this text does not serve to define the
term"support”™ within the neaning of the patent because
it concerns an adhesive engagenent, which is not the
case in the present patent.

Mor eover, the Board cannot accept the respondent's
argunent that it is inplicit for the skilled person

when seeing figure 1 that the connecting pieces support
the foamable material. It is established case | aw that
the disclosure in the original application of a feature
which is to be introduced as an anendnent nust be

di rect and unanbi guous (see T 514/88 (QJ EPO 1992, 570),
T 527/ 88 and T 685/90 (both not published in QJ EPQO)).
This requirenent is not satisfied in the present case.
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The support plates in the first enbodi nent are forned
of a synthetic resin by injection noulding and the
connecting pieces are explicitly disclosed as serving
to space apart the support plates by a desired distance.
Fi ve connecting pieces are shown in figure 1, equally
spaced across the width of the support plates and it is
inplicit that the connecting pieces act to stabilise
them There is no disclosure in the original
application that only one connecting piece would be
sufficient to stabilise the support plates. The

di scl osure of "at |east one" in the original
application is an explicit one in respect of the
support strips of the second enbodi nent which, as
expl ai ned under 3.1 above, have a different function to
t he connecting pieces and the skilled person would
perceive no rel ati onship between the respective

di scl osed quantities. It follows that the specification
inclaiml of "at |east one" of the elenents originally
di scl osed only as connecting pieces also extends the
subj ect-matter of the patent beyond that of the
original application.

The appellant's third challenge relates to the

di scl osure of a support "piece", i.e. of undefined form
As already set out under 3.1 above the original

di scl osure provides no basis for attributing to the
connecting pieces a support function within the neaning
of the application. It follows that any argunment which
is based on the disclosure in respect of the first
enbodi ment of a support elenent of a different formto
the support strip in the second enbodi nent nust fail.
Moreover, even if this were not the case, the
connecting pieces in the first enbodinent are also in
the formof strips and so provide no basis in
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t hensel ves for generalisation. Furthernmore, it is clear
to the skilled person that the formati on of the support
el ement in the second enbodi ment as a strip serves in
conbination with the slot in the foamable material to
rotationally position the latter relative to the
support plate. There is nothing in the original

di scl osure which would | ead the skilled person to
understand that any shape of support elenent, as falls
within the definition "support piece", could
satisfactorily locate the foanable material. In this
respect the Board notes that the requirement in claiml
that the support piece engages with a slot in the
foamabl e material does not Iimt the formof the
support piece since it is not specified that the form
of the latter nust correspond in any way with that of
the slot. It follows that also in this respect the

subj ect-matter of the patent extends beyond that of the
original application.

In the light of the foregoing the main request nust be
ref used.

Auxi liary requests

1758.D

Each i ndependent claimaccording to the auxiliary
requests contains the feature of "at |east one support
piece". In the first auxiliary request claim1l rel ates
only to the first enbodi nent and results in extension
of subject-matter for the reasons expl ained under 3.1
and 3.2 above. Caim7 relates only to the second
auxiliary request and results in extension of subject-
matter as expl ai ned under 3.3 above. In the second
auxiliary request claim11 covers both enbodi rents and

results in extension of subject-matter as expl ai ned
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under 3.1 to 3.3 above. Moreover, claim1l according to
the second auxiliary request specifies that the
engagenent slot in the foamable material is configured
and di nmensioned so as to be closely engageable with the
support piece. Wilst this is explicitly disclosed in
respect of the second enbodi nent there is no such

di sclosure in respect of the first enbodi nent.

It follows that the auxiliary requests also nust be
ref used.

onnment of costs

According to Article 104(1) EPC each party to the
proceedi ngs nornally shall neet the costs he has
incurred. The board may, for reasons of equity, order a
di fferent apportionnment of costs.

In a nunber of decisions it has been found that the
late filing of a relevant docunent by one party,

wi t hout giving any convincing explanation for the late
i ntroduction of the docunment, normally calls for an
apportionment of costs in the other party's favour.
According to T 326/87 (supra), cited by the respondent
itself, there may be mtigating circunstances, for
exanpl e where evidence introduced was obscure and
therefore difficult to get hold of (reasons 2.3, final
sentence). The present Board, albeit in a different
conposition, has already considered a case in which
evidence was filed only four weeks before the date set
for oral proceedings (T 1016/93, not published in

Q EPO. It based its judgenent of whether costs should
be awarded upon the matter of whether the appellant's
reasons for the late citation pointed towards
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negl i gence or circunstances that woul d amount to an
abuse of procedure. The matter to be considered in the
present case is therefore whether the particul ar
circunstances justify a different apportionnent.

In the present case the evidence whose filing has |ed
to the respondent's request for apportionnent of costs
relates to two instances of alleged public prior use.
They involve the supply of parts by the conpanies
Happich S. A and Ynos Belgium S. A for fitnent to

aut onobi | es. The appel | ant does not dispute that it

presently owns the supplying conpanies Happich and Ynos.

However, it states that this was not the case until at
| east five years after the alleged instances of public
prior use took place. The appellant states that an
attenpt had been made to obtain information directly
fromthe autonobile manufacturers to which the parts
were supplied but this had been unsuccessful.

The Board finds the appellant’'s explanation for the
reasons behind the late filing plausible and there is
not hi ng whi ch points towards negligence or an abuse of
t he procedure. The Board therefore takes the view that
the circunstances in this case do not justify a
departure fromthe normal principle that each party
shal |l bear its own costs.
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The patent is revoked.

3. The request for apportionment of costs is rejected.
The Regi strar: The Chai r man:

A. Vottner S. Crane

1758.D



