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Appeal :

1. (a) Can opponent status be freely transferred?

(b) If question 1(a) is answered in the negative:
Can a |l egal person who was a 100% owned subsi di ary
of the opponent when the opposition was filed and
who carries on the business to which the opposed
patent relates acquire opponent status if all its
shares are assigned by the opponent to anot her
conpany and if the persons involved in the
transaction agree to the transfer of the opposition?

| f question 1(a) or (b) is answered in the affirmative:

(a) Wiich formal requirenents have to be fulfilled
before the transfer of opponent status can be
accepted? In particular, is it necessary to submt
full docunmentary evidence proving the alleged facts?

(b) Is an appeal filed by an all eged new opponent
i nadm ssible if the above formal requirenents are
not conplied with before expiry of the tinme limt
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| f question 1(a) and (b) is answered in the negative:
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a person not entitled to appeal, the notice of appeal
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Summary of Facts and Subm ssi ons

1741.D

The grant of European patent No. 0 520 794 was
publ i shed on 26 Novenber 1997. Oppositions were filed
agai nst this patent by Akzo Nobel N. V. (Opponent 1) and
Vysis Inc. (Opponent 2). By decision of 11 July 2002,
issued in witing on 16 August 2002, the opposition

di vision rejected the oppositions.

On 25 Cctober 2002 a notice of appeal against the above
decision was filed. It stated that the appeal was filed
in the nane of bioMerieux B.V. since this conpany now
owned the diagnostic activities of Akzo Nobel N V. to
whi ch the opposition pertained. The notice further
stated that, subsidiarily and as a precautionary
nmeasure only, in the event that the appeal in the name
of bioMeérieux B.V. were to be considered inadmi ssible,
the appeal was filed in the nane of Akzo Nobel N V. A
si ngl e appeal fee was paid.

A decl aration signed by representatives of Akzo Nobel

N. V., bioMrieux B.V. and bi oMérieux S.A in August
2002 was submtted with the notice of appeal. Its
content may be summari sed as follows: Akzo Nobel N. V.
had di agnostics as part of its business, which had been
concentrated in its business unit O ganon Tekni ka B.V.
The opposition was filed by Akzo Nobel N. V. in the
interest of its European diagnostics business, as
conducted on its behalf by Organon Teknika B.V. An
agreenent was reached effective from 30 June 2001

bet ween Akzo Nobel N.V. and bioMeérieux S.A to transfer
t he di agnostic activities of Organon Teknika B.V. from
Akzo Nobel N. V. to bioMerieux S.A Since then Organon
Tekni ka B. V. has continued its diagnostic business as a
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100% affiliate of bioMérieux S.A, first under its old
name and since February 2002 under the nane of

bi oMeri eux B.V. The decl arati on nakes specific
reference to the opposition appeal proceedings
concerni ng European patent No. 0 285 057 (T 746/00) for
whi ch the decl aration had already been submtted to the
Techni cal Board of Appeal 3.3.8. The declaration does
not specifically refer to the present opposition.

On 27 Decenber 2002 the appellant filed the grounds of
appeal .

On 14 May 2003 the board issued a comuni cati on draw ng
attention to the issue of admssibility of the appeal
and summoned the parties to oral proceedings restricted
to this issue.

By letter dated 27 June 2003, the appellant filed a
further declaration signed by representatives of Akzo
Nobel N.V., bioMrieux B.V. and bioMerieux S.A in June
2003 and franed in simlar terns to the previous

decl aration, but referring explicitly to the present
opposition. Mreover, the appellant filed an

aut horisation for its professional representative.

The further subm ssions and evi dence provi ded by the
appel l ant can be summari sed as foll ows:

(a) Wiile Akzo Nobel N V.'s policy was to file
oppositions relating to the business of its
affiliated conpanies in its own nane, the policy
of bioMerieux S.A was to have such oppositions
filed in the nane of the respective affiliated
conpany. \Wen bi oMérieux S. A acquired O ganon
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Tekni ka B.V. from Akzo Nobel N. V., it was
t herefore decided that the opposition should be
transferred to Organon Tekni ka B. V.

(b) The declarations submtted showed the cl ear bona
fide intention of all persons involved in the
transaction. There was no abuse of procedural
rights invol ved.

(c) The fact that Akzo Nobel N. V. filed rel evant
patent applications after the effective date of
t he sal e of Organon Tekni ka B.V. could be
expl ained by their relationship to the
veterinarian business or by the concern not to

j eopardi se priority rights.

(d) In the appeal proceedings T 746/ 00, where Akzo
Nobel N.V. was originally one of the opponents,
t he change of opponent status to Organon Teknika
B.V. and the nanme change to bi oMérieux B.V. were
duly registered. Therefore, in the present case,
bi oMérieux B.V. had legitinmte expectations that
the transfer of opposition was al so proven to the
satisfaction of the board.

VII. The subm ssions and evi dence provided by the
respondents can be summari sed as foll ows:

(a) Opponent status may only be transferred in the
[imted circunstances of a universal succession in
| aw or of a transfer of business to which the
opposition relates. This followed from board of
appeal case law (eg T 659/92, QJ EPO 1995, 519)

1741.D
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and fromthe Quidelines for Exam nation in the EPO
(D-1.4).

(b) The present opposition was not an inseparable part
of the business assets of Organon Tekni ka B. V.,
but bel onged to Akzo Nobel N.V. The nere assertion
that the opposition was always attached to the
busi ness of the subsidiary was not a valid basis
for "correcting" at a |later date the identity of
t he original opponent.

(c) Although Akzo Nobel N. V. owned the subsidiary
conpany, it did not directly own the rel evant
busi ness whi ch was owned by the subsidiary.

(d) No ownership of business assets was transferred
from Akzo Nobel N. V. to its subsidiary.

(e) Transfer of ownership of shares by Akzo Nobel N. V.
to bi oMérieux S. A was not equivalent to a
transfer of relevant business assets which
remai ned in the possession of Organon Tekni ka B. V.

(f) Akzo Nobel N V. had filed patent applications
relating to diagnostics even after 30 June 2001,
t hereby showi ng a continuing comrercial interest
in this business field. This cast doubt on the
substance of the declaration signed in June 2003.
It was highly questionable whether all of the
busi ness assets of Akzo Nobel N V. relevant to the
opposition lay with O ganon Teknika B.V. at the
time of the alleged transfer of opposition.

1741.D
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(g) When filing the notice of appeal, the appellant

coul d not have legitinmte expectations of being
recogni sed as opponent. In parallel case T 746/00
the registration of Organon Tekni ka B.V. as new

opponent 03 was published only in January 2003.

(h) According to decision T 670/95 of 9 June 1998,

transfer of opponent status had to be factually

substanti ated and proven. This had not happened in

t he present case. The declarations submtted were

vague and m xed facts and | aw.

(i) The "precautionary" nam ng of Akzo Nobel N.V. as

appel lant did not lead to an adm ssi bl e appeal
since there was no basis in the EPC for such a
conclusion. Rules 65(2) and 88 EPC were not

appl i cabl e here. The nami ng of bioMerieux B.V. as
appel lant was clearly intentional, not a m stake.

(j) Moreover, the notice of appeal was not filed by a

properly authorised representati ve.

On 29 July 2003 oral proceedings took place. Opponent

who has not made any subm ssions on the issue of
adm ssibility of the appeal, did not attend.

The appel | ant requested that the appeal be found

2,

adm ssible and to proceed in the nane of bi oMérieux B.V.

(rmai n request) or in the name of bioMrieux S. A (first

auxi liary request) or in the nane of both bi oMéri eux

B.V. and Akzo Nobel N.V. (second auxiliary request) or

in the nane of Akzo Nobel N. V. (third auxiliary

request). The appellant al so requested an apporti onnent

of costs.
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Furthernore, the appellant proposed that the follow ng
qguestions be referred to the Enl arged Board of Appeal:

1. s the adversely affected party pursuant to
Article 107 EPC the party that owns the opposition
(te the factually adversely affected party) or the
party that is nentioned in the register to be
party to the opposition proceedi ngs?

2. If it is the factual party, then should Rules 20,
21 and 61 EPC apply?

3. Are there subsequent requirenent(s) for the
transfer of an opposition/appeal/status of a party
on top of G 4/88, such as

evi dence (subm tting)

- filing in register

- transfer of opposition to another than the
acquiring party

- owner of assets/party filing the opposition?

4. Shoul d the evi dence be contested by a party or the
board, is submtting auxiliary evidence possible?

The respondents requested that the appeal be rejected
as i nadm ssible. They al so requested an apportionnment
of costs.
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Furthernore, the respondents proposed that the
foll owi ng questions be referred to the Enl arged Board

of Appeal :

1. Does Rule 20 EPC apply to the recordal of changes
in the identity of an opponent or
opponent / appel | ant ?

2. Under what circunstances can a declaration signed
on behalf of transferor and transferee of business
assets to which an opposition relates be taken to
be sufficient evidence to prove the transaction?

3. What | egal standard shoul d the board apply when
consi dering sufficiency of the evidence of
transfer of business assets to which an opposition
relates? Is it "bal ance of probabilities"” or
"beyond reasonabl e doubt"?

4. | f docunmentary evidence filed to prove transfer of
busi ness assets to which an opposition relates is
found to be insufficient, is this a deficiency
that can be renedied by filing further evidence?

5. s there a |l egal presunption in favour of a
transferee of a business to which an opposition
relates or is the legal onus on the transferee to

prove its status?

6. In order to avoid a rejection of an appeal by an
opponent under Rule 65(1) EPC, is it a requirenent
that any change in identity of the
opponent / appel | ant be recorded prior to the expiry
of the period under Article 108 EPC?
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7. Can the adversely affected party status of an
opponent under Article 107 EPC be transferred
freely or can it only be transferred in accordance
with the principles of G 4/88 (QJ EPO 1989, 480)°?

At the end of the oral proceedings, the board announced
that the debate was cl osed and that the decision would

be issued in witing.

Reasons for the Decision

1.2

1741.D

According to Article 107 EPC, the right to appeal a
decision is restricted to the adversely affected party
to the proceedings. If an appeal does not conply with
Article 107 EPC, the board of appeal will reject it as
i nadm ssible (Rule 65(1) EPC) unless the deficiency has
been renedi ed before the relevant tinme limt |aid down
in Article 108 EPC.

In the present case, the notice of appeal explicitly
stated that the appeal was filed by bi oMéri eux B. V.
Thus, it has to be ascertai ned whet her bi oMérieux B.V.
was a party to the opposition proceedi ngs when the
appeal was filed or at |least when the time limt for
filing the appeal expired.

The appel |l ant cl ai s opponent status based on the
opposition filed by Akzo Nobel N. V. According to the
appellant, the filing of this opposition was done in
the interest of Akzo Nobel N V.'s former wholly-owned
subsidiary, Organon Teknika B.V., since the patent in
suit related to the technical field of diagnostics and
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since Akzo Nobel N. V had concentrated its diagnostic
business in this subsidiary. Neverthel ess, when the
opposition was filed, only Akzo Nobel N.V. and not
Organon Tekni ka B.V. acquired opponent status. This
follows fromdecision G 3/97 of the Enlarged Board of
Appeal (Q) EPO 1999, 245, points 2.1 and 2. 2),
according to which the opponent is the person who
fulfils the requirenments of the EPC for filing an
opposi tion and there cannot be another "true" opponent
apart fromthe formally authorised opponent. It is thus
not possible to consider Organon Tekni ka B.V. as the
original opponent (see also T 788/01 of 13 June 2003,
point 2.3.1).

However, bioMerieux B.V. mght have acquired opponent
status due to a transfer of opposition from Akzo Nobel
N. V. The appell ant maintains that such a transfer
occurred when Akzo Nobel N V. sold and assigned its
former whol |l y-owned subsidiary Organon Teknika B.V. to
bi oMérieux S. A The argunment is that due to this
transaction the opposition against the patent in suit
was transferred from Akzo Nobel N. V. to Organon Tekni ka
B.V. which later changed its name into bi oMéri eux B. V.
Thus, the all eged opponent status of bi oMerieux B.V.
depends on whet her the substantive and forma
requirenents for a transfer of opponent status are
fulfilled.

Substantive requirenents for transfer of opponent status

1741.D

The EPC does not contain any explicit provision
relating to the substantive requirenments for the
transfer of opponent status. However, Rule 60(2) EPC
stipulates that the opposition proceedi ngs may be
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continued even without the participation of the
deceased opponent's heirs. Thus the EPC inplicitly
acknow edges that in case of death of an opponent, his
opponent status is transmtted to the heirs (see G 4/88,
point 4). This principle is also applied to other forms
of universal succession, eg where a | egal person nerges
i nto another one. Then the universal successor in |aw
acqui res the opponent status (see G 4/88, point 4;

T 349/86, Q] EPO 1988, 345, point 4; T 475/88 of

23 Novenber 1989, point 1; T 1204/97 of 11 April 2003,
point 1.1).

2.1 It has been acknow edged that a transfer of opponent
status may al so occur in further circunstances. In
decision G 4/88, the Enl arged Board of Appeal held that
an opposition pending before the EPO could be
transferred or assigned to a third party as part of the
opponent' s busi ness assets together with the assets in
the interests of which the opposition was filed. The
Enl arged Board of Appeal explicitly reserved its
position with respect to the nore general question of
whet her an opposition could be transmtted or assigned
i ndependently of the existence of a legitimate interest.

2.2 I n several subsequent decisions (see eg T 659/92,
point 2; T 670/95, point 2; T 298/ 97, QJ EPO 2002, 83,
points 7.1, 7.2 and 12.2; T 711/99, to be published in
Q) EPO point 2.1.5), the conditions under which the
deci sion G 4/ 88 accepted a transfer of opponent status
were regarded as indi spensable. According to this case
| aw, transfer of opponent status (outside universal
succession cases) requires a transfer of the rel evant
busi ness or part of it. Decision G 3/97 (point 2.2)
| ends sonme support to this case law since it considered

1741.D
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- as a supporting argunment for its decision - that an
opponent does not have a right of disposition over his
status as a party.

It has to be exam ned whether the requirenents as
devel oped by the above case law are fulfilled in the
present case, ie whether the business relating to the
opposition was transferred from Akzo Nobel N V. to
Organon Tekni ka B. V.

According to the declarations signed by the
representatives of Akzo Nobel N.V., bioMrieux B.V. and
bi oMérieux S. A, the agreenment which becane effective
on 30 June 2001 was reached between Akzo Nobel N.V. and
bi oMerieux S.A As a result of this agreenent, all the
shares of Organon Teknika B.V., formerly owned by Akzo
Nobel N. V., were assigned to bi oMérieux S. A

It al ready appears doubtful whether the sale and the
assignment of shares of a legally independent entity by
a hol ding conmpany to a third person can be regarded as
the transfer of the business exercised by this entity.
Even if the question were to be answered in the
affirmative, the transferee of this business would
prima facie have been bi oMerieux S. A and not Organon
Tekni ka B.V. since the latter is not alleged to have
been a party to the above agreenent. Furthernore, it is
difficult to see how O ganon Tekni ka B.V. which al ready
carried on the business diagnostics could have "new y"
acquired this business by the transfer of its shares
fromits holding conpany to bi oMérieux S. A Thus, the
board considers that the conditions required by the
above case law are not net in the present case.
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Nevert hel ess, the board takes the view that, from an
overal | perspective, the factual situation as all eged
by the appellant is rather simlar to the situation in
whi ch decision G 4/ 88 accepted a transfer of opponent
status. If Organon Tekni ka B.V. had not been a separate
| egal entity, but a nere commercial division of Akzo
Nobel N. V., the sale of this division would have been
regarded as a transfer of the rel evant business. The
application of the above case | aw appears to nake the
transferability of opponent status depend on the
corporate structure of the opponent: if a holding
conpany files an opposition relating to the business of
its legally separate affiliate, sale of this affiliate
will not lead to a transfer of opponent status. If,
however, a conpany files an opposition relating to the
busi ness of one of its commrercial divisions, the sale
of this division can give rise to a transfer of
opponent st at us.

Such a different legal treatnment of rather simlar
situations raises doubts as to the validity of the

| egal assunptions underlying the above case | aw. Thus,
the board considers it appropriate to exam ne nore

cl osely these assunptions, ie the propositions

- t hat opponent status is, as a matter of principle,
not freely transferable, and

- that the situation addressed in decision G 4/88
constitutes only a narrow exception to this

principle which should not be broadened.



2.5

2.5.1

1741.D

- 13 - T 1091/ 02

In doing so, the board starts fromthe prem se that, in
t he absence of explicit provisions in the EPC issues
of procedural |aw should be resolved by taking into
account general principles such as equal treatnent,

| egal certainty and procedural efficiency and by
considering the interests of the parties involved and
of the general public.

Free transferability of opponent status?

The principle of equal treatnent: It is a generally
recogni sed principle that the parties to court
proceedi ngs have to be treated equally. This principle
has to be strictly observed in opposition appeal
proceedi ngs before the EPO boards of appeal (see eg

G 1/86, QJ EPO 1987, 447, points 13 to 15; G 9/91,
EPO 1993, 408, point 2). In particular, decision G 1/86
held that it would result in unjustifiable

di scrim nation agai nst the opponent if, in contrast to
the patentee, his rights could not be re-established
under Article 122 EPC in respect of failure to observe
the tinme limt under Article 108, third sentence, EPC

The board notes that the party status of the proprietor
can be freely transferred, subject only to the
formalities of Rule 20 EPC being conplied with: if a
Eur opean patent is transferred during opposition
proceedi ngs, the new patent proprietor entered in the
regi ster of patents takes the place of the previous
patent proprietor both in the opposition and in the
appeal proceedings (see T 656/98, QJ EPO 2003, 385,
point 4.3). According to decision T 553/90 (QJ EPO
1993, 666, point 2.4) his entitlenent my not even be
guestioned in these proceedi ngs.
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The board acknowl edges that the situation of the
proprietor is not conpletely congruous with that of the
opponent. The transfer of party status fromthe old
proprietor to the new proprietor presupposes the
transfer of an industrial property right whereas no
such property right is involved when opponent status is
claimed to be transferred. However, it appears doubtful
whet her this distinction alone can justify
substantially different procedural rules regarding the
transferability of the respective party status.
Limting the transferability of opponent status may

t herefore amount to unequal treatnent of parties.

Legal certainty and efficiency of procedure: Legal
procedural certainty is generally regarded as a
fundamental val ue of the procedure before the EPO

(T 824/00, QJ EPO 2004, 5, point 6). Legal certainty
inter alia demands that the EPO can rely on statenents
of the parties in proceedings (J 10/87, QJ EPO 1989,
323, point 12). In order to be able to do so, the EPO
has to know reliably who the parties to the proceedings
are. Furthernore, in order to ensure that opposition
proceedi ngs can be conducted expeditiously (see G 3/97,
point 3.2.3), difficult and tinme-consum ng
investigations as to who the correct parties to the
proceedi ngs are shoul d be avoided as far as possible.

Contrary to the view taken by the Techni cal Board of
Appeal 3.3.7 in its decision T 711/99 (point 2.1.5(f)),
this board considers that |egal certainty and
efficiency of procedure could be enhanced if opposition
status were freely transferable. Opposition divisions
and boards of appeal could then sinply rely on
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correspondi ng procedural statenments of the old and of

t he new opponent w thout any need for further factual

i nvestigation or conplex |egal evaluation. This
contrasts with the situation where the transfer of
opponent status is made dependent on the ful filnent of
certain substantive criteria, eg on the transfer of

rel evant business within the nmeani ng of decision

G 4/88. The case law illustrates that the task of
ascertaining whether these criteria are net i s not

al ways easy (see eg T 659/92, points 3 to 3. 3;

T 298/97, point 7 to 7.8; T 9/00, Q) EPO 2002, 275,
point 2(c)(dd)) and can prolong the proceedi ngs

consi derably. Facts may have to be investigated and
conpl ex issues of contract |aw, conpany |aw or
antitrust |law may need to be decided. Since the EPO has
to determine the identity of parties to the proceedi ngs
ex officio, conplicated investigations mght even be
necessary where the patent proprietor does not object
to the transfer of the opposition status.

The interest of the opponent: The circunstances which
may cause an opponent to consider a transfer of his
status to another person are various. They may, as in
t he present case, reflect business transactions
affecting the economc interests of the opponent. It
can be assuned that opponents do not normally seek a
transfer of their status w thout having sone valid
reason for doing so. Thus, the board does not believe
that free transferability of opponent status would
entail a serious risk of fanciful or frivol ous

procedural behavi our of opponents.
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It has been argued by the respondents that free
transferability of opposition status could lead to a
harnful trafficking in oppositions, ie that sonmebody

m ght oppose European patents for the sole reason that
he could later "sell"™ his opponent status to soneone

el se. However, this scenario appears rather
theoretical. Even if it cannot be excluded altogether,
a simlar result, though in a nore conceal ed manner,

m ght be achi eved without transferability of opponent
status: the "trafficker" may remai n opponent, now under
t he sponsorship of a third person (see T 649/92, Q) EPO
1998, 97, point 2.6, discussing the possibility of

hi dden "real " opponents).

The interest of the proprietor: The board takes the
view that in all cases where a transfer of opposition
status is accepted the new opponent will not have a
better procedural position than the old opponent. If eg
the opposition proceedings are at a stage where a new
ground for opposition raised by the old opponent could
not be admtted, the new opponent will also be
precluded fromraising this ground. This contrasts with
the position of a third party who files an intervention
pursuant to Article 105 EPC (see G 1/94, QJ EPO 1994,
787, point 13).

It is therefore difficult to see how the transfer of
opposition status can have a negative effect on the
procedural position of the proprietor. Even in the
exceptional situation that the old opponent has to
expect a negative cost decision pursuant to

Article 104(1) EPC, the transfer does not jeopardise
the rights of the proprietor: an apportionnment of costs
may still be ordered, if necessary, also against the
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original opponent (see decision T 789/89, Q EPO 1994,
482, point 2.6, according to which an opponent who

wi thdraws his opposition | eaves his party status
unaffected in so far as the question of apportionnent
of costs is at issue).

It may be argued that the transfer of opponent status
enhances the risk of a patent proprietor being suddenly
confronted with an opponent having nore financial and

| egal resources than the original opponent. However,

t he proceedi ngs before the EPO are not conceived to
provi de a guarantee against such a risk in general.
This is shown eg by the recognition of transfer of
opponent status in case of a nerger (see point 2
above). Besides, a risk of this kind is incurred by the
opponent due to the free transferability of the party
status of the proprietor (see point 2.5.1 above).

The interest of the public: The opposition procedure
under the EPC is designed as a legal renedy in the
public interest which gives any third party an
opportunity to challenge the validity of a granted
patent (G 9/93, QJ EPO 1994, 891, point 3; G 3/97
point 3.2.1 and 3.2.3). The Enlarged Board of Appeal
has acknow edged the existence of a "public interest in
each opposition being examned on its nmerits" (G 3/97,
point 3.2.3). This interest may be jeopardised if
opposition status could only be transferred under
exceptional circunmstances. There is a certain

i kelihood that an opponent who is not allowed to
transfer his opponent status to another person in a
situation where he wishes to do so may then sinply

wi t hdraw his opposition or refrain fromtaking active

part in the opposition proceedings. Both possible
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consequences woul d weaken the public control function
of the opposition procedure concerning the patent in

suit.

2.5.6 GCeneral principles of law Reference is sonetines nade
to a "general principle of law' (T 711/99, point 2.1.5)
or to the "nature of a nere procedural status" (cf.
German Bundesgeri chtshof, GRUR 1968, 613, point Il 2(c))
in order to justify restrictions on the transferability
of opponent status. Indeed, it appears that for nost
court procedures it is not within the discretion of a
party to transfer its status to another person and that
a transfer will be accepted only under certain
conditions (eg in German civil procedural law if the
transfer is deened appropriate by the court or
consented to by the other party, cf. Baunbach et al.

Zi vi | prozeRordnung, 60'" ed., Munich 2002, § 263 point 5
ff.).

However, opposition proceedi ngs before the EPO exhi bit
certain peculiarities which may support the argunent
that the party status of an opponent shoul d be
transferable nore flexibly than party status in nost
ot her court proceedings. As stated above (point 2.5.1),
the party status of the proprietor is freely
transferable. Thus, restricting the transferability of
opponent status may result in an inbal ance of
procedural rights of the respective parties.
Furthernore, according to Article 99(1) EPC an
opposition can be filed by any person. There is no
requi renent that an opponent has to show an interest,
of whatever kind, in invalidating the opposed patent
(G 3/97, point 3.2.1; T 590/93, QJ EPO 1995, 337

point 2). The EPC | egi sl ator appears to have chosen

1741.D
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this unlimted approach with respect to the original
acqui sition of opponent status in order to safeguard
the public interest in the possible control of a
granted patent. It may therefore be asked whether a
simlar approach is not al so appropriate in the context
of the issue of "derivative" acquisition, ie transfer

of opponent status.

Broadeni ng the finding in decision G 4/88?

If, contrary to the argunents put forward under

poi nt 2.5 above, opponent status were not to be
considered as freely transferable, the further question
ari ses whet her the concl usions reached by the Enlarged
Board of Appeal in decision G 4/88 have to be

consi dered as a narrow exception valid only for the
situation where the original opponent transfers the
rel evant business or whether they should be applied
nmutatis nutandis to a situation where the original
opponent has transferred a 100% subsi diary to whose
busi ness the opposition rel ates.

The board is of the opinion that both situations are
very simlar in respect of the interests involved (see
point 2.4 above). In both cases, due to a nmjor

busi ness transaction, the original opponent has a
legitimate interest in transferring the opposition. It
is true that in the second situation, in contrast to
the first situation, the opposition could have been
directly filed on behalf of the subsidiary to whose
busi ness the opposition relates (see decision T 711/99,
point 2.1.3, which regarded this difference as
essential). However, it does not seem appropriate to
consider the decision to file the opposition on behalf
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of the hol ding conpany as prima facie unreasonable, |et
al one as vexatious. Such a decision may be taken for
good reasons, eg to sinplify the matter for the central
patent unit within the hol ding company or to nmake it
possi bl e for enpl oyees of the hol ding conpany to
conduct the opposition proceedi ngs before the EPC,
since the EPC I npl enenti ng Regul ati ons do not provide
for the possibility foreseen in Article 133(3), second
sentence, EPC (see T 298/97, point 4.2). If later the
cl ose | egal and econom ¢ connection which existed

bet ween the hol di ng conpany and its subsidiary when the
opposition was filed ceases to exist, the holding
conpany normally loses its interest in the opposition.
The breaking up of the ties between an opponent and its
rel evant subsidiary appears to be conparable to the
transfer of relevant business assets. Accepting the
transfer of opponent status avoids in both situations a
splitting-off of opponent status, on the one hand, and
rel evant busi ness assets, on the other, between legally
and econom cal ly unrel ated conpani es.

There is support for the proposition that the |egal and
econonmic ties between a holding conpany and its
subsidiary are of inportance for the issue of transfer
of opponent status. According to the CGuidelines for
Exam nation in the EPO (D-1.4), "acquiring conpanies
may al so take over oppositions filed by acquired
conpani es” (German version: "Zul assig ist auch der
Eintritt der Hauptgesellschaft in die

Ei nsprechendenst el | ung der eingegliederten
Gesel | schaften.” French version: "Est égal enent

possi ble | a subrogation de |a société nmere aux soci étés
affiliées dans la qualité d opposant."). If, thus, the
establishment of corporate ties between two conpani es
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may give rise to a transfer of opponent status (see
al so deci sion of the German Bundesgerichtshof, GRUR
1968, 613, point 11.2(f)), it appears plausible that
the dissolution of these ties nmay also lead to a
transfer of opponent status (see Cernman

Bundespat entgericht, BI.f.PMZ 1991, 245).

G ven the foregoing considerations (points 2.5 and 2.6),
the board is inclined to accept a transfer of opponent
status when the original opponent sells and assigns a
subsidiary to whose busi ness the opposition pertains.
However, in view of the divergent case |aw of the

boards of appeal, in particular in view of decision

T 711/99, it is necessary to refer this question to the
Enl arged Board of Appeal in accordance with

Article 112(1)(a) EPC (see No. 1 of the Order bel ow).

Formal requirenments for transfer of opponent status

General : The EPC does not contain any explicit

provi sions regarding the formal requirenents for the
transfer of opponent status. Notw thstanding its broad
title ("Registering a transfer”), Rule 20 EPC only
deals with the transfer of European patent applications
and, nutatis nutandis, of European patents during the
opposi tion period or during opposition proceedi ngs
(Rule 61 EPC). Nevertheless, it may be argued that the
formal scheme provided for in Rule 20 EPC reflects a
principl e capabl e of being generalised and shoul d, as
far as possible, also be applied to requests for the
transfer of oppositions.
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As is clear fromits paragraphs (1) and (2), Rule 20
EPC is primarily concerned with registering a transfer
in the European Patent Register. However, its paragraph
3 has further inportant inplications: a transfer of the
pat ent application or of a patent shall have effect
vis-a-vis the EPO only when and to the extent that
docunents satisfying the EPO that the transfer has

t aken pl ace have been produced. This provision appears
to make the acquisition of party status as applicant or
proprietor in ongoing patent grant or opposition
proceedi ngs dependent on the formal requirenent of
docunentary proof.

3.2 Conmpetence: Irrespective of a possible application of
Rul e 20(3) EPC by anal ogy to the transfer of
oppositions, the decision as to whether an all eged
opponent has party status or not falls within the
excl usi ve conpetence of the organ, ie opposition
di vi sion or board of appeal, before which the
opposi tion proceedi ngs are pendi ng. The deci sion
nei t her presupposes that the nane of the alleged new
opponent has al ready been entered in the European
Patent Register, nor is it precluded by a diverging
previous entry made in the Register on an
adm nistrative basis. This viewis inline with
previ ous case |law (see T 799/97 of 4 July 2001,
point 3.2(a); T 602/99 of 21 Novenber 2003, section
VIIl; T 854/99 of 24 January 2002, point 1.5; T 9/00,
point 1(e)(bb)). It is also noted that the name of the
opponent is not nentioned in the list of necessary
entries under Rule 92(1) EPC or in any of the notices
of the President of the EPO under Rule 92(2) EPC

1741.D
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Request and evidence: In the present case, the notice
of appeal contained information relating to the alleged
transfer of opposition as well as an attached

decl aration signed by representatives of Akzo Nobel

N. V., bioMerieux B.V. and bi oMeri eux S. A However, the
declaration did not explicitly refer to the present
opposi tion. Further docunentary evidence, including a
declaration referring to the present opposition, was
only submtted after the expiry of the appeal tine
[imt,

Formal requirenments for an alleged transfer of opponent
status depend, at least to some extent, on its
substantive requirenents. |If oppositions were freely
transferable (point 2.5 above), the formal requirenents
could already be regarded as fulfilled by correspondi ng
procedural statenents of the original and the new
opponent filed or made before the conpetent organ of
the EPO. Further docunentary proof would then be

unnecessary.

| f, however, the transfer of opponent status is
accepted only under specific circunstances (i ncluding
t he sale and assignnment of shares of a wholly-owned
subsidiary to whose busi ness the opposition rel ates;
see above, point 2.6), the formal and evidentiary
requirenents may be nore difficult to conmply with. In
this context, the question arises whether, by anal ogy
with Rule 20(3) EPC, the alleged new opponent has to
provide full docunmentary evidence for the facts
justifying the transfer and whether a failure to do so
within the appeal tinme limt makes an appeal by the new
opponent i nadm ssi bl e.
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Several decisions of the boards of appeal have enbraced
the view that, for the purposes of EPO proceedings, the
effective date of the transfer of opposition status had
to be taken as the date the transfer was requested at

t he EPO and adequate evidence provided. Until that date
t he original opponent remained a party to the
proceedi ngs so that an appeal filed before in his nane
was consi dered adm ssible and an appeal filed before in
the nane of the all eged new opponent inadm ssible

(T 1137/97 of 14 COctober 2002, points 1 and 4; T 870/92
of 8 August 1997, points 2 and 3.1; T 670/95, point 2).
These formal requirenents for accepting a change of
opponent status were considered to be conducive to
procedural certainty as to who the appropriate parties
were (T 1137/97, point 4).

However, other decisions accepted, or were at | east
prepared to accept, later-filed evidence for the
transfer of an opposition. For exanple, in decision

T 563/ 89 (section IV and point 1.1.) an appeal which
was filed by the all eged new opponent was held

adm ssi bl e al though a copy of the rel evant contract of
sale was submtted only after expiry of the appeal tine
[imt. In decision T 298/ 97 (see section VIII and
points 7.3 and 7.7) the appellant was given anpl e
opportunity long after expiry of the tinme limts under
Article 108, third sentence, EPC to submt evidence for
a transfer of the opposition. Only since the requested
evi dence was not regarded as sufficient, the appeal was
hel d i nadm ssi bl e.

The above survey of board of appeal case | aw and of the
di fferent sol utions adopted shows the need to refer the
guestion set out under No. 2 in the Order below to the
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Enl arged Board of Appeal. In the board' s view, for a
proper consideration the foll ow ng points nay be taken

into consi deration:

- The formal requirenment set out in Rule 20(1) and
(3) EPC appears to be well-suited to ex parte
proceedi ngs ained at registering a transfer. It
appears less suited to inter partes proceedi ngs
where facts may be either contested or consented
to by the other party.

- Article 117(1) EPC contains a non-exhaustive |ist
of means of giving or obtaining evidence. No neans
is considered to be a priori nore conclusive than
any other. The principle of free evaluation of
evi dence applies (see eg T 482/89, QJ EPO 1992,
646, points 2.1 and 2.2). If Rule 20(1) and (3)
EPC were applied by analogy to the transfer of
opponent status, a conflict with Article 117(1)
EPC may ari se.

Adm ssibility of appeal in view of subsidiary request
in notice of appeal

| f bioMérieux B.V. were not to be considered as a

person entitled to appeal for the purposes of

Article 107 EPC, a further issue would arise in view of
the auxiliary request contained in the notice of appeal.
Al t hough the notice was explicitly filed on behal f of

bi oMerieux B.V., it also stated that, subsidiarily and
as a precautionary neasure only, in the event that the
appeal in the nane of bioMrieux B.V. were to be

consi dered i nadm ssible, the appeal was filed in the
name of Akzo Nobel N. V.
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It is thus apparent fromthe notice of appeal that the
representative of the original opponent and of the

al | eged new opponent was uncertain about the person
entitled to appeal. This uncertainty even seens to have
increased later since, in the oral proceedings, the
representative requested that the appeal should proceed
in the nane of bioMerieux B.V. (main request) or in the
nane of bioMerieux S.A (first auxiliary request) or in
t he name of both bioMeérieux B.V. and Akzo Nobel N.V.
(second auxiliary request) or in the nane of Akzo Nobel
N.V. (third auxiliary request).

It is a generally accepted principle of proceedi ngs
before the EPO that the parties may file auxiliary
("subsidiary") requests (see eg T 234/86, QJ EPO 1989,
79, point 5.5.1; T 5/89, QJ EPO 1992, 348, point 2.2).
This principle also applies to appeal proceedings.
However, an exception prevails where the appeal itself
is filed as a subsidiary request. Decision J 16/94 (QJ
EPO 1997, 331) dealt with a case where the applicant
had filed a main request for re-establishnment of rights
to be considered by the first-instance departnment and,
as a (second) auxiliary request, a notice of appeal.
The Legal Board of Appeal considered this appeal

i nadm ssible since it did not express the definite (but
only a conditional) intention of a party to appeal. In
decision T 854/02 of 14 Cctober 2002 the opponent had
filed an appeal which was made conditional on an appeal
by the proprietor and on the positive assessnent of an
adm ssibility requirenent by the board of appeal. The
appeal was hel d i nadm ssi bl e.
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The factual circunstances dealt with in decisions

J 16/94 and T 854/02 are not identical with the present
situation where it may be argued that the appeal as
such was unconditional and that the subsidiary request
(for which no separate appeal fee was paid) only
concerned the person to be treated as appellant. It may
t herefore be questioned whether the rationale
underlying decisions J 16/94 and T 854/02 should al so
be applied in the present circunstances.

Mor eover, the subsidiary request in the notice of
appeal may al so be interpreted as a conditional request
for correction of the nanme of the appellant. Rule 64(a)
EPC prescribes that the notice of appeal nmust contain

t he nane and the address of the appellant. If the
appeal does not conply with Rule 64(a) EPC, such a
deficiency can be renedied at the invitation of the
board of appeal, even after expiry of the time limt
for filing the appeal (see Rule 65(2) EPC)

Board of appeal decisions have taken the position that
there is a deficiency within the neaning of Rule 65(2)
EPC not only when no such express indications at al
are made in the notice of appeal but al so when
incorrect indications are made (T 340/92 of 5 October
1994, point 1; T 1/97 of 30 March 1999, point 1.4;

T 97/98, QJ EPO 2002, 183, point 1.3; the sanme view was
held in decision T 715/01 of 24 Septenber 2002,

point 10, with respect to the statenment of grounds of
appeal ). It was al so accepted that correction of the
deficiency may then lead to a different natural or

| egal person to the one indicated in the notice of
appeal (T 97/98, point 1.3). Decision T 97/98
considered it inappropriate, if not contradictory, not
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to allow the nane of the appellant to be substituted in
such cases if, under Rules 64(a) and 65(2) EPC, the
conplete | ack of indications can be renedi ed even after
expiry of the time for filing the appeal.

The concl usi ons reached in the above cited decisions
have been restricted to those situations where the
incorrect nam ng of the appellant was due to a m st ake.
It is considered necessary for the existence of a
deficiency that the indication is wong, so that its
correction does not reflect a |later change of mnd as
to whom the appell ant should be, but on the contrary
only expresses what was intended when filing the appeal
(T 97/98, point 1.3). In decision T 656/98 (point 7) no
scope was seen for the application of Rule 65(2) EPC
when the appeal is deliberately filed in the nane of

t he non-regi stered assignee of the patent in suit. The
conditions for a correction under Rule 65(2) EPC are
thus regarded to be simlar to the conditions for a
correction under Rule 88 EPC. In fact, the latter

provi sion has al so been applied in sonme board of appeal
deci si ons where the appellant was wongly nanmed (see

T 814/98 of 8 Novenber 2000, point 1; T 460/99 of

30 August 2001, point 1).

The above-cited case |law, as a whole, does not |end
much support for the proposition that the deliberate
nam ng of one appellant conmbined with the subsidiary
nam ng of anot her appellant may be regarded as a
correctabl e deficiency under Rule 65(2) EPC. It appears
that what was involved in the present case was not a
factual m stake, but only uncertainty about the correct
| egal evaluation. Neverthel ess, since this uncertainty
was | aid open in the notice of appeal by fornul ating
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t he subsidiary request, the board and the other parties
were clearly aware of the intention to file an appeal
on behalf of that legal entity which had the status of
opponent 1 in the present opposition proceedings. It
can therefore be argued that not to admt a correction
of the nanme of the appellant under these circunstances
woul d be overly formalistic and anpbunt to undue
hardship for an appellant who acted bona fi de.

The i ssue presented above raises an inportant point of
 aw since it touches on the interpretation of

Article 107, first sentence, EPC, which is one of the
basic requirenments for the admssibility of an appeal.
Pursuant to Article 112(1)(a) EPC, the board therefore
decides to refer the question set out under No. 3 in
the Order below to the Enl arged Board of Appeal

Rel evance of referred questions for the outcone of the
appeal proceedings

The respondent has denied the adm ssibility of the
present appeal with the further argunment that the
notice of appeal was not filed by a properly authorised
representative. However, in view of the authorisation
of the current representative filed by letter dated

27 June 2003, the board does not consider this
chal l enge to be persuasi ve.

The appel lant maintains that the registration of

bi oMéri eux B.V. as new opponent in the appeal
proceedings T 746/00 led to the legitimte expectation
that the transfer of opposition was proven. However, it
follows fromthe appeal file T 746/00 and the
corresponding entries in the European Patent Regi ster
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that the transfer of opponent status in those
proceedi ngs had not yet been registered when the notice
of appeal was filed in the present case. Furthernore,

t he decision as to whether an alleged opponent has
party status in appeal proceedi ngs nmust be taken by the
conpet ent board of appeal independently of any entries
in the Register (see point 3.2 above). Thus, the
principle of protection of legitinmte expectations
cannot apply in the present case.

In view of the above, the board considers that the
present case requires a decision of the Enlarged Board
of Appeal on the questions set out in the Oder bel ow
Their wording was arrived at in the [ight of the
proposal s made by the appellant and the respondents
(see sections | X and X above). The requests of the
appel  ant and of the respondents for apportionnment of
costs will be dealt with in the final decision of this
boar d.

For these reasons it is decided that:

The follow ng questions are referred to the Enl arged Board of

Appeal :

1741.D

(a) Can opponent status be freely transferred?

(b) If question 1(a) is answered in the negative:
Can a | egal person who was a 100% owned subsi di ary
of the opponent when the opposition was filed and
who carries on the business to which the opposed
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patent relates acquire opponent status if all its
shares are assigned by the opponent to anot her
conpany and if the persons involved in the
transaction agree to the transfer of the

opposi tion?

2. | f question 1(a) or (b) is answered in the affirmative:

(a) Which formal requirenments have to be fulfilled
before the transfer of opponent status can be
accepted? In particular, is it necessary to submt
full docunentary evidence proving the all eged

facts?

(b) Is an appeal filed by an all eged new opponent
i nadm ssible if the above formal requirenents are
not conplied with before expiry of the time limt
for filing the notice of appeal ?

3. | f question 1(a) and (b) is answered in the negative:

| s an appeal adm ssible if, although filed on behal f of
a person not entitled to appeal, the notice of appeal
contains an auxiliary request that the appeal be
considered filed on behalf of a person entitled to

appeal ?
The Regi strar: The Chai rwonman:
A. Townend U. Ki nkel dey
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