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Summary of Facts and Subm ssi ons

1225.D

In the oral proceedings of 13 June 2002 the opposition
di vi si on revoked European patent No. 0 728 048 in the
i ght of

(D3) US-A-4 909 667

(D5), also Annexure B, Handbook and directory of the

I ndian jute industry, published in the Indian Jute
MIls Association, Calcutta, 1967, inter alia pages 243
and 245 and

(D13), also Annexure Il, "First Indian Ceotextiles
Conf erence on Reinforced Soil and Geotextiles", 1988,
pages G 25 to G 29.

The witten decision was issued on 12 August 2002.

G anted claim1 reads as foll ows:

"1l. A nethod of handling refuse at a landfill site or
the Iike, in which the refuse is deposited in
successive layers and a | ayer of sheet material is
used to cover the refuse between successive
deposits, characterised in that the sheet materi al
which is used is hessian.”

Agai nst the above deci sion of the opposition division
the patentee - appellant in the followi ng - |odged an
appeal on 11 Cctober 2002, paying the fee on 14 Cctober
2002 and filing the statenent of grounds of appeal on
17 Decenber 2002.
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Fol | owi ng the board's Conmuni cati on pursuant to
Article 11(2) RPBA in which the board expressed its
provi si onal assessnent of the case the appellant with
letter of 6 April 2004 filed an auxiliary request. In
claim1l1 thereof the words "or the |ike" of granted
claiml (see lines 1/2) were del eted.

In the oral proceedings before the board held on 6 My
2004 the appellant and the opponent - respondent in the
following - essentially argued as foll ows:

(a) appellant

- (D3) as the nearest prior art teaches the use of
canvas as daily cover either in the form of heavy
duty canvas or as open nesh or net-1liKke;

- according to claim1 canvas is replaced by hessian
which is not waterproof and has a limted lifetineg;

- t he advant ages of hessian could be seen fromthe
pat ent specification; none of the prior art
docunents rendered obvious the use of hessian; its
use is the result of an inventive selection out of
a multitude of materials including all kinds of
canvas and geotextil es;

- for a skilled person hessian is in itself a clear
defined term as enphasi zed by M Rankil or present
as a technical expert in the oral proceeding
before the board; in the row of
canvas/ hessi an/ geotextiles there existed no
overlap with respect to their specific weights so
that a skilled person would not have sinply
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repl aced canvas by hessian and used hessian for a

di fferent previously unknown purpose;

from (D13) - or Annexure Il - it was known to use
cheap jute sacking cloth in civil engineering,
however, not as a daily cover of a landfill so
that even a conbi nation of prior art docunents
could not lead a skilled person to the subject-
matter clained; this is also true for (D5) and its
applications of jute goods in conbination with
dunps and prevention of soil erosion.

respondent:

the issue of novelty of the subject-matter of
claim1 of both requests depends on the definition
of hessian seen in its context; (D3) could be seen
as a novelty destroyi ng docunent in the case that
an open nesh or net-like canvas is accepted as

hessi an;

if not the clainmed use of hessian was obvi ous
since (D3) was only restricted to the use of
canvas if legal requirements had to be consi dered;
if not there was no reason to restrict (D3) to

canvas;

from (D13), |ast page, setting out the key
applications it was known to use natural fibres of
jute in the formof cheap jute sacking cloth;
since (D13) dealt with uses such as waste tips

t here could not be seen an inventive step using

hessian in conbination with a cover for a landfill,
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since hessian in itself is quite unspecified for a
skill ed person;

- applying the so-called problem- solution -
approach claim 1 of both requests does not define
pat ent abl e subj ect-matter.

The appel | ant requested that the decision under appeal
be set aside and that the patent be maintained either
as granted (main request) or on the basis of the
auxiliary request filed with letter dated 6 April 2004.

The respondent requested that the appeal be dism ssed.

Reasons for the Decision

1

2.2

1225.D

The appeal is adm ssible.

Novel ty

Claiml1l of the main and the auxiliary request being
closely related can both be dealt with sinultaneously
with respect to the issues of novelty and inventive
st ep.

Respondent's findings with respect to (D3) and novelty
cannot be accepted by the board since the board was
convinced by appellant's argunments that a skilled
person was aware of the differences of canvas - hessian
- geotextiles, also supported by sanples of them
submtted by the appellant in the oral proceedings.
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M Rankil or set out that there existed no overlap of

specific wei ghts between canvas and hessian if the

wi dth of any web is duly considered and if both Kkinds
of webs are nade fromthe sanme material - not always

exactly considered in handbooks and literature.

It is of inportance that (D3) is not only based on
heavy - duty canvas but al so on "an open nesh or net-

i ke construction”. Wat exactly is neant thereby is
not so clear for a skilled reader that he woul d
necessarily conclude therefromthat hessian and not hi ng

el se i s neant.

Summari zing, the subject-matter of claiml1 therefore is
novel within the neaning of Articles 54 and 100(a) EPC.

| nventive step

Starting from (D3) and its teaching according to

colum 3, lines 10 to 16, a nmethod of handling refuse
at a landfill site according to the preanble of claim1l
is known.

The objectively remaining problemto be solved was
therefore to find a suitable, |ightweight and cheap
material for the sheet to cover the refuse between
successi ve deposits.

The solution to this problemaccording to claim1 of
both the main and the auxiliary request is based on
hessian as the sheet material which is |ightweight and
cheap and which is suited for the purpose of a daily
cover i.e. sufficiently perneable for water and gasses
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and on the other hand sufficiently strong to be handl ed
repeat edl y.

3.4 The crucial issue to be decided is now whether or not
the provision of hessian is obvious for a skilled
person under the presunption that he does not know the

cl ai med i nventi on.

3.5 Basically it has to be considered that the first step
to be carried out by any skilled person being
confronted with the above problemto be solved is to
look into the technical field of the clained invention,
in the present case to landfills "or the |ike"
according to the main request - and for instance to
waste tips being closely related thereto, to get an
i dea of what was al ready used as a cover sheet
previ ously.

3.6 From (D13) - nunbering as in the inpugned decision -
geotextiles based on natural fibres are known in two
alternatives, either as "heavy woven jute matting", see
page G 28, third paragraph, having a specific weight
bet ween 500 to 800 g/nf or as a "cheap jute sacking
cloth", see page G 26 below the subtitle "Separation
filtration...".

3.7 What had to be carried out by a skilled person before
t his background was to test the suitability of the
"cheap jute sacking cloth” in conbination with a nmethod
of handling refuse at a landfill or the Ilike which had
to be covered periodically.

A sinple test of the "cheap jute sacking cloth”
according to (D13) - being a synonym of the clained

1225.D
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term "hessian" - was sufficient to achieve the subject-
matter of claiml of the main and the auxiliary request
wi t hout affording an inventive endeavour, Articles 56
and 100(a) EPC.

Starting from (D3) and bearing in mnd the above
problemto be solved there was a cl ear reason for a
skilled person to consider (D13) w thout know ng the
cl ai med invention since from (D13) the use of natural
fibres such as jute was known in conbination with a
simlar use to the clained use - waste tip instead of
landfill (or the like) - and since (D13) already
literally disclosed a material which is |ightweight and
cheap and which is suited for the purpose of a daily
cover as required by the problemto be solved, see
above remark 3. 2.

Sunmari zi ng the above considerations, there existed an
incentive for a skilled person to consider (D3) and
(D13) in conbination resulting in the teaching of
claiml1l of the main and the auxiliary request w thout
an inventive endeavour beyond the normal skills of a
person famliar with normal technical capabilities i.e.
simply by investigating the two alternatives discl osed
in (D13) for a known purpose, the subject-matter

cl aimed coul d be achi eved.

Appel lant's findings that a selection out of a

mul titude of materials including all kinds of canvas
and geotextiles was necessary to achieve the clained
subj ect-matter does not acknow edge the teaching of
(D13) and is not to be accepted by the board. For a
skilled person it was clear that the "cheap jute
sacking cloth" according to (D13) was a synonym of



3.11

Or der

- 8 - T 1054/ 02

hessi an so that the selection problemwas |inmted when

considering (D13) correctly.

Under these circunstances it was sufficient to conbi ne
only two prior art docunents to achi eve the clai ned
subj ect-matter since (D5) is less relevant than (D13)
and was not required when assessing the issue of

i nventive step.

For the above reasons claim1l of the main and the
auxiliary request are not valid and cannot serve as the

basi s for maintaining the patent.

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chari man:

A. Counillon C T. WIson
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