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Summary of Facts and Subm ssi ons

0455.D

Thi s deci sion concerns the appeals filed by the Patent
proprietor and Opponents 01 (having nmerged with forner
Opponent 04 Bull CP8, Louveci ennes (FR) on 28 Cctober
2002), 02, 03 and 06 agai nst the decision of the
Opposition Division finding European patent EP-B-

0 748 135 in anended formto neet the requirenents of
the EPC. The patent is based on the European patent
application EP-A-0 748 135, which is a divisional from
PCT application WO A-94/ 30023 (hereinafter "the parent
application").

Claim 1 of the parent application reads:

"A tel ecommuni cations system conprising at |east one
host station (1) and a plurality of subscriber units
(6,7), the or each host station being operable to
transmt a nessage to at | east one of the subscriber
units, and each subscriber unit (6,7) having a
multiplicity of fixed nmenory |ocations (22) and neans
responsive to the detection of the nessage to store the
nmessage in a selected one of the fixed nenory |ocations
whi ch can not be overwitten fromthe subscriber unit
(6,7), but which can be accessed fromthe subscriber
unit when required".

Claim12 is directed to a nodule for controlling a

subscriber unit in a tel econmuni cati ons system

Claim 1l as granted reads:

"A tel ecommuni cations system conprising at |east one
host station (1) and a plurality of subscriber units
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(6), the or each host station being operable to
transmt nessages to the subscriber units, and each
subscriber unit having a nultiplicity of fixed nmenory

| ocations (17) and neans responsive to the detection of
a nessage to store the nessage in a selected one of the
fixed nmenory | ocations, which can be accessed fromthe
subscri ber unit when required, said nenory |ocations
being provided in an integrated circuit card or other
nmodul e (7) which is renovably connected to the

subscri ber unit, characterised in that the or each host
station is adapted to transnmt a nmessage coded in a
specific format distinguished from other nessage
formats used in the system and in that the nodule (7)
has nmeans (16,9) for distinguishing the nessage coded
in said specific format from said ot her nessage
formats, nmeans (10) for decoding and storing said
nmessage in a selected fixed nenory |ocation (17), and
readi ng neans (12) operable in response to the decoded
nmessage to instigate an action to be taken by the
associ ated subscriber unit".

Claim14 is directed to a nodule for controlling a

subscriber unit in a tel econmuni cati ons system

The opponents opposed the patent on the grounds

mentioned in Article 100(a), (b),(c) EPC. In the course
of the proceedi ngs Opponent 05 withdrew its opposition.
In the oral proceedings before the Opposition Division,
the Patent proprietor defended the patent on the basis
of a main request conprising an anended mai n claimand

nine auxiliary requests.
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Claim 1l of the then main request reads:

"[ Preanbl e as granted],

characterised in that the or each host station is
adapted to transmt a nessage coded in a specific
format distinguished fromother nmessage formats used in
the system said nessage in said specific format
conprising a read command, and in that the nodule (7)
has nmeans (16,9) for distinguishing a nessage coded in
said specific format from said ot her message formats,
means (10) for decoding and storing a nessage coded in
said specific format in a selected fixed nenory

| ocation (17), and reading neans (12) operable in
response to a decoded nessage to instigate an action to
be taken by the associated subscriber unit".

The Opposition Division decided that the main request
and seven auxiliary requests related to clains

contai ning subject-matter added in violation of
Article 123(2) EPC. The then auxiliary request 2A was
however found to be all owable. The patent was to be
mai nt ai ned on the basis of this request.

In its notice of appeal the Patent proprietor requested
that the decision be set aside and the patent be
mai nt ai ned on the basis of its main request before the
Qpposi tion Division.

Al'l four opponents/appellants requested that the patent
be revoked. Opponent 01 furthernore requested

rei nbursenent of the appeal fee due to an all eged
substanti al procedural violation. Opponents 01, 03 and
06 asked for accel erated prosecution of the appeal due
to pending infringenent proceedings.
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In a first communication, the Board inforned the
parties that it was willing to grant the requests for
accel erated prosecution. An invitation to oral
proceedi ngs before the Board was sent out on 7 Cctober
2003. In an annex to the sunmmons the Board conmented on
sonme of the issues presented by the parties.

By letter dated 7 Novenber 2003, the Patent proprietor
filed clains according to four new auxiliary requests,
repl acing the preceding auxiliary requests.

By letter received by the Board on 10 Novenber 2003,
Opponent 02 infornmed the Board that a technical expert
woul d attend the oral proceedi ngs and requested that

t he expert should be heard as a witness. The w tness
woul d answer technical questions about the GSM standard
and confirmthe public nature of a neeting of experts
known as SI MEG (SIM Expert G oup) held in 1989.

At the sane tinme an affidavit was filed in which the
proposed witness stated that the SIMEG neetings were
publi c.

Oral proceedi ngs before the Board were held on
9 Decenber 2003.

The first issue to be considered was the hearing of the
W t ness proposed by Opponent 02. After the w tness had
left the roomthe parties discussed this question,
Opponents 01 and 02 requesting that he be heard and the
Pat ent proprietor requesting that he be not.
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The Board decided that the w tness would not be heard,
but could participate in the oral proceedings in his
capacity as technical expert.

Opponent 02 submitted that the Patent proprietor's four
new auxiliary requests had been filed too late in view
of decision T 840/93, according to which clains of
considerably altered scope should not be considered by
a board when, as in the present case, divisional
applications having simlar scope are still pending.
Furt hernore, Opponent 06 objected to two of the Patent
proprietor's auxiliary requests on the grounds that
their subject-matter had been extended with respect to
the Patent proprietor's main request before the

Qpposi tion Division.

The Board decided that the four set of clains filed
with the letter dated 7 Novenber 2003 shoul d be
consi dered. The Patent proprietor then withdrewits
mai n request. In consequence, the four auxiliary
requests becane the final main request and auxiliary
requests 1 to 3.

Claim1 of the main request reads:

"A tel ecommuni cations system conprising at |east one
host station (1) and a plurality of subscriber units
(6), the or each host station being operable to
transmt nessages to the subscriber units, and each
subscriber unit having a nultiplicity of fixed nmenory

| ocations (17) and neans responsive to the detection of
a nessage to store the nessage in a selected one of the
fixed menory | ocations, which can be accessed fromthe
subscri ber unit when required, said nenory |ocations
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being provided in an integrated circuit card or other
nmodul e (7) which is renovably connected to the

subscri ber unit, characterised in that

the or each host station is adapted to transmt a
nmessage coded in a specific format distinguished from
ot her nmessage formats used in the system and in that
the nodule (7) has neans (16,9) for distinguishing the
nmessage coded in said specific format from said ot her
nmessage formats,

means (10) for decoding and storing said nessage coded
in said specific format in a selected fixed nenory

| ocation (17), and

readi ng neans (12) operable in response to the decoded
nmessage to instigate an action to be taken by the
associ ated subscriber unit, if the decoded nessage
conprises a read command”.

Claim14 is directed to a correspondi ng nodul e.

Claim1l1l of the first auxiliary request differs fromthe
mai n request in that the |ast feature reads:

“/... subscriber unit/, said nessage coded in said
specific format conprising a read conmand”.

Claim1l of the second auxiliary request differs from
the main request in that the |ast feature reads:

“/... subscriber unit/, if the decoded nessage
conprises a read command, said action being
transmtting information requested by the read
conmmand”.
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Claim1l of the third auxiliary request reads:

"[ Preanbl e as the main request],

characterised in that

the or each host station is adapted to transmt a
nmessage coded in a specific format distinguished from
ot her nmessage formats used in the system

sai d nmessage coded in said specific format conprising a
read conmand, and in that

the nodule (7) has neans (16,9) for distinguishing the
nmessage coded in said specific format from said ot her
nmessage formats,

means (10) for decoding and storing said nessage coded
in said specific format in a selected fixed nenory

| ocation (17), and

readi ng nmeans (12) operable in response to the decoded
nmessage to instigate an action to be taken by the
associ ated subscriber unit, said action being
transmtting information requested by the read
conmmand”.

As to the objections under Articles 76(1) and 123(2)
EPC that the patent contains additional subject-matter,
t he opponents presented the foll ow ng argunents:

The expression "fixed nmenory | ocation” was defined in

t he description of the parent application as excl uding
"first-in-first-out or circular buffers". This

excl usi on had been omtted when filing the divisional
application. The result was an extension of subject-
matter when conpared with the parent application, since
the invention as now clainmed (and as granted) included
the specified kind of nenories.



0455.D

- 8 - T 1018/ 02

The "readi ng neans” was not nentioned in the parent
application. If the "reading nmeans" referred to the
execution of a read command, it was not originally

di scl osed that the neans coul d be operable in response
to a "nessage". A "nessage" was information to be
stored, not to be read.

| f the expression "nessage coded in a specific format"
concerned the conmmands and instructions rather than
information to be stored, it had not been initially

di scl osed that such a nessage was stored in a selected
fixed nmenory | ocation.

The word "instigate" had been introduced after filing
and conveyed the idea that the nodul e took an
initiative. Inreality it merely executed a comuand.
Furthernore, only the read command, and not the other
commands nentioned in the patent, could at all be said
to influence an action to be taken by the subscri ber
unit. Finally, the word was obscure, and an obscure
expression coul d never be unanbi guously derivable from
an application.

The above objections were said to involve "inescapable
traps" in the nmeaning of the decision of the Enlarged
Board of Appeal G 1/93 since the features could not be
renoved fromclaim1l as granted w thout infringing
Article 123(3) EPC. Thus the objections applied to al
of the Patent proprietor's requests.
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On the sanme points the Patent proprietor argued in the
foll owi ng way:

The term "nessage” had two different nmeanings in the
description of the parent application. It denoted
either a wite command or any conmmand sent using
enbedded SMS

The readi ng neans served to read the content of a
decoded nessage.

The neans operable in response to a decoded nessage to
instigate an action to be taken by the subscriber unit
did not take action in every instance and was not made
use of, for exanple, by the wite command. The feature
shoul d be understood in the way that it defined an
active functionality of the nodule. It was nade use of
by the read comrand.

The neans for decoding and storing a nessage coded in
the specific format was nade use of by the wite
command. Not every received nessage was decoded and
stored, however. Simlar to the neans for instigating
an action, the feature only required the nodule to have
the functionality of decoding and storing nessages.

The Patent proprietor (appellant) requested that the
deci si on under appeal be set aside and that the patent
be mai ntained on the basis of the main request or
alternatively on the basis of one of auxiliary
requests 1 to 3.
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Al'l opponents (appellants) requested that the decision
be set aside and the patent be revoked. Opponent 01
requested rei nbursement of the appeal fee.

At the end of the oral proceedings the Board announced
its deci sion.

Reasons for the Decision

1.2

0455.D

The request to hear a w tness

Opponents 01 and 02 have requested that a technical
expert acconpanyi ng Opponent 02 to the oral proceedings
before the Board should be heard as a witness. This
expert would answer technical questions about the GSM
standard and confirmthe public nature of a particular
nmeeti ng of experts held in 1989.

The Patent proprietor objected to the request on the
grounds that the witness had been presented too | ate,
that he was not inpartial since he worked for a firm
whi ch nmay be interested in seeing the patent revoked,
and that it was in any case doubtful if he could
remenber events which occurred fourteen years ago.

The Board decided that it was not necessary for the
expert to give evidence orally, since he was not
expected to add anything rel evant beyond what he had
already stated in his affidavit. Nor did the Patent
proprietor desire to put questions to him He could
however remain at the oral proceedings in his capacity
as technical expert.
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The adm ssibility of the Patent proprietor's requests

In the annex to the summons to oral proceedings, the
Board had indicated that anmendnents "which are not
submitted in good time prior to the oral proceedi ngs"
m ght be di sregarded. The Patent proprietor had filed
clainms according to four new auxiliary requests one
nmont h before the oral proceedi ngs. The anendnents

mai nly involved formul ati on alternatives and were not
substantial. Opponent 02 objected to these clains on
t he grounds that they were late filed and that,
follow ng decision T 840/93 (QJ EPO 1996, 335), such
requests should be strictly handl ed when, as in the
present case, divisional applications claimng simlar
subj ect-matter are pending.

In case T 840/93 the reason for not allow ng the new
clainms was that "not one of the requests corresponds to
t hose considered by the departnent of first instance”
(point 3.6) and that remttal was inappropriate, since
di vi sional applications were still pending before the
first instance (point 3.2.3). In the present case,
however, the subject-matter clainmed is very simlar to
that exam ned by the OQpposition Division. The Patent
proprietor's then main request (together with several
auxiliary requests) was in fact refused under

Article 123(2) EPC, and al so the Board's second
communi cation was |argely concerned with the forma
aspects of the clains, so it was to be expected that
the Patent proprietor would try to overcone such
objections by reformulations. One nonth was clearly
sufficient for the opponents to anal yse the anendnents
made. Thus, the new clainms were filed in due tine.
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Opponent 06 objected to the Patent proprietor's main
request and auxiliary request 2 on the basis that the
subject-matter of claim1 was extended with respect to
the Patent proprietor's main request before the
Qpposition Division. He submtted that if a Patent
proprietor in the first instance chooses to defend a
mai n request which is limted in scope conpared with
the clains as granted, then he cannot during the appeal
proceedi ngs go beyond the limts of that request. If he
did, he would not be adversely affected by the decision
under appeal. Sone case-law was cited, in particular

T 528/ 93 and T 299/89 (not published in the QI EPO).

The Board does not find the objection justified.
Amendnents of a European patent nust conply with

Rul e 57a EPC. According to this rule, amendnents are
possi bl e provided that they are occasi oned by grounds
for opposition. At first glance it may appear that this
stipul ation provides support for the view of

Opponent 06, since an anmendnent consisting exclusively
inrenoving limtations previously nmade during the
opposi tion proceedings does not in itself serve to
overconme a ground for opposition. The jurisprudence of
t he boards of appeal is however not this strict. Thus,
in accordance with T 407/02 (not published in the QJ
EPO, point 1.2) a patent proprietor who has only
defended his patent in limted formbefore an
opposition division is in principle allowed on appeal
to return to a broader version or even to the patent as
granted. Moreover, in the present case the Board is
convinced - and Opponent 06 has not denied - that the
anmendnent s proposed by the Patent proprietor in
accordance with his four requests, whether or not they
| ead to an extension of the scope as conpared with the



2.5

0455.D

- 13 - T 1018/ 02

Patent proprietor's main request in the proceedi ngs
before the first instance, are intended to overcone the
obj ections raised under Article 100(c) EPC. (Since al
parti es have appeal ed, there is no need to consider
reformatio in peius and hence no Iimtations to the
applicability of Rule 57a EPC existing in this respect
arise - see decision G 1/99 (QJ EPO 2001, 381),

poi nt 10.2 of the reasons). The Patent proprietor's
mai n request and auxiliary request 2 are therefore

adm ssi bl e under Rule 57a EPC. The decisions cited by
Opponent 06 concern different situations, T 528/93
dealing with a clai mwhich had been withdrawn in the
first instance proceedi ngs and reintroduced before the
Board, and T 299/89 being involved with the extent to
whi ch a patent is opposed.

It follows that the Patent proprietor's main and three
auxiliary requests are to be considered by the Board.

Added subject-matter

The patent-in-suit concerns a SIM (subscriber identity
nodul e) and the way the SIM communicates with an

associ ated subscriber unit and the host station.
Conventi onal SM5 nessages (short nmessage service) can
be stored in fixed nmenory | ocations in the SIMunder

t he supervision of the processor in the subscriber unit.
This technique is reflected by the preanble of claim1.
The invention contenplates extending this service to
provide a renotely reconfigurable SIM Different
commands (referred to in the description as ECS
enbedded conmand stream see for instance columm 3,
line 51 to colum 4, line 30 and colum 6, lines 28

to 36 of the patent-in-suit) are recognised by the SIM
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For exanple, a wite command has the effect of storing
data in nenory, a read conmand of transmitting data in
the SI M back to the host station, etc.

The opponents have rai sed a nunber of objections under
Article 100(c) EPC against the present clains (see
poi nt XX above). Several of these objections concern
wor ds which are obscure or of indefinite scope. One
exanple is the word "instigate"” in claiml. As it does
not appear in the parent application it could
conceivably be interpreted in ways which go beyond the
subject-matter as originally filed (as the Opposition
Division in fact decided, see point 3.1 of the decision
under appeal). Simlarly, according to the parent
application (see page 1, line 35 to page 2, line 4),

t he expression "fixed nenory | ocations" does not
conprise first-in-first-out or circular nmenories, a
[imtation which is omtted in the divisiona
application. Leaving out this l[imtation would be
allowabl e if the expression "fixed nmenory |ocations" in
itself excluded such nenories, but if it does not, the
di vi sional application (and therefore the patent)
cont ai ns added subject-matter when conpared with the
parent application. The validity of both these

obj ections thus depends on how the skilled person would
understand certain nore or less well known technical
concepts used in the patent, a question which is
clearly difficult to answer.

Al so the neaning of the word "nessage" has been
extensively discussed between the parties. The
Opponents argue that it refers to data acconpanying the
wite command whereas the Patent proprietor sees it as

covering several kinds of commands, including the wite
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and read commands. It appears however to the Board that
the meaning of this word is the easiest to determ ne,
and therefore the objection based on this word will be
exam ned first.

In the Patent proprietor's view the word "nessage" is
used with two different meanings in the parent
application: it either denotes a wite command or any
command sent using the enbedded SMS (cf. the letter
dated 30 May 2003, point 3.4). In the characterising
part of claim1l of the present nmain request the word
shoul d, according to the Patent proprietor, be
understood in the second, wider neaning, as is clear

fromclaim4 (corresponding to claim4 as granted).

Dependent claim4 states that "the nessage in said
specific format transmtted by a host station conprises
information to be stored in the nodule (7), a request
for information stored in the nodul e and/ or an
instruction to execute a program stored in the nodul e".
Thus the "nessage" includes not only data to be stored
but also for exanple a request for information (read
command). The Board notes that dependent clains 8, 9
and 12 (corresponding to the respective clains as
granted) - which also refer to "the nessage" - are
consistent with this interpretation.

Thus, in view of the wording of the dependent clains it
appears that the skilled person woul d understand
"message” as indicated by the Patent proprietor.

Whet her or not this meaning is supported by the
description of the patent is mainly a question under
Article 84 EPC (support) and need not be further
considered in opposition appeal proceedings. The
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wordi ng i s clear enough to make an unanbi guous
contribution to the definition of the clainmed system
and this suffices to be able to exam ne whether the
feature invol ves added subject-matter

Claim1l as granted and in accordance with the main
request thus states that the nodul e includes neans for
decodi ng and storing a nessage, where the word
"message” covers commands. The Patent proprietor does
not deny that neither the parent application nor the

di vi sional application contains such a disclosure. Nor
is it inplicit since, even assumng that the SIM
processor stores the conmands in nmenory before
executing them they would not be stored in "sel ected
fixed nmenory |ocations”, a termused in the description
in connection with the nessage data to be stored (see
e.g. page 5, lines 6 to 21 of the parent application
and the correspondi ng passage of the A-publication of

t he divisional application, colum 3, line 56 to

colum 4, line 13). Therefore it woul d appear that the
addition (before grant) of this feature was contrary to
Article 123(2) EPC

The Patent proprietor has argued that the feature
concerning the storing neans cannot reasonably be
understood in the way set out above. Claim1l was an
apparatus claimdrafted in functional |anguage to
define structural features. The claimonly required
that storing neans were present, but not that each and
every comrand was stored.

The Board is not able to accept this reasoning. If
storing neans are provided "for decoding and storing
sai d nessage”, and the "nmessage" can be any command,
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then the nmeans nust be designed in such a way that any
command can actually be stored. The parent application
di scl oses that nessage data are stored, but this does
not necessarily inply that conmands can al so be stored.
The neans for storing a nessage cannot sinply be
identified wwth the EEROM shown in figure 3 of the
patent, even if this unit contains fixed nmenory

| ocations. In the field of conputer-inplenented
inventions a controlling conputer is normally defined
in ternms of the programrunning on it. Therefore, a

cl ai mwhich nentions "nmeans for storing certain data"
does not nerely inply hardware which could be
programmed to store the data, but which has been so
programmed. In the present case there is no indication
in the parent application or in the divisional
application that the processor in the SIM has been
programmed to store (any kind of) incom ng commands in
t he EEROM

The Patent proprietor has furthernore pointed out that
a claimnmust not be interpreted in a way which is
illogical or does not nmake sense. The Board agrees.
Still, the description cannot be used to give a
different neaning to a claimfeature which in itself
inparts a clear, credible technical teaching to the
skilled reader. This also applies if the feature has
not been initially disclosed in the formappearing in
the claim Oherwise third parties could not rely on
what a claimactually states (cf. Article 69(1) EPC
The terns of the clains determ ne the extent of
protection whereas the description is only used to
interpret the clains) and Article 123(2) EPC woul d
beconme neani ngl ess in respect of anmendnents to the

cl ai ns.
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For these reasons the Patent proprietor's main request
is not allowable. Since the clains of all three

auxi liary requests contain the "neans (10) for decoding
and storing said nmessage coded in said specific format
in a selected fixed nenory |ocation”, they al so
contravene Article 123(2) EPC. Thus, this feature would
have to be deleted to achi eve consistency with the
original disclosure. But, since it quite clearly nakes
a technical contribution to the subject-matter, this
woul d not be possible under Article 123(3) EPC (cf.
decision G 1/93, QJ EPO 1994, 541, headnote 1).

It follows that the patent nmust be revoked. It is not
necessary to deci de whether claim 1 contains nore
features which are not disclosed in the parent
application or in the divisional application as filed.

Substantial procedural violation

Opponent 01 has requested rei nbursenent of the appeal
fee on the grounds that the proceedi ngs before the
Qpposition Division were seriously flawed. Firstly,
according to the Opponent, the Qpposition Division did
not apply Article 123(2) EPC correctly, since they only
exam ned whet her subject-nmatter had been added in
relation to the parent application, neglecting the

di visional application as filed. Secondly, the
OQpposition Division applied the principle of res
judicata wi thout a decision having been taken. Thirdly,
it was inproper of the Chairman of the Opposition
Division to accuse the representative of the Qpponent,
when asking the Opposition Division to reconsider the
al | egedly deci ded point, of "abuse of the procedure".
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Rul e 67 EPC states that reinbursenent of the appeal fee
i s possible by reason of a substantial procedural

vi ol ati on. Even supposing that the Opposition Division
had applied Article 123(2) EPC incorrectly, in
accordance with the established case | aw of the boards
this cannot amobunt to a procedural violation (see "Case
Law of the Boards of Appeal of the European Patent
Ofice", 4th edition, 2001, EPO 2002, VII.D.15.4.5).

As to the question of res judicata, the Opponent has
referred to the mnutes of the oral proceedi ngs before
t he Opposition Division, point 20. Here it is stated
that the Opponent's request to exam ne whether claim1l
of the then auxiliary request 2A fulfilled the

requi renments of Article 123(2) EPC with respect to the
di visional application as filed was rejected since a
decision on this had already been taken. Under point 18
it is said that the Opposition D vision decided that
this claimdid not contravene Article 123(2) EPC and
that the grounds for opposition Article 100(c) did not
prej udi ce the mai ntenance of the anmended patent. Hence
it appears that a decision had i ndeed been taken and
the Opposition Division had no power to reconsider the
question, whether or not Article 123(2) EPC had been
correctly appli ed.

Thirdly, it cannot be an abuse of proceedings nerely to
ask for a decision on an issue believed not to be
finally, or conmpletely, decided. As to the Chairman's
remark, the circunstances of nutual m sunderstanding in
whi ch the request was made shoul d be considered. In any
case, it is not apparent that the Cpponent's right to
be heard was vi ol at ed.
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4.3 Thus the request for reinbursenent of the appeal fee is
ref used.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The European patent is revoked.

3. The request for reinbursement of the appeal fee is
refused.

The Registrar: The Chai r man:

M Ki ehl S. Steinbrener
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