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Summary of Facts and Subm ssi ons

3154.D

The appel | ant (opponent) | odged an appeal against the
deci sion of the Opposition Division to reject the
opposi tion agai nst the European patent No. 0 925 120.

OQpposition was filed against the patent as a whole
based on Article 100(a) EPC (lack of novelty and | ack
of inventive step) and Article 100(b) EPC (Il ack of
enabl i ng di scl osure).

The Opposition Division held that the grounds for
opposition nentioned in Articles 100(a) and (b) EPC did
not prejudice the maintenance of the patent as granted.

Oral Proceedi ngs before the Board of Appeal took place
on 21 Cctober 2003.

(a) The appellant requested that the decision under
appeal be set aside and the patent revoked, and
that the appeal fee be reinbursed.

(b) The respondent requested that the decision under
appeal be set aside and the patent be naintai ned
in amended formon the basis of clains 1 to 16 and
description pages 2 to 7, all submtted in the
oral proceedings on 21 Cctober 2003.

(c) Independent clainms 1, 9, 14 and 15 as anended read
as follows:

"1. Preparation for applying an anti-slip layer to
a surface, wherein the preparation conprises a

coating conposition containing a resin and a
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(d)

D7:

D10:
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particul ate synthetic material, wherein the
coating conposition further contains a curing
agent and a pol ysil oxane and that said particul ate
synthetic material is an apolar synthetic materi al
and has a Shore D hardness of 50 to 85."

"9. Method for applying an anti-slip layer to a
surface, characterised in that:

(1) the surface is pre-treated with a cl eani ng
agent and then with an adhesi on pronoter and
(ii) the preparation according to any one of
Claims 1 to 8 is applied to the surface.”

"14. Product which has been provided with an anti -
slip layer which conprises a preparation according
to any of Clains 1-8."

"15. Use of a preparation according to any of
Clainms 1-8 for applying an anti-slip layer to a

surface. "

During the oral proceedings the appellant and the
respondent referred to the follow ng docunents:

NL 9 300 665 A;
Pol ymer Technology by D.C. Mles and J.H Briston,
Chem cal Publi shing Conpany, New York, 1979,

page 243,

Application Bulletins Industrial Floor Coatings,
from M CRO PONDERS, Inc.;
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D16: "Technische Information” from Dynamt Nobel
Chem e, frontcover, pages 3-7, 13, backcover

D17: "Informatie" from Union Carbide, pages 1-7;

D19: Letter by facsimle, dated 29 January 1993, from
Spencer Cheme B.V. to NKC B.V., Deventer;

D20: "Techni cal data" Nos. 52.001 and 52.003 from
Hercul es Europe S. A, distributed by Cl BA-CGEl GY
TEN HORN B. V.

D21: Exhibit B: analytical data of a sanple of
propyl texpasta carried out in August 2000 by
Centrilab B.V. at Soest, NL

D22: Exhibit C correspondence of 3.10.2001 between
Baderet and M James Strauss, president of Mcro
Powders Inc. including a technical data sheet of
propyl t ex;

D23: Exhibit D. experinents carried out by TNO
| ndustrial Technol ogy published under TNO Proj ect
Nurmber 007.80037/01.28.01 "l nvestigation into the
adhesion of the anti-slip coating "BoRan" on
ceramc tiles", dated 1 Novenmber 2001

D24: Exhibit E: a material safety data sheet of
propyl texpasta (trade name) provided by Fortis;

D26: Exhibit G letter dated 6 July 2000 of WJ.
Jansen, sal es departnent of Fortis;

3154.D
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D32: Letter by facsimle, dated 11 Novenber 2002, from
Spencer Chem e B.V. to Cctrooi bureau Dokt er
di scl osing a data sheet of coathyl ene PY 0787-F,
dated "Juni 95".

During the oral proceedings reference was al so nade to
the foll ow ng docunents filed by the appellant for the
first tinme on 19 Septenber 2003 as evidence for two
all eged prior uses in March and May 1996:

Annex 23: Report by TNO, dated 18 Septenber 2003;

Annex 24: Invoice fromBaderet to Th. De G oot B.V.,
dated 28 June 1996, Fakt. Nr.: 680126;

Annex 25: Overeenkonst (Agreenment), dated 2 February
1996;

Annex 26: Invoice from Baderet International B.V. to
Baderet, dated 11 March 1996, Fakt.
Nr.:9610029:;

Annex 27: Invoice from Baderet International B.V. to
Baderet, dated 30 June 1996, Fakt.
Nr.:96001035.

The appellant argued in witten and oral subm ssions
essentially as foll ows:

(a) Late filed evidence
The appel l ant had been selling the anti-slip coatings

according to the alleged prior uses wthout being aware
of their chem cal conposition. The presented evi dence
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(Annexes 23 to 27) concerning two alleged prior uses
were only recently available to the appellant.
Therefore, the appellant anal ysed sanples of said anti -
slip coatings and filed the present evidence only one
nonth before the oral proceedings.

(b) Docunents D16 and D17

The two brochures from Dynanmit Nobel Chem e and Union
Car bi de both referring to the use of polysiloxane were
avail able to the public before the priority date of the
patent in suit.

(c) daim1l - Inventive step

The preparation of claim1l differs fromthe preparation
known from docunment D2 in that the coating conposition
further contains a polysiloxane, the particul ate
material is a synthetic apolar material, and said
particul ate material has a Shore D hardness of 50 to
85.

The problemunderlying the invention is to replace the
propyl tex pasta of the anti-slip |ayer of docunent D2
by an equival ent, softer particulate material and to

i nprove the durability of the coating.

A skilled person trying to solve this problemw || gain
the information fromsuppliers of comrercially
avai l abl e alternatives for the particulate materials
mentioned in docunment D2 that an apol ar synthetic
material in the form of polypropyl ene powder is
suitabl e for non-skid applications, see docunents D10,
D19 or D20. Such a pol ypropyl ene powder has a Shore D
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hardness of 75, see document D32, which lies within the
cl ai mred Shore D range of 50 to 85. Al so the use of

pol ysi | oxane as adhesive pronoter is well known to the
skill ed person.

Therefore, the conbination of the teachings of the
docunents D2 and either D10, D19 or D20 taking into
account the general know edge of the person skilled in
the art renders obvious the subject-matter of claiml.

(d) Rei nbursenment of the appeal fees

By allowi ng the request of the respondent/patentee
during the oral proceedi ngs before the opposition
division to consider clains 1-18 as granted as main
request and clains 1-16 as received on 29 Novenber 2001
as an auxiliary request, although said latter clains
were specified in the letter received on 29 Novenber
2001 as main request, the opposition division
contravened the procedure set out in the CGuidelines for
Exam nati on and acted contrary to existing case |aw,

t hereby adversely affecting the appellant's rights

wi t hout any justification.

The respondent argued in witten and oral subm ssions
essentially as foll ows:

(a) Late-filed alleged prior use evidence
The issue of prior use should not be admtted as no

good reason was presented by the appellant why it had
not been raised earlier in the proceedings.
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(b) Docunents D16 and D17

There exi sted no evidence that docunents D16 and D17
were available to the public before the priority date
of the patent and therefore they should be disregarded.

(c) Inventive step - Jaiml

Al t hough the use of pol ypropyl ene powder as anti-slip
material was well known (see documents D10, D19 or D20)
the person skilled in the art starting from docunent D2
woul d be di scouraged fromthe teaching of said docunent
from usi ng pol ypropyl ene powder, since docunent D2
menti oned only an inorganic alu-silicate material,
namely "propyltex pasta", see docunents D24 and D26.
The specific Shore D hardness-range nentioned in
claim1l of the patent in suit is not suggested by any
prior art docunent. Furthernore, there is nothing in
the prior art docunments to suggest incorporating of a
pol ysi |l oxane into the coating conposition prior to the
application of the anti-slip |ayer.

Therefore, starting fromdocunent D2, a person skilled
in the art finds no hint fromthe prior art either for
an apol ar synthetic material with a Shore D hardness
from50 to 85 or for the incorporation of polysiloxane
into the coating conposition prior to the application
of the anti-slip |ayer.
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Reasons for the Decision
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Adm ssibility of the late-filed evidence

According to Article 114(2) EPC facts or evidence which
are not submitted in due tine may be disregarded. In

t he extensive jurisprudence relating to this issue the
Boards of Appeal have devel oped the principle that in
cases where the late-filed material relates to an

all eged prior use by the party relying onit, this
material should only be admtted into the proceedings
in exceptional circunstances, and only if there were

pressi ng reasons for the del ay.

In the present case the alleged prior uses were based
on the appellant's own activities. As a reason for the
late filing of evidence for the alleged prior uses, the
appel l ant declared that this evidence "could only
recently be obtained". However, it is apparent that the
fact that the evidence could only recently be obtained
is a consequence of the fact that the appellant only
recently decided to anal yse sanples of the anti-slip
coatings which the appellant had been selling before
the priority date of the patent in suit. This cannot be
regarded as a valid justification for the delay in
produci ng the evidence in question, since, objectively,
t he appel l ant was w thout any doubt in a position to
anal yse these anti-slip coatings before the expiration
of the time period for opposition.

The Board finds that the filing of the evidence
concerning the opponent's (appellant's) own prior uses
in a very |late stage of the procedure (nore than two
and a half years after the end of the time limt for
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opposition and only one nonth before the date of the
oral proceedings) without any valid justification for
such a delay represents in the view of the Board an
abuse of proceedings.

Therefore the late-filed evidence concerning all eged
prior uses is disregarded pursuant to Article 114(2)
EPC, irrespective of any potential relevance.

Docunents D16 and D17

Docunents D16 and D17 are two brochures from Dynamt
Nobel Chem e and Union Carbide, both referring to the
use of polysiloxanes. It is unclear fromthe data on
the | ast page of docunent D16 "7.86" and fromthe
expression "februari 1987" on the | ast page of docunent
D17, whether said docunent were only produced at that
time, whether they were available only to the enpl oyees
of said firnms or whether they were also publicly
avai | abl e on those dates.

Since the appellant was not able to present any
concl usi ve evidence that docunents D16 and D17 were
publicly avail able before the priority date of the
patent in suit, said docunents are disregarded.
Caim1l

| nventive step

Cl osest prior art

The cl osest prior art is undisputedly represented by
docunent D2 disclosing a preparation for applying an
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anti-slip layer to a surface, wherein the preparation
conprises a coating conmposition containing: a resin in
the form of pol yurethane (page 2, lines 19 to 22 and
page 3, line 11), a particulate material naned
"propyltex pasta" (page 2, lines 26 to 28 and page 3,
line 13) and a curing agent in the formof isocyanate
(page 2, line 23 and page 3, line 12).

Docunent D26 (Exhibit G is a letter dated 6 July 2000
signed by M WJ.Jansen of the sal es departnent of
Fortis, which conpany is the supplier of the "propyltex
pasta” nentioned in docunment D2, stating that
"propyltexpasta” is an alu-silicate. Docunent D24
(Exhibit E) being a non-dated material safety data
sheet of Fortis for a material with the trade nane
"propyl texpasta" supports the statenent of docunent
D26. Al though docunment D24 is a non-dated sheet the
Board acting on the principle of free eval uation of

evi dence is convinced that docunents D24 and D26

consi dered together and in conbinati on wi th docunent
D22 (Exhibit C) allow the Board to conclude with a
sufficient degree of certainty that the "propyltex
pasta” nentioned in docunment D2 is an alu-silicate.

The alu-silicate particulate material in the propyltex
pasta of document D2 is simlar to sand and therefore
its particles are sharp and cause an unpl easant
feeling. Furthernore, the durability of the anti-slip
| ayer known from docunent D2 is not sufficient.

Probl em underlying the invention

The probl emunderlying the invention of the patent in
suit is to inprove the preparation for applying an
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anti-slip layer known from docunent D2 so that the
particul ate material disclosed in said |ayer is not
sharp and feels pleasant, and that the anti-slip |ayer
has a sufficient durability, i.e. that the coating has
a satisfactory adhesion to the surface to be treated.

Sol uti on

In accordance with claim1l of the patent in suit the
above-nentioned problemis solved in that the
preparation of document D2 is nodified by using a
coating conposition containing polysiloxane and by
choosing as particulate material an apolar synthetic
mat eri al having a Shore D hardness of 50 to 85.

The use of such particulate material gives an anti-slip
| ayer with a pleasant feeling and the incorporation of
pol ysil oxane into the coating conposition results in a
sati sfactory adhesion of the coating on a substrate,
especially on ceramc tiles, under dry as well as under
wet conditions. The latter effect is docunmented in
Table 1 of docunent D23 (Exhibit D), where it is shown
t hat the adhesion of an anti-slip coating on a tile

wi th a polysiloxane application prior to the
application of the coating (tile 1) and on a tile with
a coating in which the polysil oxane was incorporated
(tile 3) into the coating exhibit a sim|lar adhesion,
sai d adhesi on being much better than the one of a tile
with the simlar coating but w thout the use of

pol ysi | oxane (tile 2).

The above nentioned solution is not rendered obvious by
t he docunents under consideration for the foll ow ng

reasons:
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None of the presented docunents discloses a hint for

t he incorporation of polysiloxane into the coating
conposition prior to the application of said coating to
a surface to be treated.

Even accepting the argunentation of the appellant that
the person skilled in the art would be | ed by the
teachi ng of document D19 to replace the "propyltex
pasta" of docunent D2 by the pol ypropyl ene powder PY-
0787 F mentioned in said docunent, said pol ypropyl ene
powder havi ng according to docunment D32 a Shore D
hardness within the clainmed range of 50 to 85, nanely
75, and furthernore assum ng that polysil oxane was
known to the person skilled in the art before the
priority date of the patent in suit as an adhesion
pronoter, the skilled person would not arrive at the
subject-matter of claim1 of the patent in suit, since
he would find no hint in the prior art for the

i ncorporation of polysiloxane as an ingredient into the
coating conposition of a nodified preparation for an
anti-slip layer known from docunment D2 in order to

sol ve the problem nmenti oned above.

For the above-nentioned reasons, the subject-matter of
claiml1l of the patent in suit involves an inventive

step within the neaning of Article 56 EPC.
Clains 2 to 16
Dependent clainms 2 to 8 concern particul ar enbodi nents

of the preparation claimed in claiml and |ikew se

i nvol ve an inventive step.
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Since the application according to clainms 1 to 8 is
inventive vis-a-vis the prior art, the sane necessarily
applies to the subject-matter of independent claim9
referring to a nmethod for applying such a preparation,
to the subject-matter of independent claim 14 referring
to a product conprising such a preparation and also to
the subject-matter of independent claim15 referring to
a use of such a preparation

The met hod according to claim 10, the product according
to claim 14 and the use according to claim15 therefore

al so involve an inventive step.

Dependent clains 10 to 13 concern particul ar

enbodi nents of the nmethod clained in claim9 and
dependent claim 16 concerns a particul ar enbodi nent of
the use clainmed in claim15, which all |ikew se involve

an inventive step.

Rei mbur senent of the appeal fee

The appel l ant all eges a procedural violation by the
opposition division by allowing the patentee to fal
back during the oral proceedings to the clains as
granted, although the patentee had before the oral
proceedi ngs submtted an anmended set of clains

repl acing the clains as granted.

The Board however, is of the opinion that there is no

| egal basis for not allowing the patentee during a
pendi ng opposition procedure to fall back to the clains
as granted. In requesting that his patent be naintained
inalimted formthe patentee nerely tried to delimt
his patent to neet the objections expressed by the
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opponent. However, by virtue of such a limtation the
patentee did not irrevocably surrender the subject-
matter covered by the patent as granted, in particul ar
since the anendnent was made before the opposition

di vi sion had cormmented on the patentability of the
patent as granted, see also T 64/85, point 2.4 and

T 168/99, point 1.3.

The m nutes of the oral proceedi ngs before the
opposition division indicate that the patentee had
filed two auxiliary requests, but that his main request
was that the patent be maintained as granted.

The opponent filed an opposition against the patent as
granted and during the oral proceedi ngs before the
opposi tion division he was given the opportunity to
present argunents against the patent as granted. His
right to be heard was therefore net.

The request for reinbursement of the appeal fee is
t heref ore unfounded and nust be rejected.
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.
2. The case is remtted to the first instance with the
order to maintain the patent in anmended formw th the

fol |l owi ng docunents:

cl ai ns: 1to 16, filed in the oral proceedings
on 21 Cctober 2003,

descri ption: pages 2 to 7, filed in the ora
proceedi ngs on 21 Cctober 2003.

3. The appel lant's request for reinbursenent of the appeal
fee is refused.

The Regi strar: The Chai r man:

D. Spigarelli A. Burkhart
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