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Summary of Facts and Subm ssi ons

The nention of the grant of European patent No 565 719
in respect of European patent application No 91919168. 4
filed on 6 Novenber 1991 was published on 12 July 2000.

. Notice of opposition was filed on 11 April 2001 by the
Appel I ant (Opponent), based on the grounds of
Article 100(a) EPC.

L1l By deci si on announced during oral proceedi ngs on
10 June 2002 and posted on 15 July 2002 the Opposition
D vision maintai ned the European patent in anended form

The Opposition Division was of the opinion that the
amendnents to claim1 according to the first auxiliary
request were adm ssible since the introduction of a
"negative" feature resulting in the exclusion of
certain enbodi ments did not contravene the requirenents
of Article 123(2) and (3) EPC. Furthernore the subject-
matter of claiml was novel with respect to

E3: FR-A-2 637 826

and invol ved an inventive step.

| V. On 9 Septenber 2002 the Appellant filed a notice of
appeal against this decision and paid the appeal fee.
The statenent of grounds of appeal was received on
15 Novenber 2002.

V. In a comuni cati on dated 9 August 2004 the Board
expressed the prelimnary opinion that the features
i ntroduced during opposition proceedi ngs possibly

2696.D



- 2 - T 0970/ 02

resulted in a lack of clarity. The Board al so

guesti oned whether these features were supported by the
application as originally filed. Wen considering the

i ssue of inventive step the disclosure of E3 should be
di scussed, taking into account the general know edge of
t he skilled person.

\Y/ Oral proceedings were held on 25 Cct ober 2004.

The Appel |l ant requested that the decision under appeal
be set aside and that the European patent No 565 719 be
revoked.

The Respondent (Patentee) requested that the appeal be
di sm ssed and that the patent be mai ntained on the
basis of claim1 filed during the oral proceedings.

Claim1 reads as follows (anendnents to the granted

version of that claimin ltalics):

"A sawi ng machine (1) including a saw band, a driving
wheel (19) and a follower wheel (17) for noving said
saw band, and a device (27) for renoving sawdust

adhering to said saw band (21) of the sawi ng nachi ne

(1), conprising

a supporting nenber (35) attached to a saw bl ade
housing (11) in which said saw band (21) is nounted,
t he supporting nmenber being energized so as to nove
towards said saw band (21); and

a di sc shaped cleaning instrunment (37) supported
on said supporting nmenber (35), said cleaning

2696.D
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instrument (37) being rotatable for renoving sawdust
fromthe saw band (21);

characterized in that the sawi ng machi ne further
conpri ses:

alimting nmenber (67, 73, 73A) distinct fromsaid
wheel s adapted to contact the outer periphery of the
di sc shaped cl eaning instrunent (37) during operation
of the device for renoving sawdust, for stopping the
novenent of the supporting nenber (35), the limting
menber (67, 73, 73A) being nmounted on the housing (11)
so that the cleaning instrunent (37) overlaps with the
band (21) to a predeterm ned degree when the limting
menber contacts the outer periphery of the cleaning
instrument (37)."

VII. In support of its requests the Appellant essentially
relied upon the foll owi ng subm ssi ons:

The negative feature that the "... limting nmenber
[was] distinct fromthe wheels 19, 17 ..." was a

di scl ai mer introduced to establish novelty with respect
to E3. There was no support for that amendnent in the
application as originally filed. A disclainmer was not
allowable in order to establish novelty if the docunent
concerned was al so relevant in respect of inventive
step. Therefore the anendnents nmade to claim 1l were not
al | owabl e because they involved an i nadm ssible

di sclaimer according to the criteria set out in
decision G 1/03 of the Enlarged Board of Appeal.

2696.D
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In any case the subject-matter of claim1l did not

i nvol ve an inventive step. The skilled person reading
docunent E3 would clearly conprehend that the overlap
of the cleaning brush and the teeth of the saw band was
preconditional for the function of the device. Since
the |l oad of a spring was not constant over its working
length or, if the cleaning instrunment was noved by a
wei ght, due to the wear of its outer periphery the
actuating force was not constant and so a limting
menber was necessary. The skilled person would

i mredi ately recogni ze that the side flank of the drive
wheel provided such a limting nenber. E3 al so

di scl osed that the cl eaning device could be positioned
at any other place along the saw band. The skilled
person follow ng this teaching would therefore provide
alimting nmenber distinct fromthe drive wheel if a

| ocation for the cleaning device was chosen when the
drive wheel could not be used as a stop.

Thus the skilled person was led to the clained solution

wi t hout the exercise of an inventive step.

The subm ssions of the Respondent can be sunmarised as

foll ows:
The anmendnent concerning the "... limting nmenber
distinct fromthe wheels 19, 17 ..." was not a

di sclaimer within the nmeani ng of decision G 1/03, but
was a distinguishing feature disclosed in the
application as originally filed. Al enbodinents of the
i nvention according to Figures 2 to 6 showed limting
menbers distinct fromthe drive wheels, and therefore

t he amendnents were clearly supported by the original
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di scl osure thus neeting the requirenments of
Article 123(2) EPC

The subject-matter of claim1l was inventive when
conpared with the teachings of E3. Wen assessing the
obj ective problemunderlying that prior art (page 9,
lines 5 to 21) the skilled person would clearly
understand that the solution consisted in the rotating
brush which was | oaded towards the saw band by the
force of a spring. Certainly a preferred sol ution was
t he arrangenment at the drive wheel, but by no nmeans was
the drive wheel intended to serve as a sole neans for
adjusting the overlap, therefore in a case where the
cl eaning i nstrunment was positioned at another position
al ong the saw band, there was no suggestion to add a
di stinct stop nenber.

Since any indication towards the invention was | acking,

t he clained solution involved an inventive step.

Reasons for the Deci sion

2696.D

The appeal is adm ssible.

Amendnents (Article 123(2) and (3) EPQO

The Appellant argued that the feature "... limting
menber distinct fromthe wheels 19, 17 ..." was an

i nadm ssi bl e di scl ai ner when conpared with the
conditions set out in decision G1/03. It is true that
this "negative" feature was introduced in order to
establish novelty with respect to E3, and that this

docunent as closest prior art is also of relevance in
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respect of inventive step. However, decision G 1/03
deals with the problemarising fromthe introduction of
a disclaimer if neither the disclainmer nor the subject-
matter excluded by it fromthe scope of the claimhave
a basis in the application as filed. The Board agrees
with the Opposition Division's opinion that it has
first to be considered whether the anendnent is
supported by the disclosure of the original

application, and cones to the sane conclusion in this
respect. According to the A-docunent (columm , lines 53
to 57; figures 2 to 6) the limting nmenber nay have the
shape of a plate or a roller nmounted on the bracket,
and is therefore not only independent but also distinct
fromthe drive wheel 19 or the foll ower wheel 17.
Therefore, since the amendnent and the all eged
"disclainmer"” are clearly supported by the original

di scl osure the conditions set out in G 1/99 do not
apply in the present case.

For these reasons it has to be concluded that anmended
claiml neets the requirenents of Article 123(2) EPC
and, since the anmendnents restrict the claim is also
al | owabl e under Article 123(3) EPC.

Novel ty

E3 di scl oses a sawi ng machi ne including a saw band 15,
a driving wheel 14a and a follower wheel 14b for noving
sai d saw band, and a device for renoving sawdust
adhering to said saw band of the saw ng machi ne
conprising a supporting nmenber 27 attached to a saw

bl ade housing 6 in which said saw band is nounted, the
supporting nmenber being energized so as to nove towards
said saw band 15. The device for renovi ng sawdust
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conprises a disc shaped cl eaning instrunent 25
supported on said supporting nmenber 27 being rotatable
for renoving sawdust fromthe saw band 15.

According to the text on page 9 of E3 the brush
contacts the drive wheel 14a in the enbodi nent depicted
in figure 5. However, despite this detail of this
further inprovenent of the machine described in E3, in
the Board's opinion this disclosure is not suitable to
construe a disclosure for a stop nmenber distinct from
the driving or foll ower wheel as nowclained in claiml
of the anmended patent.

What is unanbi guously disclosed on page 9 of E3 is that
the brush 25 is supported so that it contacts the

saw ng bl ade in a biased manner, which neans that the
bi asing force and the properties of the brush and saw
bl ade determ ne the overlap of the brush with respect
to the saw blade. In so far, attention is also drawn to
the disclosure of E3 starting just after the
description of the enbodi nent of figure 5 where it is
stated that the brush according to this enbodi nent can
be |l ocated at any position along the band saw bl ade
(page 9, lines 18 and 19), thereby confirm ng that
generally the blade itself functions as a limting
menber for the novenent of the brush rather than that
the use of a separate stop nenber is envisaged. O
course when positioning the brush at a point where the
saw bl ade is held by the driving or guiding wheels
there is no other possibility than to let it also run
agai nst these wheel s when contacting the protruding
teeth of the saw bl ade. This, however, is a direct
result of the selected |ocation and cannot be seen as a
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di scl osure or suggestion for the use of a stop nenber
at other positions along the saw bl ade.

Therefore the subject-matter of claiml is

di stingui shed fromthe sawi ng machi ne di scl osed there
by the feature that the Iimting nmenber is distinct
fromthe wheels and that the cleaning instrunent
overlaps with the saw band to a predeterm ned degree
when the limting nmenber contacts the outer periphery

of the cleaning instrunent.

The further prior art docunents cited during the
opposition proceedings are nore renote fromthe
subject-matter of claim1 than the sawi ng nmachi ne known
from E3, and none of them discloses a machine with al
features of claim1l. Consequently the subject-matter of
claiml neets the requirenent of novelty (Article 54(1)
EPC) .

| nventive step

The closest prior art is considered to be represented

by E3. Starting fromthat prior art the problem
underlying the patent in suit is to provide a device

for renoving the sawdust adhering to the saw band of a
sawi ng machi ne having a cleaning instrunent such as a
brush for which a suitable overlap with respect to the
saw band is always maintained (colum 1, lines 5 to 10).

This technical problemis solved by the neans defi ned
inclaiml, particularly in that the limting nmenber is
distinct fromthe wheels 19, 17 and that the cl eaning

i nstrunment 37 overlaps with the saw band 21 to a
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predet erm ned degree when the |imting nenber contacts
the outer periphery of the cleaning instrunent.

The general teaching of E3 relates to a band saw ng
machi ne having a cleaning instrunent in the formof a
rotating brush for renoving the saw dust fromthe saw
band. In order to conpensate the wear of the brush it

i s biased against the saw band by the force of a spring
or wei ght.

Contrary to the teaching of E3 as referred to in

par agraph 3.2 above, according to the solution clained
in the patent in suit the limting nmenber is separately
nount ed at the housing and can have the shape of a
plate or aroll which [imts the novenent of the

cl eaning elenment toward the saw band. By this |imting
menber the overlap of the cleaning el enent with respect
to the saw bl ade can be separately adjusted so that a
suitabl e overlap is always maintained at any position
al ong the saw bl ade.

Since the teaching of E3 does not suggest such a
distinct Iimting nenber the solution according to
claiml neets the requirenent of inventive step
(Article 56 EPC)

Dependent clainms 2 to 5 include further enbodi nents of
the invention and can be naintai ned together with
allowable claiml1l (Article 52(1) EPC)
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the First Instance with the
order to maintain the patent with the foll ow ng
docunent s:

- Claim1l submtted at the oral proceedings

- Claims 2 to 5 as granted

- Description colums 1 to 6 submtted at the oral
pr oceedi ngs

- Figures 1 to 6 as granted

The Regi strar: The Chai r man:

M Patin P. Alting van Ceusau
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