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Summary of Facts and Subm ssi ons
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By its decision dated 24 July 2002 the Qpposition
Division rejected the opposition. On 30 August 2002 the
appel  ant (opponent) filed an appeal. The appeal fee
was paid on 2 Septenber 2002. The statenent setting out
t he grounds of appeal was received on 19 Novenber 2002.

The patent was opposed on the grounds for opposition
based on Articles 100(a) EPC (54 and 56 EPC) and 100(b)

EPC.

The foll owi ng docunents played a role in the appeal
pr oceedi ngs:

D1: US- A-4 815 166

D2: CA-A-1 134 571

D3: NL- A-7 811 019

D3': US-A-4 213 228 (nenber of the patent famly of D3)
Wth letter of 23 April 2004 the respondent filed a new
set of clains, wherein solely independent claim9 had
been anended.

| ndependent clainms 1 and 9 read as foll ows:

"1. Method for separating at |east one piece of
visceral tissue (10; 10b) fromat | east one organ (8;
8b) connected thereto, in which the at | east one piece

of visceral tissue (10; 10b) to be separated is snaller
than said at | east one organ (8; 8b), characterized in
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that the cluster of at |east one piece of visceral
tissue (10; 10b) and the at |east one organ (8; 8b) is
noved relative to and over a surface (2; 2a; 2b; 26
28; 30; 43; 48; 58) which is provided with holes (4;
4a; 4b; 4c; 30a; 41; 50; 60), which holes are
effectively at least as |large as the snall est cross-
section of the at | east one piece of visceral

ti ssue(10; 10b) to be separated, while a piece of

vi sceral tissue (10; 10b) to be separated which passes
into a hole (4; 4a; 4b; 4c; 30a; 41; 50; 60) is
retained in the hole.”

"9. Device for separating at |east one piece of
visceral tissue (10; 10b) fromat | east one organ (8;
8b) connected thereto, in which the at | east one piece
of visceral tissue (10; 10b) to be separated is snaller
than said at | east one organ (8; 8b), characterized in
t hat the device conprises:

a surface (2; 2a; 2b; 26; 28; 30; 43; 48; 58) provided
with holes (4; 4a; 4b; 4c; 30a; 41; 50; 60) which are
effectively at least as |large as the snall est cross-
section of the at |east one piece of visceral tissue
(10; 10b) to be separated, the hol es being configured
to retain a piece of visceral tissue (10; 10b) to be
separated which passes into a hole, in the hole; and
means for making the cluster of at |east one piece of
vi sceral tissue (10; 10b) and at | east one organ (8;
8b) nove relative to and over the surface (2; 2a; 2b
26; 28;30; 43; 48; 58)."

Oral proceedi ngs before the Board took place on 24 ay
2004.
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The appel | ant requested that the decision under appeal
be set aside and that the patent be revoked.

The appellant mainly argued that the patent in suit did
not disclose the invention in a manner sufficiently
clear and conplete for it to be carried out by a person
skilled in the art (Article 100(b) EPC). He all eged
that the patent specification did not indicate an upper
[imt for the size of the holes and that the | ower
[imt for the size of the holes was defined with
respect to the cluster of organs to be processed and
therefore did not constitute an unanbi guous teaching
for a skilled person. Furthernore, the appellant put
forward that anended claim9 contravened the

requi renents of Articles 123(2) and 84 EPC, because
none of the figures of the patent in suit referred to
with respect to the device, nor the parts of the
description of the patent in suit relating to the

devi ce, disclosed holes configured to retain a piece of
visceral tissue that passes into it. Mreover, in his
view not all of the essential features needed to define
the invention were specified in the independent clains.
Finally, the appellant argued that the subject-matter
of the independent clains was not new wth respect to
D1 or did not involve an inventive step in conparison
wth D2.

The respondent (patentee) disputed the views of the
appel lant. He argued that the patent in suit provides
clear instructions howto carry out the method for
separating a piece of visceral tissue froman organ by
noving it over a surface provided with holes, said
information being sufficiently clear for a skilled
person to reduce themto practice w thout undue burden,
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if necessary with reasonabl e experinents. He further
argued that although the clains were drafted in terns
of functional features they were clear and did conprise
all the essential features needed to define the

i nvention. The respondent disputed that D1 discloses
all the features of the independent clains and that D2
could render the invention obvious to a person skilled
in the art.

The respondent requested that the appeal be dism ssed
with the proviso that the patent be maintained on the
basis of clains 1 to 28 filed on 23 April 2004,
colums 1, 2, 5to 8 of the description as granted,
colums 3 and 4 of the description as filed in oral
proceedi ngs and the figures as granted.

Reasons for the Decision

1

1418.D

The appeal is adm ssible.

Interpretation of the clains:

When interpreting the clains of a patent a skilled
person should rule out interpretations which are
illogical or which do not make technical sense. He
should try to arrive at an interpretation which is
technically sensible and takes into account the whole
of the disclosure of the patent.
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In the characterizing portion of claim1 it is
i ndi cat ed:

"the at | east one organ (8; 8b) is noved relative to
and over a surface (2; 2a; 2b; 26; 28; 30; 43; 48; 58)
which is provided wth holes", and

"while a piece of visceral tissue (10; 10b) to be
separated which passes into a hole (4; 4a; 4b; 4c; 30a;
41; 50; 60) is retained in the hole.™

Thus, a person skilled in the art is taught how
separation is to be perfornmed, i.e. in that the piece
of visceral tissue is retained in the hole and torn
away fromthe organ, since the organ continues its
novenent relative to the surface and the hole.

Furthernore, the invention addresses a nethod and a
device for separating said piece of visceral tissue
fromthe organ and is not concerned with what happens
to the piece of visceral tissue after separation

Thus, in the neaning of the patent in suit the term
"retained" has to be interpreted as neaning "to hold
back in order to obtain separation” and not as being

i ndi cative of what happens to the visceral tissue after
separation, i.e. it does not inply that the visceral
tissue is left behind in the hole after separation.

3. G ound for opposition based on Article 100(b) EPC

3.1 Article 100(b) EPC reads as follows "the European
pat ent does not disclose the invention in a manner
sufficiently clear and conplete for it to be carried
out by a person skilled in the art."

1418.D
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Thus, it is clearly indicated that it is the European
patent, i.e. the whole patent specification including
t he description, the clainms and the figures which shal
di scl ose the invention in a manner sufficiently clear
and conplete for it to be carried out by a person
skilled in the art and not only the clains.

The appellant referred to a passage of claim1l and
stated that it does not establish the dinensions for a
hol e. Moreover the appellant argued that there is no

i ndi cation of an upper |limt for the dinension of the
hol es.

However, the description of the patent as granted
clearly indicates, colum 6, line 55 to colum 7,

line 4, the dinensions of the holes as well as the
centre-to-centre distance of the holes for separating a
spleen and fatty tissue froma liver of a slaughtered
poul try. Therefore, a skilled person is given all the
information which is necessary to calibrate the holes
and thus to carry out the invention in at |east one
specific exanple where the organ to be processed is the
liver of a slaughtered poultry.

Furt hernore, since both the nethod and the device claim
refer to the fact that the piece of visceral tissue to
be separated has to be smaller than the organ to which
it is connected, it is clear for a person skilled in
the art that the upper Iimt for the dinension of the
holes will be the dinension of the organ to be
processed.
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It is correct that the holes are defined in the

i ndependent clains in terns of functional features,
since the size of the holes may vary in function of the
organ to be processed. This is however not

obj ectionabl e under Article 100(b) EPC as I ong as the
pat ent provides instructions which are sufficiently
clear for a skilled person to put theminto practice
wi t hout undue burden, if necessary with reasonabl e
routi ne experinents (see T 68/85, QJ CEB, 1987, 228).
In the present case there is no doubt that a skilled
person can determ ne by reasonabl e experinents the
adequate hol e dinensions with respect to the type of
organ to be processed, all the nore because the

di mensi ons and centre-to-centre di stance of the hol es
for a specific application are defined in the patent
specification, as indicated above.

Consequently, the ground for opposition based on
Article 100(b) EPC does not prejudice the maintenance
of the patent in suit.

| ndependent claim9 - Amendnents:

Article 123(2) and (3) EPC

Caim9 nowon file differs fromclaim9 as granted in
that the follow ng features have been added: "which are
effectively at least as |large as the snall est cross-
section of the at | east one piece of visceral tissue
(10; 10b) to be separated, the hol es being configured
to retain a piece of visceral tissue (10; 10b) to be
separated which passes into a hole, in the hole".
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Claim1l1l as originally filed already disclosed the
following features " while a piece of visceral tissue
(10; 10b) to be separated which passes into a hole (4;
4a; 4b; 4c; 30a; 41; 50; 60) is retained in the hole.”
Thus, fromclaiml it was clear for a person skilled in
the art that the hole "nust be configured to" retain a
pi ece of visceral tissue which passes into said hole,
since otherwise it would not be retained in the hole.

Therefore, the use of the term"being configured to" is
not objectionable under Article 123(2) EPC.

4.1.2 The appellant argued that none of the figures of the
patent in suit referred to with respect to the device,
nor the parts of the description of the patent in suit
relating to the device do disclose holes configured to
retain a piece of visceral tissue that passes into it.
However, the patent specification cannot be split into
two separate parts, one relating exclusively to the
nmet hod and the other relating exclusively to the device,
since the device is suitable for carrying out the
met hod and since Figures 1 to 5 (alleged to relate
solely to the nethod) represent parts and hole
configurations which clearly are intended to be used in
a devi ce.

4.1.3 Thus, there is a basis in the description as originally
filed as well as in claiml as originally filed for the
feature according to which the holes are effectively at
| east as large as the small est cross-section of the at
| east one piece of visceral tissue to be separated, the
hol es being configured to retain a piece of visceral
tissue to be separated which passes into a hole, in the
hol e.

1418.D
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Consequently, the requirenents of Article 123(2) EPC
are met.

Since the additional features introduce further
l[imtations to the claimthe protection conferred is
not extended and the requirenments of Article 123(3) EPC
are al so net.

Article 84 EPC - clarity:

The appel |l ant argued that not all of the essential
features needed to define the invention were specified
in the independent clains. In his view, in order to be
able to retain a piece of visceral tissue as indicated
in paragraphs 16 and 26 of the patent specification,

t he hol es nust be provided with V-shaped notches or

Wi th suction openings. Consequently, in order to fulfil
the requirements of Article 84 EPC, said features
shoul d have been specified in claim?9.

However, the patent specification indicates also

anot her possible configuration of the holes in order to
retain a piece of visceral tissue, see colum 2, line
46 where it is indicated that the holes may be provided
with a hooked edge. Thus, introduction of a feature
according to which the holes are provided with V-shaped
notches or with suction openings would unduly limt the
claimto sonme specific enbodi nents.

Mor eover, paragraph [0016] of the patent specification
clearly refers to a "preferred enbodi nent” and does not
present the notches as an essential feature, whereas
par agraph [0026] of the patent specification relates to
the description of Figure 4 which is one particul ar
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enbodi ment. Thus, even if the presence of the V-shaped
not ches i nproves effectiveness, as indicated in
paragraph [0026]: "...as a result of which there is a
great certainty of a separation being obtained", there
is no indication in the description which could lead to
t he concl usion that V-shaped notches or suction

openi ngs are essential for obtaining the expected
separation

The appell ant put also forward that the patent
specification does not disclose other neans than
suction nmeans which would be able to retain pieces of
visceral tissue after separation fromthe organ and

t hat consequently, the suction neans shoul d be
specified in claim9. However, the invention addresses
a nmethod and a device for separating said piece of
visceral tissue fromthe organ and is not concerned

wi th what happens to the piece of visceral tissue after
separation. The independent clains require that a piece
of visceral tissue that passes into a hole is retained
therein to be torn away fromthe organ; they do not
require that the piece of visceral tissue will also be
retained (kept) in the hole after separation.

Consequently, the subject-matter of amended claim9
fulfils the requirenments of clarity of Article 84 EPC

Novelty of the subject-matter of clains 1 and 9:

The subject-matter of claim1 of the patent in suit
differs fromthat of D1 in that said holes are
effectively at least as |large as the snall est cross-
section of the at |east one piece of visceral tissue to
be separated, while a piece of visceral tissue to be
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separated which passes into a hole is retained in the
hol e.

The appel |l ant argued that Dl al so di scl oses said
di stingui shing features.

The appellant referred to Figure 27 of D1 and to the
correspondi ng passage, columm 8, lines 1 to 6 which
reads as follows: "...the gizzards are noved around the
interior of the defatter through contact with the
rotating picker fingers 306 and the stationary fingers
298. Fat, gravel, grit and the |ike pass through
perforations 312 fornmed in insert 296 under the

conbi ned action of the picker fingers and the water

spray."

Fromthis passage, a skilled person will deduce that
the fat is renmoved fromthe gi zzards by nmeans of the
rotating picker fingers, the stationary fingers and

wat er spray and not because the fat is retained in the
hol es. Consequently, D1 does not disclose that the fat
to be renoved is retained in the holes. Al t hough in
D1 the fat passes through the perforations, this occurs
only after renoval of the fat fromthe organ.

The appellant further argued that it cannot be excl uded
that since the organs are noved over the surface,

pi eces of visceral tissue are caught in the
perforations and retained therein.

However, there is no indication in Dl that renoval of
visceral tissue can be obtained in this way. Therefore
such a statenent is purely specul ative, and based on an
anal ysis which is only possible in awareness of the
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invention and thus, clearly corresponds to an ex post
facto approach.

Furthernmore, claim1l of the patent in suit requires
that the holes are effectively at least as |arge as the
smal | est cross-section of the at | east one piece of
visceral tissue to be separated (enphasis added). Thus,
inclaiml, the holes are defined with respect to the
cross-section of a piece of visceral tissue before
separation fromthe organ, whereas in Dl fat passes

t hrough the perforation after it has been torn away by
the fingers, thus after separation. Consequently, no
concl usi on can be drawn from said passage of DI with
respect to the dinmension of the holes conpared to
smal | est cross-section of a piece of visceral tissue,
not yet separated fromthe organ.

Neither D2, nor D3' (or D3) disclose all the features
of the independent clains 1 or 9. This point has not
been di sput ed.

Consequently, novelty of the subject-matter of claiml
is given with respect to the docunents cited by the
appel | ant.

The sane reasoning can be applied to the subject-matter
of anmended claim9, which therefore is |ikew se nove
with respect to the docunents cited by the appellant.

| nventive step of the subject-matter of clainms 1 and 9:

The appel | ant substantiated his objection under
Article 56 EPC solely with respect to docunent D2.
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D2 (Figures 2 and 3) discloses a nethod for renoving
the tongue of a fish. According to D2 the head of a
fish to be processed is placed, tongue down over an
aperture 22 provided in a supporting plate 24, the
aperture being sufficiently large and of a
configuration suitable to receive the tongue. The
aperture is in communication with a conduit 20 wherein
vacuumis applied. The tongue is separated fromthe
fish by a rotary knife positioned for reciprocating
novenent (page 3, lines 3 to 19). Once separated from
the fish, the tongue is drawn by vacuuminto a tank 18.

The appel | ant argued as foll ows:

It is obvious for a person skilled in the art that D2
is suitable for separating a piece of visceral tissue
froman organ. As confirmed by the patent in suit
(colum 1, line 48) such visceral tissue is weakly
connected to the organ. Therefore, it woul d be obvious
for a skilled person to omt the knife (since the
tissue to be separated is only weakly connected to the
organ to be processed). Moreover, because the knife has
been renoved, it would be obvious for a skilled person
that the organ to be processed has to be noved over the
surface in order to obtain an effective separation of
the tissue and thereby, to arrive at a nethod as
claimed in the patent in suit.

However, the Board cannot agree to this approach which
represents an ex post facto analysis. The point is not
whet her a skilled person could have arrived at the
invention by nodifying the prior art, but rather

whet her, in expectation of the advantages actually
achieved (in the light of the technical problem
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addressed), he woul d have done so because of pronptings
in the prior art. What a skilled person would have done
depends in | arge neasure on the technical result he had
set out to achieve. A skilled person does not act out

of idle curiosity but with a specific technical purpose

in mnd.

Starting fromD2, even if a person skilled in the art,
know ng that the connection between the visceral tissue
and the organ is weak, would have contenplated to
remove the knife, there is no reason why he shoul d have
contenplated to nove the organ relative to the
supporting surface conprising the hole, since there is
no disclosure or hint in the cited state of the art
which could |l ead to the assunption that noving the
organ could help in perform ng the separation of the
visceral tissue. The normal behaviour of a skilled
person woul d therefore have been to rely on the sole

sucki ng action due to vacuum

In fact, there is no disclosure or suggestion in the
docunents cited by the appellant of noving an organ
over a surface provided wth holes such that a piece of
vi sceral tissue which passes into a hole is retained in
the hole so that it is separated fromthe organ it was
connected to.

Therefore, any possible conbination of the teachings of
docunents cited by the appellant would |ikew se |ack
t hese features.
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6.5 Consequently, the subject-matter of claim1l involves an
inventive step. The sane applies to the subject-matter
of claim9, which therefore |ikew se involves an

i nventive step.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the
order to maintain the patent in anmended formon the
basis of the follow ng docunents:

- Colums 1, 2, 5, 6, 7, 8 of the description as
gr ant ed,
colums 3 and 4 of the description filed in oral
pr oceedi ngs.

- Clains 1 to 28 filed with letter of 23 April 2004.

- Figures 1 to 11 as granted.

The Regi strar: The Chai r man:

G Magouliotis M Ceyte

1418.D
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Summary of Facts and Submissions

In application of Rule 89 EPC the decision given iIn case
T 947/02 on 24 May 2004 is hereby corrected as follows:

In the order of the decision, the indication of the columns of
the description as granted which read "columns 1, 2, 5, 6, 7,
8 of the description as granted™ is replaced by "columns 1, 2,

5, 6, 7 of the description as granted™.

The Registrar: The Chairman:

G. Magouliotis M. Ceyte
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