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Cat chword

. An appeal of the patent proprietor is to be considered
sufficiently substantiated within the nmeaning of
Article 108, third sentence EPC by filing anmended cl ai ns
whi ch deprive the contested decision of its basis, even
t hough it does not state any specific reasons why the
contested decision is wong. It is therefore not necessary
and woul d al so be pointless for the purposes of adequately
substantiati ng an appeal, to file grounds in support of a
version of a claimthat the appellant (patent proprietor)
no | onger defends in the appeal proceedings. (see point 2
of the reasons).

1. Where a patent proprietor appeals against an interlocutory
deci sion, maintaining a patent in anmended formin
accordance with an auxiliary request the main request
rejected by the opposition division is to be considered as
a fornmulation attenpt which does not prevent the patent
proprietor fromsubmtting in the appeal proceedings a new
mai n request having a claim 1l broader in scope than that of
the rejected main request but narrower than that of the
granted version (see point 3 of the reasons).
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Summary of Facts and Subm ssi ons

1580.D

The appellant 01 is proprietor of European patent
No. O 695 887 (application No. 95 304 228.0).

The patent was opposed by the appellant 02 on the
grounds of lack of novelty and | ack of inventive step.

The follow ng state of the art was inter alia cited:

Dl: US-A-5 290 627 (which corresponds to DE-A-
4 211 010)

D6: EP-A-0 352 363.

By its interlocutory decision dated 11 July 2002 the
opposi tion division maintai ned the European patent in
t he amended formon the basis of the auxiliary request.

It rejected the main request on the grounds that the
subject-matter of claim1 was not inventive over the
conbi nati on of D1 and De6.

On 12 Septenber 2002 the patent proprietor
(appel l ant 01) | odged on appeal against the decision
and paid the prescribed appeal fee.

The statenent of grounds of appeal was filed on
25 Novenber 2002.

On 24 Septenber 2002 the opponent (appellant 02) | odged
an appeal against the decision and paid the prescribed
appeal fee.



VI .

1580.D

- 2 - T 0934/ 02

The statenent of grounds of appeal was filed on
18 Novenber 2002.

Oral proceedi ngs before the Board were held on
29 April 2004.

The appellant 01 (patent proprietor) requested that the
deci si on under appeal be set aside and that the

Eur opean patent be mai ntained on the basis of one of
the sets of docunments according to the main request
(called hereafter "new main request”) and first to
fourth auxiliary request submtted wth letter dated

29 March 2004.

The appel l ant 02 (opponent) requested that the decision
under appeal be set aside and that the European patent
be revoked.

Claim1 according to the new nmai n request reads as
foll ows:

"1. A fibrous base material for use in a non-asbestos
friction material, conprising a plurality of
fibrillated aram d fibers having a freeness of 150 to
450 on the Canadi an Standard Freeness |ndex, cellul ose
fibers, and a silica filler material, wherein the
filler material is held onto the surface of the fibrous
base material by the fibrillated aramd fibers; the

fi brous base material, conprising in percent, by

wei ght, based on the weight of the fibrous base
material, 15 to 25% by weight, fibrillated aramd
fibers; 5 to 30% by weight, cellulose fibers; and 45
to 70% by weight, silica filler material."
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I n support of its requests the appellant 02 (opponent)

made essentially the foll ow ng subm ssions:

(i)

The provisions of Rule 64(b) EPC require that the
noti ce of appeal contains a statement identifying
the extent to which anmendment or cancell ation of
the decision is requested. It is not the case
here, since the notice of appeal filed by the
appel lant 01 (patent proprietor) nerely states
that the interlocutory decision is "appeal ed
against to the extent that it is contrary to the
interests of the appellant™”.

In the statenment of grounds it is requested to
mai ntain the patent on the basis of a new main
request with a claim1l of considerably altered
scope which now clains a fibrous base material for
use in a non-ashestos friction material. The
previ ous mai n request which was rejected by the
opposi tion division was not concerned wth a
fibrous base material but with a non-asbestos
friction material conprising a fibrous materi al
i npregnated with 35 to 65% by wei ght pick up of
resin.

However, the purpose of the appeal procedure inter
partes is mainly to give the losing party the
possibility of challenging the decision of the
opposition division on its nerit. A patent
proprietor who has | ost before the opposition

di vision thus has the right to have the rejected
requests reconsidered by the Board of Appeal.
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To file an appeal not for reversing the decision
on one of the requests actually considered by the
opposi tion division, but only on the basis of an
entirely different new main request raising issues
never considered by the opposition division is not
in accordance with the above main purpose.

A new main request with a claim1 of considerably
al tered scope may be considered as admi ssible only
if for the patent proprietor such a new request
represents the last chance to obtain any patent
for the particular subject-matter. In the present
case it is difficult to see why this new main
request should represent the | ast chance, given
that the scope of protection of claim1l has been
consi der abl y ext ended.

Under Rul e 57a EPC anendnents during opposition
proceedi ngs are adm ssible only if they are
required in order to neet a ground for opposition.
The nere change of the scope of protection and the
nere renoval of the feature "inpregnated with 35%
to 65% by weight pick up resin” cannot be said to
meet a ground for opposition. The adm ssibility of
amendnents to claim1 of the new main request
cannot therefore be based on Rule 57a EPC.
Accordingly, the new main request should not be
admtted into the proceedings.
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(ii1)The new main request of the patent proprietor is

(iv)

concerned with a fibrous base material containing

silica filler material. According to the original

di scl osure, the fibrous base material contains "at

| east one type of filler material™. The deletion

of the above quoted feature in claim1 of the new

mai n request contravenes Article 123(2) EPC

The application as filed only discloses 45%to 70%

of a variety of filler materials considered in

conbi nation, not 45 to 70%silica filler al one as

claimed in claim1 of the new main request. Thus

claim1 does not neet in this respect the
requirenments of Article 123(2) EPC.

D6 di scl oses

a fibrous base nmaterial for use in a non-

asbestos friction materi al

the fibrous material conprising a plurality of
fibrillated aram d fibres having a freeness of
425 on the Canadi an Standard Freeness i ndex
(page 8, Table 1, exanple 4c)

cellulose fibres (page 6, line 2) and

a filler material held onto the surface of the
fibrous base material by the fibrillated aramd
fibres

the fibrous base material conprising in per cent
by wei ght, based on the weight of the friction
mat eri al
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- 15%Dby weight ... fibrillated fibres (claim8)

- 5to 25% by weight cellul ose fibres (page 6,
Table "first systent) and

- 0-40%by weight ... filler material (page 6,
Table "first systent).

In this citation (page 6, lines 49 to 50) a percentage
of the fibrillated fibres may be conbined with aram d
fibres. According to the patent under appeal (see
claim8 as granted) silica filler is equivalent to
other filler materials such as "carbon particles" used
in D6 and D1 teaches the use of silica filler in a
conparable friction material.

Therefore the subject-matter of claim1l of the new main
request is rendered obvious by the conbination of D1
and De6.

The appellant 01 (patent proprietor) argued that the
new mai n request was formally adm ssible and did not
contravene Article 123(2) EPC. It also submtted the
reasons for which the subject-matter of claim1l of this
new mai n request was inventive over the conbination of
D1 and De6.

Reasons for the Deci sion

1

1580.D

The appeal of the appellant 02 (opponent) neets the
requirenents of Articles 106 to 108 and Rule 64 EPC and
is therefore adm ssible.
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Adm ssibility of the appeal of the patent proprietor

Together with its statement of grounds of appeal the
patent proprietor filed a main new request, whose
claim1 is concerned with a fibrous base material for

use in a non-ashestos friction materi al .

The previous main request rejected by the opposition
di vi sion was not concerned with a fibrous base materi al
but with a non-asbestos friction material conprising a
fibrous material inpregnated with 35%to 65% by wei ght
pick up of resin. The statenent of grounds of appeal
does not deal with the main request rejected by the
opposi tion division and thus does not state any
specific reasons why the interlocutory decision was
wrong. However, the statenent of grounds sets out in
detail the reasons for which the subject-matter of
claim1 according to the appended new nai n request
shoul d be considered as inventive over the conbination
of D1 and De6.

The appel l ant 02 (opponent) submits in essence that the
appeal of the patent proprietor is not adm ssible since
it is based on new anended clains which are not within
the scope of the main request rejected in the

opposi tion division's decision. The purpose of an
appeal is nanely to reverse the decision on the
rejected request not to examine an entirely different
new mai n request raising i ssues never considered by the

opposi tion division.

The Board is unable to follow such reasoni ng.
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The issue of adm ssibility has nanely to be consi dered
inthe light of Articles 106 to 108 and Rul e 64 EPC.
There is nothing in these provisions supporting the

i dea that the task of a Board should be strictly
limted to considering the clains contained in the
requests rejected by the opposition division.

Furthernore, in accordance wth the established
jurisprudence of the Boards, an appeal is to be
considered sufficiently substantiated to satisfy the
requi renents of Article 108, third sentence EPC even if
it does not give the reasons why the decision is
contested, provided the two followng criteria are net

(1) The subject of the proceedi ngs has changed eg due
to the filing of a new set of anmended cl ai ns
together with the statenment of grounds and

(ii1) The reasons for the decision are no |onger
rel evant in view of the change in the subject of
t he proceedings, (cf in particular J xx/87 dated
17 August 1987, QJ EPO 1988, 323, point 1.4 and
T 105/ 87 dated 25 February 1988, not published in
Q EPO.

More precisely, decision T 717/01 which refers to the
above cases states the follow ng (point 2 of the
reasons): An appeal of the patent proprietor is to be
considered sufficiently substantiated within the
meani ng of Article 108, third sentence, even though it
does not state any specific reasons why the contested

decision is wong, if
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(i) there is a change in the subject of the
proceedi ngs due to the filing of new cl ains
together with the statenment of grounds

(1i) the statenment of grounds sets out in detail why
the rai sed grounds for opposition do not prejudice
t he mai ntenance of the patent as anended on the
basi s of these new cl ai ns.

In particular, the present Board sees no reason why the
appel lant 01 (patent proprietor) in its appeal should
be obliged to deal with the reasoning in the opposition
di vi sion's deci sion when such reasoni ng no | onger
applies in view of the anmended clains. An appeal may be
substantiated by filing anended cl ai ns which deprive
the contested decision of its basis. It is therefore
not necessary, and would al so be pointless, for the

pur poses of adequately substantiating an appeal, to
file grounds in support of a version of a claimthat

t he appel l ant (patent proprietor) no |onger defends in
t he appeal proceedings.

It is not contested that the statement of grounds gives
in detail the reasons why the subject-matter of claim1l
according to the new main request should be considered
as novel over D1 or D6 as well as inventive over the
conbi nation of these two citations.

Accordingly, the appeal of the appellant 01 (patent
proprietor) nmeets the requirenents of Article 108,
third sentence. Since it nmeets the further

adm ssibility criteria set out in Articles 106 to 108
and in Rule 64 EPC, the appeal of the patent proprietor
i s adm ssi bl e.
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Adm ssibility of the new main request

The fibrous base material clained in claim1l as granted
conpri sed:

(i) Aplurality of fibrillated aramd fibres, having a
freeness of about 150 to 650 on the Canadi an

Fr eeness | ndex;

(ii) Cellulose fibres; and

(iii)At least one type of filler material.

Claim3 as granted specified the proportions of the
conponents (i) to (iii), and, in particular, specified
that the filler should be present in an anount of 45 to
70% by wei ght .

Claim5 as granted specified that the fibrill ated
aram d fibres, have a freeness of about 150 to 450 on
t he Canadi an Freeness | ndex.

Claim8 as granted specified that the filler material

is inter alia, silica filler.

Claim1l of the new nmain request is a conbination of
granted clains 1, 3, 5 and 8 (insofar as claim3$8
related to the silica filler).

Claim 1 of the previous main request rejected by the
opposition division clainms a non-asbestos friction

mat erial conprising a fibrous material as defined in
claim1 of new main request and inpregnated with 35%to
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65% by wei ght pick up of resin. There is no doubt that
claiml1l of the main request is broader in scope then
the claim1l of the main request rejected by the
opposition, but narrower defined than granted claim 1.

In accordance with the established jurisprudence of the
Boards, the EPC makes no provision for a patent
proprietor to surrender his patent in opposition
proceedi ngs. This neans that (even where there has been
an express declaration of surrender, which is not the
case) he cannot surrender his patent either wholly or
in part. The patent proprietor can only request that it
be amended and, in principle, can wthdraw or anend
such a request at any tinme provided no abuse of
procedural law is involved or unless in that particular
case a prohibition on reformatio in peius applies.
Accordingly a new version of the claimis to be
regarded as a formnulation attenpt and not as a
renunci ati on of nore extensive protection (see i.a.

T 123/85 Q) EPO 1989, 336, points 3.1.1 and 3.1.2 of

t he reasons and T 296/87 QJ EPO 1990, 196, point 2 of
the reasons). In other words even the patent proprietor
whi ch has defended his patent only to a limted extend
in opposition proceedings is not a priori prohibited
fromreturning during the appeal proceedings to a
broader version, including the granted version, of its
patent, since intervening limtations of the patent do
not inmply any renunciation of parts of the patent but
are rather to be regarded nerely as attenpts to word
the patent so as to delimt it against objections.

G ven that in accordance with this established case | aw
such a fornul ation attenpt does not prevent the patent
proprietor fromreturning to the granted version of the
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patent in the course of the proceedings, it nust be
considered a fortiori that the patent proprietor has
the right to submt a new version of the clains which
is nore restricted in scope than the granted version,
insofar as his doing so does not amount to a m suse of
t he proceedi ngs.

This means in the present case, that the patent
proprietor has the right (i) to amend the main request
rejected by the opposition division which is to be
regarded as a formulation attenpt and (ii) to seek to
defend the patent in anmended formon the basis of the
new mai n request having a claim1 which is broader in
scope than that of the rejected main request but
narrower than that of the granted version

The Board is unable to follow the opponent's

subm ssions that the anended version of the clains
according to the new main request is not allowable
under Rule 57a EPC. According to these provisions,
amendnents to the clains are permtted in opposition
proceedi ngs, provided that they are occasi oned by
grounds specified in Article 100 EPC even if the
respective ground has not been invoked by the opponent.
As already outlined, claim1l of the new main request is
a conbination of granted clainms 1, 3, 5 and 8. It
cannot be denied that this nore restricted version was
filed in response to the objection of |ack of
patentability rai sed by the opponent in order to
overcone this objection. This new main request was
submtted together with the statenment of the grounds of
appeal (and slightly anmended by letter dated

29 March 2004) and thus cannot be di sregarded as not
submtted in due tine.

1580.D
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As outlined on the above anal ysis, the previous main
request rejected by the opposition divisionis to be
considered as a fornulation attenpt to overcone the
ground of |ack of patentability, which does not prevent
the patent proprietor fromsubmtting another version
of the clainms which is nore restricted than the granted
version provi ded no abuse of procedure is involved. It
is therefore immterial that as alleged by the opponent
this new main request differs "considerably"” in scope
fromthe previous main request. In this context it is
however observed that the essence of the invention
clainmed in the previous main request lies in the
fibrous base material contained in the clainmed non-
asbestos friction material and that such fibrous base
material is now clainmed as such in claim1 of the new
mai n request. In the present case, therefore, there can
in any case be no question of the subject-matter of the
clainms involved being entirely different.

Article 123 EPC

As already stated, claim1 of the new main request is a
conbi nation of granted clains 1, 3, 5 and 8 (insofar as
granted claim8 related to silica filler).

Article 123(3) EPCis not violated since the protection
conferred is nore restricted than in the version

gr ant ed.

The nodification of the feature "at | east one type of
filler material” in claiml as filed into "silica
filler material”™ is supported by claim9 as filed which
specifies that the filler is selected fromthe group
conprising silica filler, carbon particles and gl ass
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bead, especially when considered in conbination with
the preferred enbodi nents disclosed, in all of which a
silica material is the only filler present. On this
basis it is apparent that the requirenment of claim3 as
filed that there be about 45 to about 70% by wei ght of
filler material extends to the situation where a silica
material is the only filler, thus supporting the
feature of present claimthat the fibrous base materi al
conprises "45 to 70% by weight, silica filler

material".

It follows that anended claim 1l of the new nmain request
neets the requirenments of Article 123(2) EPC.

| nventive step

The invention the subject of the European patent is
concerned with a fibrous base material for use in a
non- asbestos friction material and with a conposite
friction material conprising the above fibrous base
material inpregnated with a phenolic or phenolic-based

resin.

It is stated that the friction material is especially
useful in continuous slip clutch applications in which
| ow vi brations or "shudder" are produced. One factor
affecting the shudder resistance of the continuous slip
torque is said to be the property of the friction
material used in this continuous slip application, see
par agraph [004] of the patent specification. In order
for friction materials to be useful in such
applications, the friction material nust have a w de
variety of characteristics: In particular it nust
possess good shear strength when perneated w th brake
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fluid or transm ssion oil during use. The fluids
absorbed into the friction material nust be capabl e of
bei ng squeezed or released fromthe friction materi al
qui ckly under the pressures applied during the
continuous clutch operation (see paragraph [0006] of

t he patent specification).

Dealing with the question which of the two citations D1
and D6 is nore closely related to the subject-matter of
t he patent under appeal, it nust be borne in mnd that
D6 is concerned with the addition of fibrillated
acrylic fibres to non-asbhestos type friction nmaterials
for the purpose of inproving the structural integrity
of preforms used in the manufacture of friction

el enents (page 1 first paragraph). In contrast, D1

di scloses friction material utilized for wet brake or
clutches operating in oil.

Since the object of the invention is also a non-
asbestos friction material for use when perneated with
brake fluid or transm ssion oil, the Board concl udes
that D1 represents the closest prior art.

The fibrous material for use in a non-asbestos friction
material disclosed in this citation conprises the
foll owi ng conponents: 5-70 wt% of fibrillated rame
fibres, 0-65 wt% of cotton pulp, 3-10 wt% of friction
dust, 1-10 wm % of rouge, 1-10 wt % of graphite, 1-10 mt %
of rubber latex, 10-30 wt % of di atomaceous earth (which
is asilicafiller) and 0-30 WMt % of aram d fibres (see
claiml).

This citation thus does not disclose the provision of
an amount of silica filler above 45% Nor can it be
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seen as disclosing, within the very broad ranges
defined, the specific conbination of 15 to 25 w % of
fibrillated aramd fibres and 5 to 30 wt % of cel |l ul ose
fibres. Indeed, in the only particular exanple of D1
whi ch actually conprises aram d fibres these are
present only to 5 wt% whereas the total anount of
cellulose fibres is 55 wt %

The patent proprietor has annexed to its statenent of
grounds experinmental evidence which conpares the
materials according to the invention (exanples 11l and
|V in the European patent, noted as F-1 and F-2) to a
conventional formnulation as described in DI noted as
C |l and G2. G| has the fornulation of 57,5% cotton,
5% aramd fibre and 37,5%silica which is the type of
low silica filler formulation disclosed in D. C2 has
the formulation of 30% cotton 25% aram d fibre, 25%
silica and 25% graphite particles. As it is apparent
fromthese tests, the materials of the present

i nvention have better anti-shudder properties than the
conventional materials C1 and C 2.

Thus, starting fromthe cl osest prior docunent D1 the
problemto be solved may be seen in providing a

formul ation for a fibrous base material which inproves
t he anti-shudder characteristics of the friction

mat eri al conprising such fibrous-base material, when
used in transm ssions having continuous slipping torque

converter clutches.

This problemis in essence solved by the clained
fi brous base material having 15 to 25%in wei ght
fibrillated aramd fibres having a freeness of 150 to
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450 on the Canadi an Standard Freeness Index with 45%to
70% in weight of silica filler.

D6 in the table on page 6 refers to a "first systent
whi ch may have the follow ng conponents:

| norgani c fibers: 20-70 W %
Cel I ul ose fibers: 5-25 WM %
Carbon materi al : 0-40 W™ %
Ther nosetting organi c bi nder: 10-60 W %

The conponents nenti oned above are said to be discussed
in greater detail in US-A-4 125 495 "which patent is
hereby incorporated by reference for the purpose of
such additional description" (page 6, lines 17, 18). In
this US citation it is specified that the inorganic
fibres may be asbestos fibres, glass fibres, rock wool,
fibrous talc and m xtures thereof (colum 3, lines 46
to 48)

According to the invention disclosed in D6, the
fibrillated acrylonitrile fibres may replace, in whole
or in part, the fibres of this first system The
addition of these fibres is stated to inprove the
flexural strength, stiffness and structrual integrity
of the preforns used in the manufacture of friction

el enents. A percentage of the fibrillated acrylonitrile
fibres may be conmbined with aram d fibres.

D6 does not however contain any specific disclosure of
a fibrous base material conprising both cellul ose
fibres and fibrillated acrylonitrile fibres, |et alone
a specific disclosure of a fibrous base materi al
conprising both cellulose fibres and fibrillated aramd
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fibres. To argue, as does the opponent, that on the
basis of the general indications in D6 there is a

di scl osure not only of these two types of fibres
required by present claim but also in the proportions
defined there, is purely fanciful. Furthernore D6 does
not teach the use of a silica filler material. Instead
it merely teaches the use of carbonaceous materi al
(coke particles, graphite particles and carbon bl ack)
as filler.

Thus there is nothing in D6 which could encourage the
person skilled in the art to nodify the fibrous base
material formul ations proposed in D1 by conbini ng
cellul ose and aramid fibres in the weight ranges
defined together with a high proportion of silica
filler from45 to 70 W% in order to inprove the anti-
shudder characteristics of the friction materials
manuf actured fromthe fibrous base material.

As already indicated above D1 represents in the Board's
opi nion the nost appropriate starting point for

eval uating inventive step. The opponent, however,
preferred to launch its attack starting from D6,
arguing that the only distinction of the clained
subject-matter over this prior art was the use of a
silica filler instead of a carbonaceous filler material
Thi s approach is dooned to failure in the first place
since, as explained above, D6 does not disclose the

cl ai med conbi nation of cellul ose fibres and aramd
fibres. Furthernore, the experinental evidence adduced
in conmparison with CG1 and G2 shows that the selection
of asilica filler is required for inproving the anti-
shudder properties of friction materials. The sel ection
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of 256 % of a carbon filler with 25 wit% of silica
filler is not so effective.

Accordingly, contrary to the opponent's subm ssion, the
incorporation of a silica filler cannot considered as
equi valent to that of a carbonaceous filler such as
carbon particles. As stated by the patent proprietor,
silica filler in particular diatomaceous earth has a

m croporous surface structure which is different from

t he surface structure of carbon particles. They have
different properties such as oil adsorption capability,
particle hardness, surface area, particle density and
nore inportantly particle chem stry. Therefore

di at omaceous earth provides a friction material having
different characteristics than a friction material wth
carbon particles.

Accordingly the subject-matter of claim11l involves an
inventive step (Article 56 EPC)

Dependent clains 2 to 4 which relate to particul ar
enbodi nents of the fibrous base material clainmed on
claiml1 are |ikew se allowable. The sane applies to
claims 5 to 7 for a non-asbestos friction materi al
conprising the clained fibrous base nmateri al .

The opposition grounds thus do not prejudice the
mai nt enance of the European patent as anended.
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the
order to maintain the patent on the basis of the
fol |l owi ng docunents:

- claims 1 to 7 and anended description according to
the main request filed with letter of 29 May 2004

- drawi ngs as grant ed.

The Regi strar: The Chai r man:

S. Fabi ani S. Crane
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