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Summary of Facts and Subm ssi ons

The appeal contests the decision of the Exam ning

Di vision dated 18 Decenber 2001 to refuse European

pat ent application No. 93 870 232.1 for |ack of novelty
in view of docunent DE-A-4 112 893.

. The appeal ed decision is the second decision taken by
the Examning Division with respect to this application.
I n appeal proceedings followng a first refusal dated
3 April 1998 for lack of clarity of the clains the
Board decided, with its decision T 876/98 dated
16 August 2001, that the anended clainms submtted by
tel ecopy on 29 January 2001 net the requirenent of
clarity, and remtted the case to the first instance
for further prosecution. Thereafter the appeal ed
deci si on was taken w thout any intervening

conmuni cation with the Applicant.

L1l The Applicant (hereinafter denoted Appellant) filed the
noti ce of appeal on 18 February 2002 and paid the
appeal fee on the sanme day. The statenent of the
grounds of appeal was received on 16 April 2002 and
i ncluded two further sets of clains according to
auxiliary requests | and I

I V. The Appellant requests to set aside the decision under
appeal and to grant a patent on the basis of the clains
of the main request or of auxiliary requests | or II.
Further, reinbursenment of the appeal fee and, should
the Board decide to remit the case to the first
i nstance, a possibility of responding to at |east one
further official conmunication is requested.

0579.D
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The Appel lant points out that, since the novelty

obj ection was raised in the appeal ed decision for the
first tinme, it has not been given an opportunity to
present its comrents on this issue and, therefore, has
been deprived of its right to be heard under

Article 113 EPC. Any objections raised so far during

t he exam nation before the first and second instances
related to the problemof clarity which was finally
resol ved by anmendnment of the clainms. Even if particular
comments nmade by the Exam ning Division were considered
to touch upon the issue of novelty, those coments
concern the original clains, rather than the anended

cl ai ms underlying the appeal ed deci sion. Further, the
Exam ning Division could not sinply presuppose that the
Appel l ant was not willing to limt the clains if
necessary, since the Appellant clearly denonstrated its
Wil lingness to introduce appropriate limtations by
having filed the anended clainms of the main request.

Further argunents of the Appellant relate to potenti al
substantive differences between the invention and the
subj ect-matter disclosed in docunent DE-A-4 112 893.

Reasons for the Decision

0579.D

The appeal conplies with the provisions of Articles 106
to 108 EPC and of Rules 1(1) and 64 EPC and is,
t herefore, adm ssible.

The main objection raised by the Appellant against the
appeal ed deci sion concerns a violation of the right to
be heard as stipulated in Article 113(1) EPC. In fact,
the right to be heard is a fundanmental provision
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governing all proceedings before the EPO, and its

viol ation woul d not only warrant the reinbursenent of

t he appeal fee, as requested by the Appellant, but also
the remttal to the first instance according to

Article 111(1) EPC and Article 10 RPBA. It wll,
therefore, have to be determ ned whether the right to
be heard was observed, before proceeding to the
guesti on whet her the decision on novelty was justified
on its merits.

Article 113(1) EPC provides that the decisions of the
EPO may only be based on grounds or evidence on which
the parties concerned have had an opportunity to
present their comrents. In the present case the
appeal ed deci si on was based on a | ack of novelty with
respect to docunment DE-A-4 112 893. Therefore, the
provisions of Article 113(1) EPC require that, before
taki ng a decision on novelty which adversely affects
t he Appellant, the Appellant was notified, before
taking the final decision, of this novelty objection
and invited, as often as necessary (Article 96(2) EPC)
to present its comrents thereon.

Concerning such a notification reference is nmade, in
points "14" and "6" of the appeal ed decision, to
earlier statenents nmade by the Exam ning Division
during the first instance proceedi ngs before
interruption by the earlier appeal proceedings, and by
t he Appeal Board during the earlier appeal proceedings.
The Board wi shes to enphasise that, irrespective of
whet her or not the statenents in question refer to the
sanme novelty objection, the provisions of Article 113(1)
are only conplied with, in a case where the decision is
taken after remttal for further prosecution, if the
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notification and invitation is made after the remttal,
typically by announcing the resunption of the

proceedi ngs, setting out the objections, if any, and
aski ng the Appellant whether or not it wishes, within a
fixed period of time, to present its coments or nodify
its request(s). OQtherwi se any final decision would cone
as a surprise to the Appellant, which is contrary to
the principle of good faith and fair hearing
established by Article 113(1) EPC. The Board follows in
this respect the jurisprudence devel oped in decisions

T 892/92 (QJ 1994, 664, see point 2.1 of the reasons)
and T 120/ 96 (not published, see "Case Law' 4'" edition
VIl1.C. 2.4), for opposition procedures, which however is
equal |y applicable to exam nation procedures because
the right to be heard is an essential procedural
princi pl e governing both procedures.

It is evident that if, as in the present case, the
appeal ed decision is taken imedi ately after remttal
to the first instance, w thout any intervening
conmuni cation informng the Appellant of the novelty
obj ection based on docunent DE-A-4 112 893, the
provisions of Article 113(1) are not conplied wth.

Furthernore, it is observed that the earlier statenments
made by the Exam ning Division and by the Appeal Board
referred to in points "14" and "6" of the appeal ed
decision do not clearly relate to a novelty objection
based on docunent DE-A-4 112 893.

In point "14" of the appeal ed decision a quotation from
item2 of the reasons for the Examning Division's
first decision to refuse the application was nade.

Since this decision term nated the proceedi ngs before
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the first instance at that tinme no opportunity was
provi ded for the Appellant to cormment on the findings
initem2. Furthernore, item2 nentioned sone features
common to claim1l and to docunment DE-A-4 112 893 but
has to be seen in conmbination with the following item3
where it was made clear that "desired effects” defined
inclaiml were not derivable fromthis docunent, and
"effect no. 3" was raising a clarity objection because
the claimlacked information, in the formof essential
features, as to howthis effect should be achieved.
Thus, the statenents in item2 fornmed the basis for a
clarity objection leading to the first decision of the
Exam ning Division. A correspondi ng objection was
raised in the consultation by tel ephone dated

15 October 1997 (see points 1.3 and 1.4) and in point 2
of the comuni cation dated 23 May 1997, to which the
appeal ed deci sion nade reference in point "6" of the
reasons. It is, therefore, evident that no clear

novel ty objection based on docunent DE-A-4 112 893 was
made during the exam nation before the first instance,
and that the Appellant had neither a reason nor an
opportunity to coment on such an objecti on.

In point "6" of the appeal ed decision reference was
made to item4 of the comunication dated 14 Novenber
2000 issued by the Board of Appeal during the earlier
appeal proceedings. In this paragraph the Board
commented on sone features defined in claim1 and their
relation to docunent DE-A-4 112 893 w t hout, however
drawi ng any conclusions as to novelty. Since the Board
did not have to, and in fact indicated in the foll ow ng
item5 that it did not wish to, decide on the issue of
novelty, the comments in item4 could not be understood
by the Appellant as an invitation to present its
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comments on novelty. In any case, the obligation to

gi ve the Appellant an opportunity to coment on grounds
form ng the basis of an adversely affecting decision
relates to the proceedi ngs which are eventually

term nated by such a decision, in this case to the
proceedi ngs before the first instance, and cannot be
transferred to the separate appeal proceedings.

For the reasons set out in above points 4 and 5 it is
concl uded that the Appellant did not have an
opportunity to present its comments on the grounds for
refusal of the application, either after the remttal

of the case to the first instance, as necessary, or at
any tinme before interruption of the proceedi ngs before
the first instance by the first appeal proceedings.
Thus, the first instance proceedings termnating in the
appeal ed decision were not in conformty with the
provisions of Article 113(1) EPC, constituting a
substantial procedural violation within the nmeaning of
Rul e 67 EPC. Therefore, the appeal nust be allowed to
the extent that the appeal ed decision is set aside.
Further, since the appeal was clearly notivated by this
substantial procedural violation, the reinbursenent of
t he appeal fee is considered equitable.

Regarding the further prosecution of the application

t he Board has deci ded, as foreseen by Article 10 PRBA,
to exercise its power under Article 111(1) EPC and to
remt the application once nore to the first instance
for substantive exam nation as to novelty and inventive
step in order to give the Appellant the opportunity to
have these issues considered by two instances.
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The Board wi shes to point out that due attention should
be paid, during the further prosecution before the
first instance, to the principles of a fair procedure
and the right to be heard, in order to avoid any
further | engthening of the exam nation. In particular,
it will have to be ensured that the Appellant is given
an opportunity of establishing its requests and of
commenting on any relevant grounds with regard to the

i ssues of novelty and inventive step, as requested.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further

prosecuti on.

3. Rei mbur senent of the appeal fee is ordered.
The Regi strar: The Chai r man:
A. Counillon C. T. WIlson
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