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Headnot e:

. A suspicion of partiality nust inevitably arise if a nenber
of an Opposition Division, or any other first instance body,
first solicits and then accepts enploynent with a firmin

whi ch a partner or other enployee is conducting a case pendi ng
before that menber. The fact that this only occurred after the
oral proceedings were held, and the decision if not the
reasons known, makes no difference - to be above all suspicion
of partiality, every menber nust avoid any such situation at
any tinme during the proceedi ngs. No-one can be seen as

i ndependent of both parties while in the enploy of one of them
(See Reasons, paragraph 6)

2. That adaptation of a description is connected to the clains
as mai ntai ned appears clear fromthe very term "adaptation”
and it is inconceivable that the parties could or would expect
anyone ot her than the sanme nenbers of the Qpposition Division
who conducted the oral proceedings and nade a decision on the
clainms to deal with the necessarily inter-related and
dependent question of adapting the description. If for any
reason (even quite acceptabl e and understandabl e reasons such
as illness or retirement) the sane three nenbers are not

avai lable to deal with the description, then it nust follow
that the parties are to be offered new oral proceedi ngs and
that, wi thout such an offer, both the use of a different
conposition to decide the description and the issue of two
separate decisions signed by differently conposed Opposition
Di vi sions anount to fundanental deficiencies. (See Reasons,
par agr aph 13)

3. If delay were the only deficiency, the extreme |ength of
that delay (three years and seven nonths between oral
proceedi ngs and issue of a witten decision) and the
consequent need to avoid further delay is a special reason why
t he case should not be remtted to the first instance under
Article 10 RPBA. (See Reasons, paragraph 18)

4. |If procedural deficiencies in first instance proceedi ngs
were so grave that the decision under appeal nmust be held
invalid, that decision is thereby quashed and regarded as a
nullity. In that event the case nust be remtted to the first
i nstance under Article 10 RPBA to ensure a procedurally proper
first instance decision. (See Reasons, paragraphs 19 to 21)
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Summary of Facts and Subm ssi ons

1762. D

This appeal is by the patent proprietor fromthe
interlocutory decision of the Opposition Division dated
3 June 2002, al though the nunber and dates of the first
i nstance deci sion or decisions are anong the matters
giving rise to this present decision of the Board. The
subj ect of the opposition and appeal proceedings is

Eur opean patent No. 322533 entitled "Bordetella
pertussis toxin with altered toxicity". The result of
the first instance proceedings was that the patent was
mai ntai ned i n amended formon the basis of the

appel lant's second auxiliary request and the appeal is
[imted to challenging the refusal of the main and
first auxiliary requests on the single issue of
sufficiency. The respondent (opponent) has not appeal ed.

In its comunication of 20 Oct ober 2003 the Board,
alerted by cooments made by the parties as to delay in
the first instance proceedi ngs, expressed the
provi si onal opinion that a nunber of procedural
irregularities had occurred after the first instance
oral proceedi ngs. The Board's concerns incl uded:

(A) Substantial delays, nanely:

(i) the delay between the oral proceedings and the
despatch of the m nutes of those proceedings (from
5 Novenber 1998 to 11 August 1999, a delay of nine
nmont hs) ;
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(ii) the delay between filing of the proposed anended
description and issuing a witten decision (from
14 Septenber 1999 to 3 June 2002, a delay of two
years and ei ght nonths);

(iii)the overall delay of three years and seven nonths
bet ween the oral proceedings and the despatch of
the witten decision (in fact, two decisions - see
(B) bel ow) .

The Board observed that shorter delays had been held in
sone earlier cases to be so long as to render decisions
invalid (see e.g. T 390/86 QJ 1989, 30, Reasons, para.
9; T 243/87 of 30 August 1989, unpublished in QJ EPO
Reasons, para. 2).

(B) Apparent irregularities in the first instance
deci si on(s) including:

(i) the fact that two decisions were issued, by two
differently conposed Qpposition Divisions, both
mai ntai ning the patent in anmended form a |onger
deci sion dealing with all but the anended
description and another shorter one dealing only
with the description;

(1i) the dates appearing on the decisions, nanely
15 June 2001 on the | onger decision, 23 May 2002
on the shorter decision, and 3 June 2002 at the
head of each page of the "G ounds for Decision"” of
t he | onger decision; and the date of despatch of
bot h deci sions, nanely 3 June 2002;
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(iii)the signature of the second nenber on the | onger
deci sion (conpared, for exanple, with his
signature on the mnutes of the oral proceedings).

(© The change in the conposition of the Opposition
Division after the oral proceedings including:

(i) the apparent uncertainty as to the date of this
change;

(ii) whether, in view of this change, the witten
deci sion(s) could be seen as having been rendered
by an Qpposition Division of the same conposition
as that which conducted the oral proceedings (see
the decisions cited at (A above and T 960/ 94 of
13 Septenber 2000 and T 862/98 of 17 August 1999,
bot h unpublished in QJ EPO).

In addition to the case-law references cited above, the
Board's communi cation referred the parties to Rule 67
EPC, first sentence; Article 111 EPC, second sentence;
Article 10 RPBA (which requires the Board to remt a
case to the first instance if "fundanental deficiencies
are apparent in the first instance proceedi ngs, unless
speci al reasons present thenselves for doing

ot herwi se"); and "Case Law of the Boards of Appeal of

t he European Patent O fice", 4th edition 2001,

pages 376 to 378, 387 to 388, and 555 to 562.

The conmmuni cati on then expressed the Board' s view that,
in the light of the facts and the law referred to above,
remttal of this case to the first instance m ght be
necessary. This would add further delay to a case which
had al ready suffered fromdelay but it m ght be that
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the interests of justice should override questions of

i nconveni ence to either or both parties. The parties
were directed to submt their observations on these
matters and any rel ated requests within two nont hs of

t he deened date of receipt of the communication, told

no extension of that tine imt would be allowed, and
further directed to indicate whether they requested

oral proceedings in respect of these procedural matters.

In a letter faxed on 22 Decenber 2003 in reply to the
communi cation, the appellant said it agreed with the
Board's provisional view and did not request oral
proceedi ngs in respect of these matters. The respondent
filed a substantial witten subm ssion dated

19 Decenber 2003 (summarised in VI below) in which it
di scl osed that the nenber of the Opposition Division
who left (see 11 (C) above) did so to enter enpl oynent
with the respondent’'s representative's firm The
respondent al so requested oral proceedi ngs on these
matters which the Board appointed for the earliest
avai |l abl e date. The respondent was represented at the
oral proceedi ngs which took place on 28 April 2004. The
appellant did not attend the oral proceedings, as
announced in a letter faxed on 23 April 2004 in which
it also answered certain of the respondent's argunents
(see VI bel ow).

The respondent's argunents, in its witten subm ssions
of 19 Decenber 2003 and at the oral proceedings, can be
sunmmari sed as foll ows.

(A) The first instance oral proceedings were fairly
conducted and the patentee had the benefit of an
expert. The result, as confirmed by the witten
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deci sion, was that the patent in suit was

mai ntained in a very limted anmended form
consisting of one claimto one enbodi nent. This
rendered the patent commercially usel ess. The

pat ent ee sought, during the subsequent exchanges
about amendnent of the description, to broaden the
| anguage of the description and this was a
significant reason for the delay which occurred.

(B) To set aside the decision under appeal would
benefit the appellant and unfairly di sadvant age
t he respondent. The appellant woul d gain a change
of status by regaining the patent in its original
formand, in sone Contracting States such as
Germany, this would allow the patentee to bring
i nfringenment proceedings which it clearly could
not do with the patent in its anmended and very
l[imted form The respondent could obtain no such
benefit fromremttal and this inbal ance neant the
respondent should not be prejudiced. The inbal ance
went further than nere inconvenience, it went
contrary to the principle of balance and fairness
bet ween the parties nentioned in G 9/91 and
G 10/91 (QJ EPO 1993, 408 and 420).

(© In the present case, the delay did not lead to a
different result fromthat reached at the end of
the oral proceedings; justice was done al beit
rather slowy. The record showed a consi stent
position since the oral proceedings on which the
rel evant public was able to rely. Delay could not
be cured by further delay. There were no reported
cases where remttal has been ordered for del ay
al one. Further, to remt in the present case would

1762. D
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cause legal uncertainty - in T 346/92 of 29 July
1993 (unpublished in Q3 EPO, there was no
remttal after a delay of two years so, if the
Board were to remt the present case because of a
delay of three and a half years, the point at

whi ch del ay becones unaccept abl e woul d be uncl ear.
In T 346/ 92, the Board criticised the delay but
dealt with the case itself as soon as possible.
Nei t her the case-law nor the EPC gives a renedy
for delay alone. If the position as regards del ay
were to be regularised, a rule would be required
and that was the reason for the first and second
questions to be referred to the Enlarged Board of
Appeal (see | X bel ow).

In the present case a nenber of the Qpposition
D vision (the second exam ner) approached the
respondent’'s representative's firm and ot her
firms, in February 2001 inquiring about possible
enpl oynent. At the end of March 2001, the
representative had a serious accident which
prevented hi mworking or playing any part in the
managenent of the firmuntil July 2001. In the
nmeantinme, the second exam ner was offered

enpl oynent with the firmby a letter of 19 Apri
2001. He accepted in a letter of 24 April 2001,
and started enploynment with the firmon 16 July
2001. He only remained with the firmuntil

14 February 2002 when he left and re-entered the
service of the EPO

The only reasonable interpretation of the known
facts was that, to deal with the departure of the
second exam ner, the Opposition Division secured
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his signature on the substantive decision prior to
his departure. The anmendnment of the description
not having been finalised at that tinme, a new
menber was necessarily appointed to deal with
that. It was not known why the decision signed by
t he second exam ner who |left was not actually

i ssued until nmuch | ater. However, what was done
was done correctly. In T 714/92 of 18 Septenber
1992 (unpublished in Q3 EPO), there was no

evi dence to show an exam ner had approved and
signed the decision before he left; in this case,
it was clear the departing exam ner did sign
before he left. A second decision was necessary to
deal with the description, if only to nmake the
case appeal able. There was no rule of |aw saying

t here can never be a change of conposition of an
Opposition Division between oral proceedi ngs and
witten decision; for exanple, illness m ght
require it. The headnote of decision T 862/98 (see
1 (C)(ii) above) did not rule out such changes, in
particul ar when, as in this case, no final
substanti ve deci sion had been given orally. There
was no guidance in the EPC as to what shoul d be
done in such circunstances and accordingly the
third question to be referred to the Enl arged
Board was appropriate (see | X bel ow).

The respondent declined to conment on the actual
signature of the second exami ner on the first

deci sion. Neither party nor the Board had the
expertise to decide whether or not it was the
genui ne signature of the person in question. The
case should not be decided on an issue of

graphol ogy. As regards the various dates appearing
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on the two decisions, it was not known how this
arose. Such factual issues could have been

resol ved by the Board summoni ng the nenbers of the
Opposition Division to give evidence under

Article 117 EPC.

T 390/86 (see Il (A (iii) above) held in
headnote 1:

"An Opposition Division has power to give a final
substanti ve decision (here, relating to the
patentability of individual clains) before sending
a conmuni cati on under Rule 58(4) EPC. "

In that case, all three nenbers of the Opposition
Di vi sion who signed the witten decision were
different fromthose who conducted the oral
proceedi ngs. This decision was approved in

T 960/94 (see 11 (C)(ii) above), in which a change
of even one nenber was enough to meke the deci sion
void. It followed that, in the present case, the
correct procedure was foll owed because the sane

t hree nenbers who conducted the oral proceedi ngs
all signed the first decision on 15 June 2001,
about one nonth before the second exam ner's
departure.

T 234/ 86 (QJ EPO 1989, 79) held in headnote 3:

"Where the EPC does not |ay down unanbi guously the
procedure to be followed in a given situation (in
this case when main and auxiliary requests have
been submtted), use of an incorrect procedure
does not, as long as no established case | aw
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exi sts on the matter, constitute a substanti al
procedural violation justifying rei nbursenent of
t he appeal fee.”

The respondent considered that to be the position
here - the Opposition Division was in uncharted
territory and its decision should not be held
invalid when it had no guidance fromeither the
EPC or case | aw

(H The Board had three choices. First, it could hold
that the first decision was correct in accordance
with T 390/86 (see Il (A (iii) above), the second
deci si on was necessary and acceptabl e and the
conbi nation of the two left the public in no doubt
as to the position and all owed an appeal. Second,
the Board could hold that, in the absence of any
establ i shed procedure, the Qpposition D vision,
even if it followed an incorrect procedure, should
be protected by the principle enunciated in
headnote 3 of T 234/86 (see (G above). Third, the
Board could find that there were unresol ved points
of law and refer the questions filed by the
respondent to the Enl arged Board of Appeal.

The appellant, in its letter of 22 Decenber 2003,
agreed with the Board's provisional opinion expressed
in its conmunication of 20 Cctober 2003 (see Il to IV
above). In its letter of 23 April 2004 in reply to the
respondent's witten argunents, the appellant also
argued that the delay between the oral proceedi ngs and
the witten decision could not be attributed to the
appel I ant; questioned whet her justice could be seen to
be done when a nenber of the Opposition Division took
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enpl oynment with the respondent's representative before
the witten decision was issued; and observed that the
respondent’'s request for a referral to the Enlarged
Board of Appeal (see | X below) was inconsistent with
its argunent that there should be no further del ay.

The appel | ant requested that the decision under appeal
be set aside and the case be remtted to the first

i nstance for re-hearing.

The respondent’'s main request was that the Board shoul d
not remt the case to the first instance. Its auxiliary
request was that the Board refer the foll ow ng
questions to the Enlarged Board of Appeal:

1. Can nmere del ay al one, between the date of an oral
deci sion delivered by a first instance and the
subsequent issue of a witten decision, ever
constitute a substantial procedural violation
justifying the voiding of the first instance
decision and remttal to the first instance by a
Board of Appeal without first hearing the

substantive issues in the case?

2. If the answer to question 1 is "yes", what
criteria should be applied to determ ne when a
del ay constitutes such a substantial procedural

vi ol ati on?

3. Under what circunstances, if any, is it
perm ssi bl e wit hout substantial procedural
violation for there to be a change in the
conposition of the first instance after oral
proceedi ngs on the substantive issues in the case,
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and where a verbal decision has been announced at
t hose oral proceedings, but before a witten
decision is issued by the first instance?

Reasons for the Deci sion

1. The appeal is adm ssible. Since it becane apparent to
the Board, at an early stage of its exam nation of the
appeal, that serious procedural deficiencies m ght have
occurred at first instance which mght lead to remtta
(Article 10 RPBA), it decided not to consider the
substance of the case until those procedural issues had
been dealt with. Since the outcone is in fact remttal
of the case to the first instance, it should be
recorded that the Board has not considered the
substantive matters at all and nakes no conment thereon.
It follows that the Board al so nakes no comment on one
of the respondent's argunents, nanmely that "justice was
done al beit rather slowy" (see VI(C) above). If that
argunent were to be accepted, it m ght appear the Board
accepts that the Opposition Division nmade the correct
decision on the nmerits. It will be apparent fromthis
decision that the Board considers the Qpposition
Division's decision nust be set aside for procedural
reasons and, in that sense, the Board considers justice
was neither done nor seen to be done. The Board
expresses no opinion as to whether or not, in the
absence of those procedural deficiencies, the
substantive result would have been the correct result.

1762. D
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The Board has no hesitation in rejecting the
respondent’'s argunent (see VI(A) above) that the

appel  ant patentee contributed to the delay between the
oral proceedings of 5 Novenber 1998 and the issue of
the two witten decisions on 3 June 2002. It may well
be the case that if, as the respondent says, the
patentee found itself after the oral proceedings with a
commercially useless patent, it sought to inprove its
position by the amendnents it proposed to the
description. That is sonething the respondent should
have expected and coul d have resisted, and indeed did
resist. However, there is a world of difference between
fighting one's case and causing del ay; indeed, the file
shows the patentee protested at the delay as nuch as,

if not nore than, the respondent. The del ays which
occurred are not, in the Board' s opinion, attributable
to either party in any degree but are attributable to

t he OQpposition Division al one.

That the delays in this case were both exceptional and
undesirable is beyond doubt. A total delay of three
years and seven nonths fromthe oral proceedi ngs, when
t he opposition was substantially decided, until the
issue of the witten decisions can hardly be criticised
sufficiently. Indeed, if entire opposition proceedi ngs
took that long, criticismmght be justified. Neither
party sought to defend the delay and indeed both
remarked on it in witing at the tinme (see the
Appellant's letters of 23 Decenber 1999, 21 Decenber
2000 and 27 April 2001 and the Respondent's letter of
13 June 2001). The case |aw of the Boards of Appeal

of fers several exanples of shorter but unacceptable
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| apses of tinme between oral proceedings and witten
decision - for exanple, two years in T 390/86 (see

1 (A)(iii) above), Reasons, paragraph 9; nore than one
year in T 243/87 (see I1(A)(iii) above), Reasons,
paragraph 2; and nore than two years in T 346/92 (see
VI (C) above), Reasons, paragraph 7. It follows that the
even longer delay in the present case of three years
and seven nonths is all the nore unacceptable. Such
earlier cases al so make clear the chief reason such

| ong del ays cannot be allowed is the risk of errors -
this has been conprehensively denonstrated by the
present case. The Board finds it truly appalling that,
despite the abundantly cl ear nessage of those earlier
cases, a delay of such extraordinary |length was all owed
to happen. It clearly amounts to both a substanti al
procedural violation under Rule 67 EPC and a
fundamental deficiency in the first instance
proceedi ngs under Article 10 RPBA.

Suspected partiality

1762. D

It is well-established in the case-law of the Boards of
Appeal that a suspicion of partiality or bias nmay be
sufficient to invalidate a first instance decision (see
"Case Law of the Boards of Appeal of the European
Patent O fice", 4th edition 2001, page 378). This
reflects a basic principle of procedural law in the
Contracting States of the EPC (cf. Article 125 EPC)
nanely that all the nmenbers of a tribunal nust be above
any suspicion of bias. Al though often referred to as
the rul e against bias (or sonetines as a rule of

natural justice), it is inportant to note that, in the
majority of cases in which it is invoked, no actual
bias or partiality is established and all that occurs
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is an inference that one or nore persons in a decision-
maki ng capacity m ght have reason to favour a
particular party. It can be seen as one aspect of the
principle that justice nust not only be done but nust
be seen to be done. The EPC itself applies the rule
agai nst bias to the Boards of Appeal (see

Articles 23(1)(2)(3) and 24 EPC) and the Enl arged Board
of Appeal has extended its application to the first

i nstance (see G 5/91 QJ EPO 1992, 617).

In G 5/91 the Enlarged Board held that the question
whet her or not an objection of suspected partiality was
justified could only be considered in the particul ar
circunstances of each individual case. The Board nust
t herefore consider the appellant's objection (see VII
above), taken after the respondent's very candid

di scl osure of the relevant facts (see VI(D) above), in
the formof the question: can justice be seen to have
been done in the circunstances of the present case,
namel y when a nenber of the Qpposition Division took
enpl oynment with the respondent's representative before

the witten decision was i ssued?

The Board has no hesitation in answering that question
in the negative. The Board readily accepts that nothing
untoward actual ly happened in the present case; none
the |l ess a suspicion of partiality nmust inevitably
arise if a nmenber of an Qpposition Division, or any
other first instance body, first solicits and then
accepts enploynent with a firmin which a partner or

ot her enpl oyee is conducting a case pendi ng before that
menber. The fact that this only occurred after the oral
proceedi ngs were held, and the decision if not the

reasons known, makes no difference - to be above al
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suspicion of partiality, every nmenber nust avoid any
such situation at any tinme during the proceedi ngs. No-
one can be seen as independent of both parties while in
t he enpl oy of one of them

It must be enphasi sed that the Board nakes no criticism
of either the respondent's representative or his firm
The representative was, at the tinme the exam ner was
recruited, so unwell he could take no part in his
firms business and, in his absence, none of his

col | eagues coul d have been expected to see the
difficulty which mght, and did in fact, result from
enpl oying the examiner. It remains possible that, on
the representative's return to work, he m ght have
appreciated that difficulty but, even if he did, it was
then too late to avoid it.

Accordingly the Board finds that the enploynment by the
respondent’'s representative's firmof the second

exam ner was both a fundanental deficiency in the first
i nstance proceedings within the neaning of Article 10
RPBA and a substantial procedural violation within the
meani ng of Rule 67 EPC.

Change of Conposition - Two Witten Deci sions

1762. D

The case-law shows it to be well-established that a
signed witten decision issued after oral proceedings
shoul d be the decision of those nenbers of the first

i nstance who conducted the oral proceedi ngs and none
others (see for exanple T 390/86 (see II(A)(iii) above),
Reasons, paragraphs 7 to 9; and T 243/87 (see II1(A)(iii)
above), Reasons, paragraphs 3 to 5). The case-law al so
shows that a change of conposition of an Opposition
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Di vi sion between oral proceedings and the issue of a
witten decision should be avoided and, if that is not
possi bl e, parties should be offered new oral
proceedings in the event of a change (see T 862/98
(11(Q(ii) above), Reasons, paragraphs 2.1 to 2.3).

In the present case, in which a nmenber of the
Opposition Division took enploynment with the
respondent’'s representative's firmafter the oral
proceedi ngs and before the decision was issued, there
clearly was a change of conposition and, equally
clearly, there was no offer to the parties of new oral
proceedi ngs. As regards the witten decision ultimtely
i ssued, this was done in the very strange formof two
deci sions - one signed by the Qpposition Division in

t he conposition which conducted the oral proceedings
and dealing with everything but the adaptation of the
description; and one in the new conposition forned
after the second exam ner departed, dealing only with
adaptation of the description. It appears that it was
hoped in this way to conply with the requirenment that
the sane three persons who conducted the oral
proceedi ngs nmust sign the witten decision. There is no
doubt that the principles referred to in paragraph 9
above appear to have been contravened, in which case
these matters woul d al so constitute fundanenta
deficiencies, and it is for the Board to deci de whet her
any of the argunents put forward by the respondent
avoi d that concl usion.

The respondent argued (see VI(E) above) that the
OQpposition Division was correct to obtain the signature
of the exam ner who |eft before his departure and
thereafter correct to issue a second decision to dea
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only with the adaptation of the description. Since, the
argunent continues, there is no rul e agai nst changes of
conposition as such, changes must be possible, for
exanple in the case of illness. However, that argunent
over|l ooks two fundanental matters. First, that in this
case the change of conposition was caused not by
illness but by steps taken by a nenber of the
Qpposition Division which placed himin a position of
suspected bias and, once that had occurred, nothing
coul d avoid that suspicion. Second, even if there had
been a change of conposition for a quite innocent and
accept abl e reason (such as illness), it is well-

est abl i shed that such a change after oral proceedings
should lead to an offer to the parties of new oral
proceedi ngs since otherwi se both their right to be
heard may be violated and the witten decision will not
be issued by exactly the sane persons who heard the

oral argunments.

The respondent argued (see VI(E) above) that the first
sentence of the headnote of T 862/98 showed there was
no absol ute rul e agai nst changes of conposition, in
particul ar where no final substantive decision has been
given orally which, it was argued, was the case here.
However, reference just to the whol e headnote shows
this argunment cannot be sustained. The entire headnote
reads:

"Changes in the conposition of an Opposition Division
after oral proceedings should be generally avoided al so
in cases where no final substantive decision has been
given orally. Were this is not possible, new oral
proceedi ngs nmust in general be offered to the parties

under such circunstances (see the anal ogous regul ation
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of Article 7(1) of the Rules of Procedure of the Boards
of Appeal). Such offers may be foregone in exceptional
cases, in particular if the final decision given by a
differently conposed Opposition Division is not
substantially based on findings arrived at during the
oral proceedings but on fresh facts and argunents
communi cated to the parties in the resuned witten
proceedi ngs (see point 2.3 of the reasons)."”

As the word "also" in the first sentence nmakes clear,
t hat headnote is extending even to cases where there
has been no final substantive decision the principle
that there should either be no change of conposition
or, in the event of a change, an offer of new oral
proceedi ngs. The suggestion that the decision taken at
the oral proceedings in the present case was not final
and/ or substantive is, in the board' s view untenable.
As explained in the next paragraph, it was final as
regards the clains and determ native of the adaptation
of the description. In the |anguage of the T 862/98
headnote, the final decision given by a differently
conposed Qpposition Division was (and coul d only be)
substantially based on findings arrived at during the
oral proceedings and not on fresh facts and argunents
communi cated to the parties in the resuned witten

pr oceedi ngs.

13. For substantially the sane reasons, the Board cannot
accept the respondent's argunents based on headnotes in
the earlier decisions T 390/86 and T 234/86 (see VI(Q
above). As regards headnote 1 in T 390/86 which reads:

1762. D
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"An Opposition Division has power to give a final
substanti ve decision (here, relating to the
patentability of individual clains) before sending a
conmuni cation under Rule 58(4) EPC. "

this offers no support whatsoever for the proposition
that the use of two separate decisions was correct. A
Rule 58(4) EPC letter invites the parties to state
their observations if they di sapprove of the text in
whi ch the Opposition Division intends to maintain a
patent. It is quite clear that such a letter
presupposes the existence of both clains and
description in the intended form However, in the
present case, the intended formof the clainms (in fact,
only one claim had been established at the oral
proceedi ngs and the description remai ned to be adapted
to that claim That adaptation of a description is
connected to the clains as maintai ned appears cl ear
fromthe very term"adaptation” and it seens

i nconcei vabl e to the Board that the parties could or
woul d expect anyone ot her than the sane nenbers of the
Opposi tion division who conducted the oral proceedi ngs
and made a decision on the clains to deal with the
necessarily inter-rel ated and dependent question of
adapting the description. If for any reason (even quite
accept abl e and under st andabl e reasons such as ill ness
or retirement) the same three nenbers are not avail able
to deal with the description, then it nmust follow that
the parties are to be offered new oral proceedi ngs and
that, without such an offer, both the use of a

di fferent conposition to decide the description and the
i ssue of two separate decisions signed by differently
conposed QOpposition Divisions amount to fundanental
defi ci enci es.

1762. D
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The respondent also relied on headnote 3 of T 234/86
whi ch reads:

"Where the EPC does not |ay down unanbi guously the
procedure to be followed in a given situation (in this
case when main and auxiliary requests have been
submtted), use of an incorrect procedure does not, as
| ong as no established case | aw exists on the matter,
constitute a substantial procedural violation
justifying reinbursenent of the appeal fee."

The Board notes that the exception within that headnote
applies in the present case with considerable force -
est abl i shed case | aw does exist on the very matters,
such as a change of conposition wi thout an offer of new
oral proceedi ngs, which give rise to procedural

violations in this case.

Further, the Board considers headnote 3 of T 234/86
al one should not be relied on for the principle or
proposition it appears to set out. That headnote
concludes with the follow ng reference:

"(cf. decision T 156/84, QJ EPO 1988, 372, point 3.13
of the Reasons)."

There is in fact no passage in decision T 234/86 itself
whi ch corresponds to headnote 3. The nearest that

deci sion, which was concerned with the treatnent of
requests, comes to any such observation is paragraph
5.9 of the reasons which reads:
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"In the present case the EPC was wongly interpreted
and the patent instead of being maintained in the form
consi dered mnai ntai nable by the Qpposition D vision, was
revoked. This does not constitute a substanti al
procedural violation, however, because the EPC does not
clearly lay down the procedure to be followed in
dealing with main and auxiliary requests (cf. T 156/ 84,
point 3.13, QJ EPO 1988, 372)."

| f one then consults T 156/84, a decision concerned
with the late filing of docunents in first instance
proceedi ngs, one finds that paragraph 3. 13 reads:

"The Board considers it not possible to order

rei nbursenent of the appeal fee in the present case
since there has been no substantial procedural
violation within the neaning of Rule 67 EPC. Although
the Board feels that the Qpposition Division did not
act in accordance with correct procedure it cannot be
hel d guilty of a substantial procedural violation
because, to the know edge of the Board, there is as yet
no standardi sed procedure for dealing wth docunments
not submitted in due tine in proceedings before the
first instance and the Guidelines for Exami nation in

t he European Patent O fice nmerely state that in
deci di ng whether to admt the facts or evidence not
filed in due tine their relevance to the decision, the
state of the procedure and the reasons for the bel ated
presentation are to be considered (cf. Part E-VI, 2)."

Thus neither T 234/86 nor T 156/ 84 are concerned wth
matters such as those in the present case, and neither
of those two earlier cases actually contains in its
deci si on any text corresponding other than in a general
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way to headnote 3 of T 234/86. The words "as yet no
standar di sed procedure” in T 156/ 84 have, in headnote 3
of T 234/86, been elevated to the sonmewhat different
expressions "does not |ay down unanbi guously the
procedure” and "as long as no established case | aw

exi sts" for which no direct authority exists in either
deci sion. Accordingly, headnote 3 of T 234/86 cannot be
relied on as authority for the general proposition it

purports to contain.

The Board pl aces no significance on the signature of

t he second exam ner on the first decision. The
respondent argued (see VI(F) above) that neither the
Board nor the parties have the expertise to decide
whet her the signature is genuine or not. The Board
agrees, though adding that it does not require a
handwiting expert to observe that two signatures said
to be of the sane person are so nmarkedly different as
to be suspicious. If that had not been the case, the
Board woul d not have nentioned it in its comunication
of 20 Cctober 2003. However, whether the signature is
genuine or not is not determ native of the matter, nor
i ndeed is the appearance of several dates on the two
decisions (see I1(B)(ii) above). It is because these
matters could not affect the ultimte decision that the
Board did not pursue themin the manner suggested by

t he respondent, nanely summoni ng the nenbers of the
Opposition division to give evidence (see VI(F) above).
Assum ng that approach woul d have di sclosed reliable
facts, no reliable account could avoid the fundanental
probl ems which arose in this case nanely delay, the
enpl oynment of the second exam ner by a party's
representative's firm and the change of conposition of
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the Opposition Division without an offer of new oral
pr oceedi ngs.

Remttal to the First Instance

17.

18.

1762. D

Accordingly the Board finds fundanental deficiencies in
the first instance proceedings in three respects -
excessi ve del ay, suspected bias, and change of
conposition wthout an offer of new oral proceedings.
The Board nust now consi der whet her special reasons
present thenselves for not remtting the case to the
first instance under Article 10 RPBA.

As regards the unacceptabl e delay, the respondent was
correct when it submtted there is no reported decision
of a case remtted for delay in the absence of any

ot her deficiency. The Board would not go so far as to
hol d that a case should never be remtted on account of
del ay and notes, for exanple, that in T 243/87 (see

1 (A)(iii) above), Reasons, paragraph 2, Board 332
appeared to find delay sufficient to warrant remttal
before it considered the further deficiency (a change
of conposition). However, it nust often be the case

t hat the best answer to excessive delay at first
instance is to deal with the appeal as expeditiously as
possi bl e, as happened in T 346/ 92 (see VI(C) above). If
delay were the only deficiency in this case, the Board
woul d consider the extrene | ength of that delay and the
consequent need to avoid further delay as a special
reason why the case should not be remtted to the first
i nstance under Article 10 RPBA.
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As regards the suspicion of partiality, the Board finds
no special reason not to remt the case to the first

i nstance; on the contrary, this deficiency invalidates
t he deci sion under appeal which nust therefore be
treated as null and void. Accordingly the opposition

pr oceedi ngs have not been concluded and remttal is the
only course open to the Board to ensure the matter can
be the subject of a procedurally proper first instance

deci si on.

As regards the change of conposition, even in the
absence of suspected partiality this deficiency would
al so nean the decision under appeal would have to be
guashed. Thus, for the sane reasons as in 18 above, the
case nmust be remtted to the first instance in respect
of this deficiency as well.

The respondent, in arguing against remttal, clained
remttal would create an inbal ance between the parties
(see VI(B) above). In summary, this inbal ance woul d
ari se because the respondent woul d obtain no benefit
fromremttal whereas the appellant woul d obtain a
substantial benefit in that its patent would revert to
its granted form However, by conparing the result of
t he deci sion under appeal with the result of remttal
this argunment necessarily overl ooks the fundanental
fact that remttal in this case follows not sinply
because there has been one or nore fundanental
deficiencies in the first instance procedure but
because those deficiencies are so grave that the first
i nstance deci sion nust be quashed. Any inbal ance
percei ved by either or both parties, and the

i nconveni ence which will certainly be caused to both
parties, as a result of remttal is outweighed by the
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need to ensure the public have confidence that such
serious procedural m stakes will be corrected.

Rei mbur senent of the Appeal Fee

22.

The Board al so hol ds that the appeal fee nust be

rei nbursed. Although any of the substantial procedural
viol ati ons woul d have been such as to nake such

rei nbursenent equitable, since the result of the
present appeal is that the decision under appeal nust
now be regarded as a nullity, it is above all equitable
for the reason that the appellant should not have to
pay a fee for an appeal which should not have been
necessary.

Referral of Questions to the Enlarged Board of Appeal

23.
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The respondent supported its auxiliary request to refer
certain questions to the Enlarged Board of Appeal with
the argunent that these questions concerned unresol ved
points of |law (see VI(H above). The Board refused this
request because it was unnecessary to answer these
guestions in order to di spose of the appeal. Because of
ei ther the suspected bias or the change of conposition
wi t hout an offer of new oral proceedings or both, the
first instance decision had to be held invalid. This
follows fromexisting and wel | -established
jurisprudence and the questions proposed by the
respondent do not require a decision either to ensure
uni form application of the | aw or because they raise

i nportant points of |aw.
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Fi rst I nstance Procedure

VWaile it is not for the Board to decide how the first

i nstance should conduct its proceedi ngs, the Board does
hope that the Opposition Division will recognise from
this decision that there were several shortcom ngs in
the earlier proceedings and that it will take steps to
ensure that the further first instance proceedings
following remttal are conducted inpeccably. In the
Board's view, this would require an Qpposition Division
of totally different conposition so that the parties
may have no doubt their case is being considered

Wi t hout any possible prejudice attributable to its
unfortunate history. Further, in view of the
substanti al del ays already experienced, it is very much
to be hoped that the further proceedings wll be

accel erat ed.
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Or der

For these reasons it is decided that:

1. The deci sions under appeal are set aside.

2. The case is remtted to the first instance.

3. The appeal fee is to be reinbursed.

4. The request to refer questions to the Enlarged Board of

Appeal is dism ssed.

The Regi strar: The Chai r man:

A. Wl i nski C. Rennie-Snmth
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