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Summary of Facts and Subm ssi ons

2450.D

Mention of the grant of European patent No. 0 629 658
in respect of European patent application No.

94 201 636.1 in the nane of ENICHEM S. p. A., which had
been filed on 8 June 1994 claimng an IT priority of

16 June 1993, was announced on 22 Septenber 1999 on the
basis of 19 clains, independent Clains 1 and 18 readi ng
as foll ows:

"1. A rubber-reinforced vinyl aromatic (co)polyner
consisting essentially of a polyneric matrix and a
rubber phase di spersed and/or grafted within the

pol yneric matrix, wherein said rubber phase consists of
a mxture of i) 20-80 w.% of a diene rubber and ii)
80-20 wt. % of a vinyl aromatic nononer/conjugated 1, 3-
di ene linear block copol yner, said bl ock copol yner
havi ng a di ene content exceeding 80 w % and,
respectively, a vinyl aromatic nononer content of |ess
than 20 wt% with the proviso that the content of

per oxy oxygen-containing material in the blend is |ess
than 0.25 gramm | |inoles per 100 grams of total rubber
present in the blend."

"18. A process for producing the rubber-reinforced
vinyl aromatic copolynmer in accordance with any one of
t he preceding clains, consisting of dissolving the

m xture of diene rubber i) and bl ock copolyner ii) in

t he nononer or nononers, possibly in the presence of an
inert solvent in a quantity which can vary from5 to
100 wt % on the m xture, then subjecting the resultant
solution to polynerization, in the presence of an
initiator, in two or nore agitated vertical tubular
plug flow reactors arranged in series, their
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| ength/ di ameter rati o exceeding 2 and, preferably,
bei ng between 3 and 10."

Claims 2 to 17 were dependent on Claim1, Caim 19 was
dependent on C ai m 18.

Notice of Qpposition requesting revocation of the
patent in its entirety on the grounds of Article 100(a)
and (b) EPC was filed by The Dow Cheni cal Conpany on
21 June 2000. Wth its letter dated 18 February 2002

t he Opponent rai sed an additional ground of opposition
under Article 100(c) EPC

The opposition was inter alia based on docunents

Dl: US-A-4 524 180 and

E2: US-A-3 497 572 (cited outside the opposition
peri od) .

In its interlocutory decision announced orally on

28 May 2002 and issued in witing on 17 June 2002, the
Qpposition Division found that the patent in the form
as anmended according to the "second auxiliary request™
met the requirenents of the EPC.

This decision relates to three requests,

(a) a main request, originally submtted as "auxiliary
request” with the Patentee's letter dated 24 Apri
2002, acquiring the status of a main request by
t he Pat entee's abandoning of the granted version
considered to contravene Article 123(2) EPC, a
concl usi on drawn by the Qpposition Division after
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its adm ssion at the oral proceedings on 28 My
2002 of the late filed ground of opposition under
Article 100(c) EPC, Gaim1l of this request
differing fromits granted version by deletion of
t he disclainmer (proviso); and

two requests submtted by the Patentee at the oral
proceedings as "first" and "second auxiliary
requests”, their Cains 1 differing fromthe
version of the afore-nmentioned main request by the
foll owi ng amended definitions of the diene rubber
i): "wherein the diene rubber is synthetic and
consi sts of a conjugated 1, 3-di ene pol yner
containing from4 to 6 carbon atonms" ("first
auxiliary request"”) and "wherein the diene rubber
i s pol ybut adi ene” ("second auxiliary request"),
respectively.

The reasons of the Opposition Division's decision may

be summari sed as foll ows:

(a)

Claim1l of the main request nmet the requirenents

of Article 123(2) and (3) EPC because

(1) it no longer contained the disclainmer of
granted aim1, which, in contravention of
Article 123(2) EPC, was supported neither by
the application as filed nor by document E2,
and

(ii) given the | acking technical contribution of
the disclaimer, its deletion did not, in
accordance with the finding of G 1/93 (QJ
EPO 1994, 541), extend the protection
conferred by the granted patent.
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Wil e the subject-matter of this request
furthernmore fulfilled the requirenents of

Article 83 EPC, it was not novel over docunent E2
whi ch di scl osed a blend having all features of
Claim1 of this request.

By the sane token the subject-matter of the "first
auxiliary request"” |acked novelty because in the

I ight of the description of the opposed patent -
whi ch coul d not be amended w t hout contravention
of Article 123(2) EPC - the anended di ene rubber
definition of this request still conprised

copol ymers of conjugated diene and acrylonitrile.

Claim1l of the "second auxiliary request” was held
to meet the requirenents of Article 123(2) and (3)
as well as those of Article 54 EPC.

Its subject-matter was furthernore consi dered non-
obvi ous over the closest prior art according to D1
because the better optical properties obtained by
the selected weight ratio (diene rubber): (vinyl
aromati c nononer) of the "inventive" bl ock

copol ynmer was not to be expected. In the
Qpposition Division's view, this inprovenment was
establ i shed by the higher gloss value of 80

achi eved according to Exanple 3 of the patent in
suit as conpared to the gl oss value of 60 of the
conparati ve Exanple (using a bl ock copol yner
according to the state of the art) submtted in
Vil ma Fornasari's Declaration before the USPTO
dated 2 Cctober 1995 (attached to the Applicant's
| etter dated 28 March 1997; hereinafter "Fornasar
Decl aration"); conflicting data of the Opponent
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(experinmental reports of M Bouquet dated 20 June
2000 (Bouquet 1) and submtted with the Qpponent's
subm ssi on dated 18 February 2002 (Bouquet [1))
wer e di sregarded because they had been derived, in
the Opposition Division's view, from experinents
usi ng rubbers "which do not fully correspond to
t he rubber used in the exanples of the opposed
patent as well as in the Fornasari's test and in
t he exanpl es of D1" (Reasons 7).

On 19 August 2002 the Opponent (Appellant) | odged an
appeal against the decision of the Qpposition Division.
The appeal fee was paid on 13 August 2002. The
Statenent of G ounds of Appeal was filed on 16 Cctober
2002. A further witten submnm ssion dates from 26 July
2004.

The argunents of the Opponent Appellant presented in
the witten subm ssions and at the oral proceedings
hel d on 21 Septenber 2004 may be sunmarized as foll ows:

(a) The deletion of the disclainmer "that the content
of peroxy oxygen-containing material in the blend
is less than 0.25 granm || inoles per 100 grans of
total rubber present in the blend" from granted
Claim 1l contravened Article 123(3) EPC because the
patent in suit was devoid of any information
permtting the conclusion that the disclainer did
not provide a technical contribution.

(b) That the disclaimer indeed provided a technical
contribution was furthernore conspi cuous by the
novelty establishing purpose of its introduction

during exam nation, a conclusion furthernore
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supported by G 1/93 (Reasons 16) according to
which a limting feature creating an inventive
selection, as was the case here, was a typi cal
exanple for a feature providing a technica

contri bution.

It was by no neans justified to take it for
granted that, owing to the term"consisting
essentially of", Cdaiml in the absence of the

di scl ai mer excl uded conpositions having a content
of peroxy oxygen-containing material higher than
that permtted by the disclainer.

The scope of this termwas all but clear, not only
with regard to the possible presence of additives,
i ke antioxidants (used in all Exanples) and

m neral oil (used according to Exanple 5, now

del eted, but still an option), but also with
regard to the use of conononers not specified in
Claim1 but envisaged in the description
(paragraphs [0032] and [0033] of the
specification).

Furthernore, whilst it was admtted that the
peroxide initiator used in the "inventive"
experinments was conpletely consuned in the course
of the polynerisation reaction, this would not
rul e out the subsequent addition of peroxide
initiator as done according to Exanple 1 of
docunent E2.

After having been nmade aware by the Board that
according to G 1/03 (QJ EPO 2004, 413, Reasons
2.5.2) the non-achievenent of a desired effect
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which is not expressed in a claimis not a ground
of insufficiency the Appellant refrained from
further coments on this issue at the oral
proceedings. Inits witten subm ssions the
Appel I ant had argued that the non-attai nment of
the desired gl oss inprovenent denonstrated by
Bouquet | and Il established that the opposed

pat ent | acked sufficiency under Article 83 EPC.

D1 was novelty destroying for the clainmed subject-
mat t er because:

(1) the all eged substantial absence of peroxy
oxygen-contai ning material fromthe clained
conposi tions was undi stingui shing: al so
according to D1 the residual anmount of the
peroxide initiator was i measurably | ow

(iit) the weight ratio ranges of diene rubber (10%
to 959 and bl ock copolynmer (5% to 95%
disclosed in DL did not justify a
recognition of novelty by "selection" of the
respective "inventive" ranges (20%to
80% 80% to 20% because not only were the
latter fully within said generic prior art
ranges but noreover the butadi ene/ bl ock
copolymer ratios exenplified in D1
(Exanpl es 3 and 6: 50/50; Exanple 8: 75/25)

fell squarely within said "inventive" ranges;

(ti1) the only feature not prima facie clearly
di sclosed in D1 was the butadi ene content of
t he bl ock copol ymer of from >80%to <100% as
conpared with 50%to 95% according to D1.
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Consi dering however that (i) the overl appi ng
area of from>80%to 95% represented one
third of DI's range of 50%to 95% (ii) that
the lower imt of >80%directly abutted
Dl's preferred range of 65%to 80% (iii)
that the bl ock copol yner Sol prene®308
exenplified in DL had a butadi ene content of
70% ie only 10% away fromthe "inventive"
lower limt, and (iv) that it was
establ i shed by the experinental reports
Bouquet | and Il that the choice of the

"sel ected” range did not provide the desired
effect of an inproved gl oss, the conclusion
nmust be drawn that said "inventive" range
satisfied none of the three criteria for the
novelty of a selection set out in T 198/84
(Q) EPO 1985, 209) and T 279/89 of 3 July
1991 (not published in the QJ EPO).

(tv) Since block copolynmers conprising
ethylenically unsaturated nitrile nononer
units instead of or together with
nonovi nyl i dene aromati c nononers, an
enbodi ment formally within D1's discl osure,
had not been commercially available, this
alternative did in practice not exist and
t he use of bl ock copolyners from di ene and
(only) nonovinylidene aromatic nononers did
not therefore require any choice in that
respect.

(g) Furthernore the clainmed invention | acked an
i nventive step over D1 which was concerned with

2450.D
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t he sane technical problem of providing a good

bal ance of physical properties and gloss. Since it
was shown by Bouquet | and Il that the use of a

bl ock copol ynmer having a di ene content >80% by

wei ght did not give rise to better gloss than the
use of a block copol ynmer having a butadi ene

content of 70% as exenplified in D1, and since

bl ock copol yners having a butadi ene content of 90%
were comercially available, their use did not

require any inventivity.

(h) The Appellant objected to admtting a set of
claims of a "first auxiliary request” into the
appeal proceedi ngs which was subm tted by the
Respondent at a point in time well into the oral
proceedi ngs because, in the face of the
essentially unchanged factual situation since the
filing of the opposition, there was no excuse for
the | ateness of this request whose adm ssion would
di sadvant age the Appellant. Moreover the suggested
amendnent could not be seen to be related to the
critical aspects of the selection invention issue
and it would require intensive investigations of
the Appellant to find out whether the features
newly introduced into Claim1l of this "first
auxiliary request” were or were not part of the
di scl osure of the applicable citations.

The argunents of the Respondent Patentee submitted in
its letters dated 28 February 2003 and 2 August 2004 as
wel |l as at the oral proceedings may be summari sed as
fol | ows:
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(a) The deletion fromgranted Caim1l of the
di sclaimer did not contravene Article 123(3) EPC
because it did not provide a technical
contribution. Contrary to the Appellant's
contention, the disclainmer had not been introduced
during exam nation for restoring novelty but only
in order to clarify the nmeaning of the term
"consisting essentially of".

(b) Also after deletion of the disclainmer the presence
of anmounts of peroxy oxygen-containing nmateri al
affecting the essential characteristics of the
conposition renmai ned excluded because, in
conformty with the jurisprudence of the EPO (cf.
T 472/ 88 of 10 Cctober 1990, not published in the
Q) EPO, this was guaranteed by the term
"consisting essentially of".

The absence of peroxide fromthe conposition was
al so confirmed by the statenent in E2 (colum 5,
lines 65 to 69) that "substantially conplete
deconposition of the peroxide occurs during the
preparation of the conposition”.

(c) The Appellant's objection against the sufficiency
of the disclosure of the opposed patent was
inconclusive in view of its successful preparation
of conpositions in accordance with the disclosure
of the patent.

(d) The subject-matter of the opposed patent was novel
over D1 because this docunent did not
unanbi guously di sclose all characteristics of the
cl ai med conpositions in the specified conbinations.

2450.D
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In particular, it did not disclose that the anopunt
of bl ock copolynmer in the rubber phase in the
conposi tion shoul d be 20%to 80% by wei ght and
that its butadi ene content should be >80% by

wei ght. Rather D1 only disclosed generic ranges:
10% to 95% by wei ght of pol ybutadi ene in the
rubber phase and 50% to 95% by wei ght of butadi ene
in the bl ock copol yner.

It was therefore necessary for the skilled person
to performtwo choices fromthis generic

di scl osure, a situation which according to

T 651/91 of 18 February 1993 (not published in the
Q) EPO established novelty.

(e) The Appellant's approach first to consider the
novel ty aspect of the feature concerning the
anount of pol ybutadi ene in the rubber phase and
thereafter, separately, the novelty aspect of the
di ene content of the block copol yner was w ong.
Rat her these features had to be considered in
conmbi nati on

(f) But even if the Appellant's approach was foll owed,
novelty by selection of the diene content of >80%
by wei ght nmust be acknow edged because this
feature net the selection criteria defined in
T 198/ 84 and T 279/89: given that the purposive
character of this feature was established by
Exanple 3 of the patent in suit and the Fornasar
Decl aration - which together denonstrated the
gl oss inmprovenent resulting fromthe use of a
bl ock copol ymer having a di ene content of 90% by
weight in lieu of only 70% by wei ght (gl oss val ues:

2450.D
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"invention": 80; "prior art": 60) - the range of
overlap of 15% of the diene content (diene content
of 50%to 95% according to D1, respectively, >80%
according to the "invention") had to be considered
narrow and the distance of 10% of the diene
content exenplified in D1 (Sol prene®308: cf

colum 10, Table I) fromthe "inventive" |ower
l[imt of >80% had to be considered sufficiently
far renoved fromthe known range illustrated by
means of exanpl es.

The purposive character of the "inventive"

sel ection of the diene ambunt of >80% by wei ght of
t he bl ock copol ymer was not affected by the
Appel l ant's data which all egedly showed that a

gl oss i nprovenent was obtai ned neither under

pol yneri sation conditions and with bl ock
copolynmers differing fromthose according to
Exanple 3 of the patent in suit (Bouquet 1) nor
under identical polynerisation conditions but with
non-identical bl ock copol yners (Bouquet 11).

The Appellant's so-called optim sed pol ynerisation
condi tions nmade use of know edge that was acquired
after the effective date of the patent in suit and
applied with the objective to obtain optim sed

gl oss results; these experinents could not,
therefore, be regarded to follow the teaching of
the patent in suit.

Mor eover the rubber starting materials

(pol ybut adi ene and bl ock copol yner) used by the

t hen Opponent in its experinments had to conprise
an antioxidant different fromthat used according
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to the patent in suit because the antioxidant then
used had in the neantinme been withdrawn fromthe
mar ket for health reasons. This cast further doubt
on the reliability of the assunption that the
experinments of the Opponent Appellant had been
carried out in accordance with the factual
conditions applicable to the specification of the
patent in suit. It rather appeared that these
experinments had been purposefully designed "ex
post facto".

The cl ai ned subject-matter al so involved an

i nventive step over D1 because the experinentally
establ i shed gl oss inprovenent was not to be
expect ed.

Dl failed to suggest that the use of block

copol ymers havi ng a butadi ene content in excess of
t hat of Sol prene®308 in conbination with the use
of particular amounts of pol ybutadi ene rubber
woul d be able to inprove the gl oss of rubber

rei nforced vinylaromatic (co)pol yners.

For the reasons set out above with respect to the
pur posi ve character of the selection of a block
copol ymer having a di ene content >80% by wei ght
the Patentee's results were not invalidated by the
Appel | ant Qpponent's experinmental reports

Bouquet | and Il which showed that gl oss could

al so be adjusted by optim sation of the

pol ynerisation conditions, ie addition tinme and
amount of chain transfer agent and initiator.

Rat her the absence of the necessity of such
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optim sations supported the inventivity of the
cl ai med subject-matter

(j) In the event that the Board should not accede to
t he Respondent’'s argunents in favour of the main
request, the Respondent at the oral proceedings
submtted a set of 16 clains of a "first auxiliary
request” whose main claimconbined the features of
Claim1l with features of daim7 of the main
request. The Respondent argued that this request
shoul d be adm tted because it represented an
attenpt to deal with the objections raised by
further restricting the clainmed invention.

The Appel |l ant requested that the decision under appeal
be set aside and the patent be revoked.

The Respondent requested that the appeal be dism ssed
and that the patent be maintained as foll ows:

mai n request: version as mai ntained by the Opposition
Di vi si on;

or alternatively on the basis of the set of Clains 1 to
16 filed as first auxiliary request during the oral

pr oceedi ngs.
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Reasons for the Decision

The appeal is adm ssible.

Mai n request

2450.D

Article 123 (2) and (3) EPC

The question whether the deletion of the disclainer
"With the proviso that the content of peroxy oxygen-
containing material in the blend is |less than 0.25
granm | linol es per 100 granms of total rubber present in
the blend" fromgranted Claim1l contravenes

Article 123(3) EPC depends on the protection conferred
by the definition of the invention remaining after
excision of the disclainer: if the protection conferred
by this remainder is not wider than the granted
definition including the disclainmer then Article 123(3)
EPC i s not infringed.

It is apparent that, with regard to the presence of
extraneous ingredients not explicitly enunerated in
Claim 1, the protection conferred by said renmainder is
governed by the term"consisting essentially of". The
i ssue under consideration thus boils down to the
guestion whether this termexcludes, as did the

di scl ai mer, anounts of peroxy oxygen-contai ning
material in the blend of at [east 0.25 gramm || i noles
per 100 grans of total rubber present in the blend.

In the Board's judgnent this is indeed the case because
it is clear fromthe patent specification, and was
expressly admtted by the Appellant, that the
conditions disclosed therein for the preparation of the
cl ai med rubber-reinforced vinyl aromatic (co)pol yner
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can only | eave i nmeasurable traces of the peroxy oxygen
contai ning polynerisation initiator which are in any
case below the afore-nmentioned limt.

The Appellant's stance that the patent in suit did not
rule out the possibility of a subsequent adm xture of
hi gher anounts of peroxy oxygen-containing nmaterial to
t he rubber-reinforced copolyner is without nerit
because any interpretation of Claim1l nust, in
accordance with Article 69(1) EPC, rely on the
description of the patent and not on mere hypot heses.

The Board thus decides that the term "consisting
essentially of" restricts the protection conferred to
rubber-reinforced copol ymers conprising anmounts of
per oxy oxygen-containing material |ower than 0.25
gramm | Ii nol es per 100 grans of total rubber in the
bl end.

In view thereof it is concluded that the disclainer did
not provide a technical contribution restricting the
protection conferred any nore than it is already
restricted by the term"consisting essentially of".

Hence Claim 1l does not contravene Article 123(3) EPC.

Gven this situation there is no need to decide which
(further) extraneous materials and/or conononers and in
what amounts m ght be considered in the light of the
patent specification to satisfy the term"consisting
essentially of" in Caiml.
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Novel ty

Docunent D1
This is the only docunent cited in this appeal against
the novelty of the clainmed subject-matter.

The Appellant's argunents are not based on the

di scl osure of the preferred enbodi nent of D1 which has
becone the subject-matter of its Caim2l1 (colum 7

line 57 to colum 9, line 17; Exanples 9 to 15; Caim1l)
but on the enbodinent that is presented in the
specification as the primary subject-matter (colum 3,
line 25 to colum 7, line 56; Exanples 1 to 6, Table I).

This latter enbodinment is directed to rubber-nodified
i mpact resistant nonovinylidene aromatic pol ymer
conposi tions having di spersed therein:

fromabout 1 to about 40 wt.% based on wei ght pol yner
conposition of a rubber conposition consisting of a

bl end of:

(a) fromabout 20 to about 95 w. % pol ybut adi ene
(according to colum 6, line 60 the lower |imt of the
range is 10%, and

(b) fromabout 5 to about 80 w. % of a bl ock copol yner
of butadi ene with nonovinylidene aronmatic nonomner
and/or ethylenically unsaturated nitrile nmononer
(according to colum 6, line 62 the upper Iimt of the
range is 90%; said rubber conposition being in the
formof discrete particles having occluded therein and
grafted thereto ampbunts of nonovinylidene aromatic
polymer (colum 3, lines 26 to 44).

The bl ock copolynmers may conprise 50 to 95 wt. %
preferably 65 to 80 w.% nost preferably 70 to 75 wt. %
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pol ybut adi ene (colum 6, lines 47 to 50). According to
D1's "inventive" Exanples 3, 6 and 8 the butadi ene
styrene bl ock copol ynmer Sol prene®08 was used

(colum 10, Table I).

These conpositions of D1 exhibit inproved conbinations
of toughness and gloss (colum 3, line 65 to colum 4,
line 2; colum 10, Table I).

Taken literally there are three "differences" between
t he pol yner conpositions disclosed in DI and those
according to present Caim 1:

(a) according to D1 the bl ock copol ynmer may not only
conpri se butadi ene and nonovi nyl i dene aromatic
nmonomer but, instead or together with the | ast-
nmenti oned nononer, also an ethylenically
unsaturated nitrile nmonomer which is not wthin

t he scope of present Caim1;

(b) according to D1 the rubber phase conprises
(pursuant to the broadest disclosure) from about
10 to about 95% by wei ght pol ybut adi ene, and from
about 5 to about 90% by wei ght of the bl ock
copol ynmer; according to present Claim1l the
correspondi ng amounts are 20 to 80% by wei ght of
di ene rubber and 80 to 20% by wei ght of bl ock
copol yner;

(c) according to D1 the bl ock copol yner conprises 50
to 95% by wei ght of pol ybutadi ene; the
correspondi ng amount according to present Claim1l
is >80% by weight, not indicating any upper limt.
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As set out in the foll ow ng none of these three
“literal" differences, taken alone or together, are
able to qualify as a novel selection.

Since there is agreenment between the parties that bl ock
copol ynmers conprising ethylenically unsaturated nitrile
nononer units instead or together w th nonovinylidene
aromati ¢ nononer units, an enbodinment formally wthin
D1's disclosure, had not been commercially avail abl e,
the skilled person will not regard this as a
practically feasible option. This conclusion is in |line
with the fact that the only block copolynmer exenplified
in Dl is the butadi ene-styrene bl ock copol yner

Sol prene®308 (colum 10, lines 3 to 7, Table I

Exanples 1, 3, 4, 6, 8). Not followng this theoretical
di scl osure does not therefore anmount to a real choice

t hat provides a new el enment establishing a new

techni cal teaching (Reasons 2.6 of T 12/90 of 23 August
1990, not published in the AQJ EPO).

Nor can a novel elenent be acknow edged in the change

of the weight ranges of the diene rubber and the bl ock

copol ymer of, respectively, "about 10%to about 95%

and "about 5% to about 90% according to D1 (colum 6,

lines 58 to 68) to "20%to 80% and "80%to 20%

because the "inventive" ranges

(a) are fully within the prior art ranges,

(b) cover the major, central portion of the prior art
ranges, which

(c) alnost fully correspond to the preferred
percent age ranges "25%to 75% and "75%to 25% of
the prior art (colum 6, lines 63 to 66), and
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(d) enbrace the weight proportions diene rubber/bl ock
copol ynmer exenplified in D1's "inventive"
Exanpl es 3 (50/50), 6 (50/50) and 8 (75/25).

It is conspicuous in the light of the above anal ysis
that in the present case the definition of different,
narrower limts of the prior art ranges does not | ead
to a new distinguishing teaching (cf T 12/90,

Reasons 2.7) and that none of the three criteria for
the novelty of a selection set out in T 198/ 84 and

T 279/89 is nmet (see subsequent section 2.3.3(a)).

The sane conclusion applies to the third literally

di stinguishing feature, ie the butadi ene content of the
bl ock copol ymer of from >80% and <100% by wei ght
because this range can al so not be considered a novel
selection fromthe range of 50%to 95% by wei ght

di sclosed in D1 for the butadi ene content of the bl ock
copol yner .

(a) To qualify as a novel selection according to the
criteria set out in T 198/84 and T 279/89 and
adopted here the foll ow ng conditions nust be net:

(1) t he sel ected sub-range shoul d be narrow,
(ii) the selected sub-range shoul d be

sufficiently far renmoved fromthe known
range illustrated by neans of exanples; and
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(iii) the selected area should not provide an
arbitrary specinmen fromthe prior art, i.e.
not a nmere enbodi ment of the prior
description, but another invention

(pur posi ve sel ection).

Since these three criteria are all to be net, it
suffices that one of it is not fulfilled for this
novelty test to fail

Since this is the case for criterion (iii) ie the
requi renent of a purposive selection, the
"inventive" range of the diene rubber content of
t he bl ock copol ymer of >80%to <100% by wei ght
cannot be regarded as a novel selection.

(1) The Board's refusal to acknow edge the
i nvol venent of a purposive selection of this
"inventive" range results fromthe fact that,
inits judgnent, it is established by
Bouquet | and Il that abiding to this range
(while neeting all other features of Caim1l)
is not a test which guarantees the effective
attai nnent of the objective underlying the
clainmed invention with regard to the cl osest
prior art enbodi ed by D1, nanely obtaining
conposi tions having inter alia inproved
gl oss (paragraphs [0001] and [0015] of the
pat ent specification).

(ii) The experinental report Bouquet | describes
repetitions of Exanple 3 of the patent in
suit and of the (conparative) experinment
thereto carried out according to the
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Fornasari Declaration using the

pol ybut adi ene Firestone®D ene 35 and the

bl ock copol ynmers Housnmex Sol prene®1322
(conprising 70% by wei ght of pol ybut adi ene)
or Firestone®Stereon 721A (conprising 90% by
wei ght of di ene rubber).

As conpared thereto the Fornasar

Decl arati on enpl oyed the pol ybut adi ene
BUNARCB NF 35 and the bl ock copol ymer

Sol prene®308 (conprising 70% by wei ght of

di ene rubber); Exanple 3 of the patent
specification uses the sane pol ybutadi ene
but does not disclose the tradename of the
bl ock copolynmer, which is only identified as
being of the S-B (I) type conprising 10% by
wei ght pol ystyrene and 90% by wei ght

pol ybut adi ene.

Identity of the rubber conponents used by

t he Respondent Patentee and by the Appell ant
Qpponent i s thus not established;
nevert hel ess the rubber conponents used
according to Bouquet | are in conformty
with the requirenents of Claim1l of the
patent in suit.

The sane applies to the polynerisation

par anmet ers: Bouquet uses a different reactor
design and nodifies ("optimses") sone of
the reaction conditions (eg separate
addition of the peroxide initiator and the
chain transfer agent). But again these
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changes do not go beyond the product
definition of Caiml.

Bouquet | determ nes gl oss under two
conditions: "bad gl oss" nmeasured under very
stringent conditions and "good gl oss"; under
"bad gl oss" conditions the "inventive"
conposition (conprising block copol yner
havi ng 90% by wei ght pol ybut adi ene) perform
worse than the "prior art" conposition
(conprising bl ock copol ymer having 70% by
wei ght pol ybut adi ene), under "good gl oss”
conditions the two conpositions perform
simlarly.

The experinental report Bouquet Il uses the
sanme materials and additives as Bouquet |
but, without "optimsations”, follows the
pol yneri sation conditions of Exanple 3 of
the patent in suit and the Fornasar
Decl ar ati on.

In all tests the prior art conpositions
(conprising bl ock copol ymer having 70% by
wei ght pol ybut adi ene) exhibit better "bad
gl oss" and the "good gloss"” is at |east

equi val ent .

These results do not contradict those of the
Respondent Patentee because (1) the rubber
conponents used were not the sanme ( BUNARCB
NF 35 vs. Firestone®D ene 35; Sol prene®308
vs. Sol prene®1322; Firestone®Stereon 720
(possibly used in Exanple 3 in view of
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par agraph [0026] of the patent specification)
vs. Firestone®Stereon 721A), and (2) the
react or design used by Bouquet was still not
identical to that according to Exanple 3 of

t he patent.

(iv) The only conclusion that can be drawn, in
the Board's judgnment, fromthese
experinmental data is that adhering to the
qualitative and quantitative characteristics
of Caiml and in particular to the use of a
bl ock copol ymer having a di ene rubber
content >80% by wei ght does not necessarily
| ead to i nproved gl oss but may even lead to
a worsening of this property.

(v) The choi ce of such a bl ock copol yner cannot
t herefore be regarded as purposive vis-a-vis
t he bl ock copolynmers according to D1 which
may conprise from50%to 95% di ene rubber

None of the afore-nentioned "literal differences”
therefore satisfy the requirenments for a novel

sel ecti on.

Nor is there any evidence supporting the
Respondent's contention that the "nuneri cal

novel ty" of the ranges for the conposition of the
rubber phase (rati o pol ybut adi ene/ bl ock copol yner)
and the conposition of the block copolyner (ratio
di ene/ nonovi nyl i dene aromati ¢ nononer) woul d
suffice to establish novelty of the clained
subject-matter in the sense of Article 54 EPC
under the concept of "mnultiple selection”
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Since there is no functional interdependence of
these "selected" ranges with regard to the gl oss
properties to be achieved but by contrast - as
admtted by the Respondent Patentee's reliance on
the alleged inportance of only one range (ie the
di ene/ nmonovi nyl i dene aromatic nononer ratio in the
bl ock copolyner) - an essential dependence of this
property on one of the ranges only, there is no
roomfor the assessnment of novelty on the basis of
mul ti ple sel ection.

This situation is conpletely different fromthe
one underlying T 651/91 cited by the Respondent
whi ch was inter alia concerned with the question
whet her the novelty of an enbodi nent coul d be
recognised if this inplied the selection of one
fromonly two possible alternatives (Reason 4.3).

The subject-matter of Claim1l is therefore not novel
over the disclosure of docunent DL.

Hence the main request nust be refused.

There is thus no need to investigate the other grounds
of opposition.

"First auxiliary request”

This request is not admtted because

- it was filed very late and outside the tinme limt
set by the Board in its Annex to the sunmons to
attend oral proceedings dated 6 May 2004,

- t he amendnents introduced could not prinma facie be
consi dered appropriate to set aside the Board's
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concerns relating to | ack of novelty of the main
request, but on the contrary

- i ntroduced new criteria for the assessnment of
novelty and inventive step requiring new
investigations, nmaking it thus inpossible to arrive
at a final decision at the oral proceedings.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The main request is refused.

3. The first auxiliary request is not admtted.

4. The patent is revoked.

The Regi strar: The Chai r man:
E. Gorgnmaier R Young
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