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Summary of Facts and Subm ssi ons

1069. D

The European patent No. 0 073 657 with the title
"Preparation of hepatitis B surface antigen in yeast"
was opposed under Articles 100(a) and 100(b) EPC for

| ack of novelty (Article 54 EPC), lack of inventive
step (Article 56 EPC) and insufficiency of disclosure
(Article 83 EPC). The opposition division decided on
21 July 1993 to revoke the patent on the grounds of

l ack of inventive step.

The patentee | odged an appeal against said decision. In
response to a conmuni cati on acconpanyi ng the summons to
oral proceedings the appellant filed a main request and
five auxiliary requests. In the course of oral
proceedi ngs and after discussion of the requests on
file the appellant withdrew all previous requests and
filed a main request which was found by the then
conpetent board of appeal to conmply with Articles 84,
123(2)(3) and 54 EPC (cf. T 845/93 of 26 June 1996).
Since the said request contained a novel technical
feature whose contribution to inventive step had never
been considered by the first instance, the board
decided to remt the case to the opposition division
under Article 111(1) EPC for further discussion on
Article 56 EPC.

In its interlocutory decision of 15 May 2002, the

opposi tion division decided that a second auxiliary
request filed on 10 Cctober 2001, which corresponded to
t he request on which the board of appeal had decided in
case T 845/93 (supra), fulfilled the requirenents of
Article 56 EPC. The patent was mai ntai ned in anended
formon the basis of this second request (Article 102(3)
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EPC). The main request and the first auxiliary request
also filed on 10 Cctober 2001 were considered to be in
conflict with the ratio decidendi of T 845/93 (supra)
and thus, they were considered not to be allowable
under Article 111(2) EPC

Claim 1 of the second auxiliary request of the decision
under appeal, corresponding to claim1l of the request
under |l ying decision T 845/93 (supra), read as foll ows:

"1. A nethod of producing hepatitis B surface antigen
in particle formsuitable for use in conferring

i munogenicity to hepatitis B virus in a susceptible
human whi ch conpri ses:

a) providing a DNA transfer vector capable of
replication and phenotypic selection in yeast host

strains;

b) providing a DNA fragnment conprising a pronoter
conpatible wiwth a yeast host strain;

c) providing a DNA fragnent encoding hepatitis B
surface antigen and | acki ng any sequence encodi ng HBsAg

precursor sequence;

d) assenbling the fragnents of steps a), b) and c) to
forma replicabl e expression vector wherein said
sequence of step c) is under control of said pronoter,
with appropriate translational start and stop signals
such that it is expressible to produce mature hepatitis
B surface antigen;
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e) transformng a yeast strain with the vector of step
d);

f) allow ng the yeast transformant to grow until said
hepatitis B surface antigen is produced therein; and

g) lysing the yeast cells with a gl ass bead suspension
and recovering therefromsaid hepatitis B surface
antigen in discrete particle form" (enphasis added)

This method al so corresponded to the nethod of claim8
as granted, wherein, however, step (g) in claim8 as
granted read as foll ows:

"g) recovering said hepatitis B surface antigen in
di screte particle form"

Claiml1l of the main request and the first auxiliary
request formng the basis of the decision under appeal
were the sane as claim 1l underlying decision T 845/93
(supra) except for step (g) which read in the main
request:

"g) lysing the yeast cells so as to allow recovery of
hepatitis B surface antigen in discrete particle form?",

and in the first auxiliary request:

"g) breaking open the yeast cells so as to all ow
recovery of hepatitis B surface antigen in discrete
particle form and recovering therefromsaid hepatitis
B surface antigen in discrete particle form"
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Clains 2 and 4 were common to all requests - main
request, first and second auxiliary requests - and they
were all specific enbodi nents of the correspondi ng

claim 1.

An appeal was | odged by the patentee (appellant)

agai nst the interlocutory decision of the opposition
di vision. None of the three opponents (respondents)
replied to the statenent of grounds for appeal.

Oral proceedi ngs were sumoned. In a comuni cation
annexed to the summons, the board expressed the
prelimnary, non-binding opinion that the main request
and the first auxiliary request did not contravene the
rati o deci dendi of decision T 845/93 (supra), but they
were late filed and the appellant had failed to provide
good reasons that justified their introduction into the
proceedi ngs at such a | ate stage.

In reply to said communi cation, the appellant w thdrew
its request for oral proceedings and submtted further
comments so as to justify the introduction of the main
request and the first auxiliary request into the
proceedi ngs. None of the respondents replied to the
conmuni cation of the board and to the appellant's

subni ssi ons.

Oral proceedings took place on 1 April 2004 in the
absence of the parties.
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The appel lant's argunents, insofar as they are rel evant
to the present decision, may be sunmarized as foll ows:

According to the established case | aw of the boards of
appeal, inter alia decision T 319/91 of 8 Decenber 1992
and the ensuing decision T 609/94 of 27 February 1997,
an order of a board of appeal to continue the
opposition procedure on the basis of a specific request
could not prevent the patentee from pursuing clains of
di fferent scope and wording to the specified request
provi ded that the clains proposed did not contravene
any points decided by the board of appeal, i.e. the
patentee was not limted to the wording of a claim
found formally adm ssible and hints relating to issues
not deci ded were non-binding. After remttal to the
opposi tion division fromthe board of appeal, different
facts and claimwordi ngs coul d be presented and

consi dered by the opposition division, which was bound
by the ratio decidendi of the board' s decision only in
so far as the facts were the sane.

In decision T 845/93 (supra) the clains of the then
mai n request were found to conply with

Articles 123(2)(3) and 84 EPC. However, it was not

deci ded on any of the w thdrawn requests nor on the
inventive step of the main request. There was no

deci sion on the relevance of the feature of lysis by
gl ass beads. The board only hinted at the inportance of
this feature but this hint was only non-binding as the
board did not decide that, in order to be adm ssibl e,
the claimhad to include this feature. Therefore,
claims omtting this feature were not necessarily in
conflict with the ratio decidendi of decision T 845/93
(supra). The opposition division was not restricted to
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consideration of a set of clains having the exact
wor di ng and scope of the remtted main request. Rather,
that main request was a starting point and anmendnents
should in principle be acceptabl e provided that they
were not in conflict with the ratio decidendi of

T 845/ 93 (supra). Therefore, clainms amended to include
the lysis feature but wi thout nmention of the glass bead
suspension were not in conflict with the ratio

deci dendi of T 845/93 (supra).

There was evidence of well-established practice that a
pat ent ee shoul d have the opportunity to defend the
clainms at two instances or levels of jurisdiction. In
the present case, the patent had been revoked on

21 July 1993 by the opposition division because the
product clainms |acked inventive step. However, the
opposi tion division had not made any adverse finding in
respect of the method clains. These nethod clains were
considered for the first tine at the hearing before the
board of appeal in case T 845/93 (supra), when the
patentee withdrew all previous requests conprising the
product clains. It was therefore procedurally correct
that the then conpetent board of appeal did not decide
on the question of inventive step of the nethod clains
of any of the requests and gave the appellant the right
to have these nmethod clainms considered at two instances.
By refusing nowto admt the main and first requests
under Article 111(2) EPC, the opposition division had
deprived the patentee of the right to have these clains
consi dered even at the first instance. No decision had
ever been taken on the inventive step of the nethod
clainms presented in the main and first request filed in
t he present case.
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The appel | ant requested that the decision under appeal
be set aside and that a patent be granted on the basis
of either the main request or the first auxiliary
request both filed on 10 Cctober 2001 or that the case
be remtted to the opposition division for further
consi deration of these requests.

Reasons for the Decision

Article 111(2) EPC (Rati o decidendi)

1069. D

According to Article 111(2) EPC "If the Board of Appeal
remts the case for further prosecution to the
department whose deci si on was appeal ed, that departnent
shal |l be bound by the ratio decidendi of the Board of
Appeal , in so far as the facts are the sanme." (enphasis
added). Thus, in line with the established
jurisprudence of the boards of appeal (cf. "Case Law of
the Boards of Appeal of the European Patent Office", 4'"
edition 2001, VII.D. 10.2.2, pages 537 to 538), and in
particular with the case law referred to by the

appel lant (cf. Section X supra), it has first to be
determ ned what is the ratio decidendi of the board of
appeal 's previous decision T 845/93 (supra) and then
whet her the facts in the present case are the sane as
in the case of decision T 845/93 (supra).

Decision T 845/93 (supra) is only concerned with the
specific feature "lysing the yeast cells with a gl ass
bead suspension”, which is found to have a basis in the
application as filed (Article 123(2) EPC), to restrict
the scope of the claimconpared to the scope of the
corresponding granted claim (Article 123(3) EPC) and to
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cause no lack of clarity (Article 84 EPC) (cf. points 1
to 4 of the Reasons for the Decision). Novelty is said
not to be disputed (Article 54 EPC) (cf. point 5 of the
Reasons). In point 6 of the Reasons for the Decision,
this novel technical feature, which in the patentee's
view renders the clains inventive, is said to be of
sonme significance. It is stated that, in these

ci rcunstances the request is allowed into the

proceedi ngs. However, it is added that, as inventive
step inrelation to a claimwith that feature has not
been considered by the first instance, the board
exercises its discretionary power under Article 111(1)
EPC and remts the case to the opposition division for
further prosecution. Thus, apart fromthe decision with
regard to Articles 123(2)(3) and 84 EPC for said
specific feature, no other decision has been taken in
case T 845/93 (supra).

The main and first auxiliary requests form ng the basis
of the decision under appeal do not conprise the
specific feature "lysing the yeast cells with a gl ass
bead suspension” put forward in case T 845/93 (supra)
but a generalisation thereof (cf. Section V supra).
Such a generalisation of this specific feature is not
found in the clains under consideration in case

T 845/93 nor is there any reference in the said
decision to such a generalisation or, for the purpose,
to any equival ent feature. Thus, the factual situation
in the present case and in the case T 845/93 (supra) is
different and the generalisation made in the main
request and in the first auxiliary request does not
contravene any decision taken in case T 845/93.
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It follows fromthe foregoing that the nmain request and
the first auxiliary request do not contravene
Article 111(2) EPC.

| ed requests - Abuse of procedure

It is the established case | aw of the boards of appeal
that the patentee's right to file anmendnents in the
course of proceedings is not unlimted in tinme (cf.
"Case |law' supra, VII1.C. 10.1.3, pages 485 and 486). It
is in particular within the discretion of either the
opposition division or of the board of appeal to refuse
such anmendnents if they are submtted late in the
proceedi ngs, e.g. when the exam nation of the
opposition or appeal is already substantially conplete
and the patentee fails to provide good reasons for such
late filing (cf inter alia T 406/86 of 2 March 1988, QJ
EPO 1989, 302; T 382/97 of 28 Septenber 2000).

Already in the first proceedi ngs before the opposition
di vision the appellant had anple tinme and opportunity
to consi der how he could appropriately define the
claimed subject-matter. In fact, as a reply to the
notice of opposition, the patentee filed in 1992 a new
mai n request, wherein step (c) of the nethod of claim8
as granted was al ready anended. It was the patentee's
own choice to pursue in these first proceedi ngs before
t he opposition division requests conprising both
product and net hod cl ains. Nothing prevented the

pat entee from pursuing a request conprising only nethod
claims - with appropriate further amendnents - if he
had so w shed.
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In the first appeal proceedings the patentee introduced
the feature "lysing the yeast cells and recovering
therefrom in the nmethod clains of its first and third
auxi liary requests. This feature corresponds in
substance to feature (g) of the present main request.
However, as can be derived fromdecision T 845/93, VII.
of the facts and subm ssions, after discussion of the
requests on file, these requests were not naintained by
t he appel | ant but were replaced by the narrower clains
of the new mai n request underlying decision T 845/93,
l[imting feature (g) to lysing the yeast cells with a
gl ass bead suspension. The appellant has argued that in
order to "... avoid prejudicing the (likely) referral
back to the OD, by allowing the Board to express a

deci ded view on broader clainms (protein lysis) rather
than just the narrower clainms (glass bead lysis) ... |
took the step of wi thdrawi ng those broader clains,
hopi ng that the OD woul d consider thenselves free to
admt themif the Board referred the case back with the
narrower clainms." (cf. page 3, first paragraph,
appellant's letter of 20 February 2004).

Thus, requests conprising the above, nore generally
defined feature (g) had indeed al ready been put forward
in the proceedings of the first appeal but the
appel l ant had then chosen to withdraw them for tacti cal
reasons because it assuned that maintaining the
requests containing the broadly defined feature (Q)
could prejudice a remttal. By w thholding such broader
requests the then conpetent board was deprived of the
opportunity to decide thereon. Thus, as a direct result
of the patentee's own tactical choice, the matter of

t he appeal proceedings was limted fromthe broader

version of the clainms (now reintroduced as nain request)
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to a nmuch nore restricted subject-matter by limting
feature (g) of the nethod clains to lysis with glass
bead suspension (cf. Sections IV and V supra). At the
same time it is also apparent fromthe appellant's
submi ssion that it wthdrew the broader requests with
the intention to reintroduce themin the proceedi ngs
before the opposition division after remttal.

9. Nevertheless, it was only with the subm ssions of
10 October 2001 in preparation for the oral proceedings
of 11 Decenber 2001 in the second proceedi ngs before
t he opposition division, that the appellant filed the
present main request thereby seeking to reintroduce a
method claimwith a broadly defined feature (Q)
corresponding in substance to feature (g) of the
requests withdrawn in the first proceedi ngs before the
t hen conpetent board of appeal. Feature (g) of claiml
of the first auxiliary request now on file which was
also filed with the letter of 10 October 2001 before
the opposition divisionis nore |[imted in scope than
feature (g) of the main request but it is also stil
consi derably broader in scope than feature (g) of the
nmet hod cl ai ns underlying decision T 845/93 (supra).

10. In the appellant's letter of 10 October 2001 under the
headi ng "Reasons for the current claimrequests” only
inventive step is discussed and as a concl usion the
pat entee points out that "Therefore, in striking the
appropri ate bal ance between a fair reward to the
patentee in consideration of his contribution of the
art, | submt that a strict limtation to lysis with
gl ass beads woul d be unduly narrow' (cf. page 6, third
full paragraph of patentee's |letter dated 10 Cctober
2001). Additionally, inits letter of 20 February 2004,

1069. D
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filed in response to the conmunication of the board
informng the appellant of its prelimnary view that it
tended to regard appellant's main and auxiliary request
as late filed and the reintroduction of broader

subj ect-matter abandoned before the board of appeal as
anounting to an abuse of proceedi ngs, the appell ant
submtted that the invention resided in the recovery of
the hepatitis B surface antigen by (nechanical) lysis
of the yeast cells and that this was not apparent when
the patent application was filed but that it only
becane evident to the patentee at a (not further
defined) later point in tinme (cf. page 2, fourth and
fifth full paragraphs of appellant's letter of

20 February 2004).

In the circunstances of the present case set out above,
this argunent cannot be accepted by the board. Firstly,
t he appellant had anple tinme fromthe very begi nning of
t he opposition proceedings to reflect on appropriate
claimdrafting in order to ensure an adequate scope of
protection. Secondly, it is apparent fromthe

appel lant's broad version of feature (g) only referring
to lysis in general, drafted in the first appeal
proceedi ngs before the board of appeal in case T 845/93
(supra), that the appellant was very well aware of how
a claimensuring adequate protection could be drafted.
Thirdly, as it has al so been expl ai ned above, the
appel l ant deli berately chose to w thdraw these broader
method clains directed to lysis in general, in order to
avoi d an adverse decision being taken on it by the
board of appeal, and with the intention to reintroduce
t hem before the opposition division after having
obtained a remttal on the basis of nmuch nore [imted
cl ai ns.
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Such behavi our in the proceedi ngs cannot be justified
by appealing to a supposed "right to two instances" as
t he appell ant has sought to do in the context of its
subm ssions on the "ratio decidendi” of the previous
appeal board's decision. Firstly, there is no absol ute
"right to two instances” in the sense of a party being
in all circunstances entitled to have every aspect of
its case exam ned by two instances (see e.g. J 6/98 of
17 October 2000, point 4 of the reasons, making
reference to G 1/97, QJ EPO 2000, 322, point 2a) of the
reasons). Secondly, where a patentee waits until the
appeal proceedi ngs before proposing amendnents which
could be suitable to avoid the final revocation of its
patent it is his own behavi our which causes himthe

| oss of an instance for the exam nation of the anmended
clainms. Wthdraw ng broader requests before the board
of appeal in order to avoid a negative decision being
taken on them and then re-introducing themafter a
remttal having been obtained for nore |imted subject-
matter, is an even | ess acceptabl e behaviour by the
patentee, not justifiable by any legitimate interest.
As the present case shows, the overall |ength of
further opposition and possibly further appeal
proceedings after remttal is likely to severely inpair
the legitimate interests of the other party or parties
and of the general public in having sone degree of

| egal certainty about the existence and scope of the
Eur opean patent within a reasonable tinme span.

I n concl usion, the board holds that it anpbunts to an
abuse of procedure to withdraw a request w th broader
claims in proceedings before the board of appeal, in
order to avoid that a negative decision be taken on it
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by the board, but then to re-introduce those broader
clainms before the opposition division, having obtained
remttal of the case for further prosecution on the
basis of nmuch nore Iimted clainms. The re-introduction
of both the main and the first auxiliary requests

t herefore amount to an abuse of procedure and, as a
result, they are not to be considered by the board. The
second auxiliary request corresponds to the request

al ready maintai ned by the opposition division in the
deci si on under appeal. So the appeal has to be

di sm ssed.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

A. Wl i nski L. Galligan
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