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Summary of Facts and Subm ssi ons
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Eur opean patent application No. 98 926 234.0

(PCT/US 98/ 11 411), published under international
publication No. WD 98/59 188, was refused by a decision
of the Exam ning Division posted 21 January 2002.

The reason given for the decision was that the subject-
matter of anended claim 1l did not involve an inventive

step with respect to conmmon general know edge and

Dl1: FR-A-2 477 659

In the search report the follow ng docunment was i. a.
cited:

D3: FR-A-714 638.

On 28 March 2002 the appellant (applicant) |odged an
appeal against this decision and paid the prescribed
appeal fee at the same tine.

The statenent of grounds of appeal was filed on 31 May
2002.

In response to conmunications fromthe Board the
appel  ant requested that the decision under appeal be
set aside and a patent be granted on the basis of the
fol |l owi ng docunents:

Cl ai ns: 1 and 18 to 22 as filed on 29 July 2003
2 to 17 as filed on 4 April 2003
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Descri ption: pages 2a, 6, 7 filed on 4 April 2003.
pages 3 and 5 annexed to the Board's
comuni cation dated 20 May 2003
page 2 filed on 20 January 2000
pages 1, 4, 8 as published.

Dr awi ngs: 1/8 to 8/8 as published.

Caim1l reads as foll ows:

"1. An apparatus conprising:

a first housing nmeans (20) for containing a fluid
and including an inlet port (30) and an outlet port
(24);

a second housing neans (22) for containing said
fluid and including an inlet port (26) and an outl et
port (28);

a first conduit neans (32) and a second conduit
nmeans (34) for conveying said fluid between said first
housi ng neans (20) and said second housi ng neans (22);

a first turbine neans (12) contained in said first
housi ng nmeans (20) and including a first shaft means
(16) for transferring an external torque to said first
turbi ne neans (12), said first turbine neans (12)
converting said external torque to a pressure inposed
on said fluid;

a second turbine neans (14) contained in said
second housi ng nmeans (22) for converting said pressure
i nposed on said fluid to rotational energy, and
including a second shaft neans (18) for transferring
said rotational energy to an external torque;
characterised by a ratio adjustnment nmeans (42) for
changing the ratio of the torques of said first shaft
means (16) and said second shaft nmeans (18), said ratio
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adj ust rent nmeans (42) being di sposed around one of said
first shaft neans (16) and said second shaft neans (18)
and conprising a fixed disc (44) and a rotatable disc
(46), both said fixed disc (44) and said rotatable disc
havi ng apertures (48), the discs (44, 46) being nounted
side by side such that said turbines force said fluid

t hrough said ratio adjustnment nmeans (42) in a
substantially axial direction.”

The appel | ant al so requested rei nbursenment of the
appeal fee on the ground of substantial procedural

vi ol ati on.

In support of this request, it submtted in essence the
f ol | owi ng:

(i) In the International Prelimnary Exam nation
Report issued in connection with the application
under appeal, the argunent put forward by the
Exam ning Division for claim1 | acking an
inventive step was as follows: "The..

di stinguishing feature [of claim1] is nerely one
of several straightforward possibilities from

whi ch the skilled person would select, in
accordance with the circunstances, wthout the
exercise of inventive skill, in order to solve the
probl em posed”. No additional argunments were
presented in the communication fromthe Exam ni ng
Di vision dated 22 May 2001.
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The first sentence of the above argunent is
clearly a standard phrase of a very general

nature, which provides no real indication of the
reasoni ng of the Exami ning Division in determ ning
that claim 1l | acked an inventive step.

In the representative's letter of 30 Novenmber 2002
in response to the above nentioned comuni cation
of 22 May 2001, it was specifically requested that
t he Exam ning Division provide further evidence to
support and clarify their reasoning. No response
to this request was nmade prior to the decision to
refuse the application. However, in the decision
the Exam ning Division stated that "if fluid is
forced to flow through turbines with spiral-shaped
vents in an axial direction, the skilled person
woul d nount or dispose the ratio adjustnent neans
of D on or around the shaft of a turbine in order
to achieve the variable aperture for the flow of
fluid near the inlet port", clarifying the

Exam ning Division's position. If these coments
had been nade prior to the decision to refuse the
application, then a detailed response could have
been submtted by the applicant. Accordingly, the
applicant did not have an opportunity to present
their comrents on all of the grounds for the
decision, contrary to the requirenents of

Article 113(1) EPC.

Furthernore the actions of the Exam ning D vision
to refuse this application were unreasonabl e given
the circunstances. C- VI, 4.3 of the Guidelines for
Exami nation in the EPO indicates that the exam ner
shoul d not refuse an application imediately if
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his objections are not overcone, but should warn
the applicant that it will be refused unless nore
convi nci ng argunents are produced. |nmedi ate
refusal should only be an exceptional case. In the
present case it is noted that the | PER raised
objections relating to unity of invention, clarity
and inventive step. The issues of unity and
clarity were responded to fully and apparently no
| onger give rise to objections while the issue of
inventive step was addressed insofar as the

obj ection could be understood for the reasons

gi ven above. There can therefore be no doubt that
the representative's letter of 30 Novenber 2002
amounted to a bona fide response to the objections
that had been raised and that significant progress
was being made to bring the application into
conformty with the requirenents of the EPC.

| medi ate refusal was al so unreasonable in the
present case in view of the specific request in
this letter that the Exam ning Division provide
support and clarification for their argunents that
claim1l of the present application |acks an

i nventive step.
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Reasons for the Decision
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The appeal is adm ssible.

Formal matters

There are no formal objections under Article 123(2) EPC
to the anendnents to claim 1, since they are adequately
supported by the original disclosure.

Amended claim 1 states that the ratio adjustnent neans
is "disposed around one of said first shaft neans and
sai d second shaft neans". As specified on page 6,
lines 1 to 3 of the original disclosure, "the ratio
adj ust ment device may be integrated with a volute or
with a housing or may be manufactured as a separate
unit". The comon feature to these different
arrangenments is that the ratio adjustnment nmeans is

di sposed around one of the shaft nmeans in order to
adjust the rate of flow of fluid passing in an axial
direction. Accordingly "disposed around" has a
sufficiently clear nmeaning (Article 84 EPC)

| nventive step

Amended claim 1 is based in its precharacterising
portion on the disclosure of prior art docunent D3
acknow edged in the introductory part of the European
pat ent application.

The apparatus di scl osed therein conprises (see
Figures 1 and 2):
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a first housing neans for containing a fluid and
including an inlet port and an outlet port (O);

a second housing neans for containing said fluid
and including an inlet port and an outlet port;

a first conduit neans (D) and a second conduit
means (H) for conveying said fluid between said first
housi ng nmeans and said second housi ng neans;

a first turbine neans contained in said first
housi ng neans and including a first shaft neans (A) for
transferring an external torque to said first turbine
nmeans, said first turbine nmeans converting said
external torque to a pressure inposed on said fluid;

a second turbine neans (F) contained in said
second housing neans for converting said pressure
i nposed on said fluid to rotational energy, and
including a second shaft neans (G for transferring
said rotational energy to an external torque.

According to the appellant's subm ssions this known
apparatus suffers fromthe problemthat no neans are
provided for changing the ratio of the torques of the
first and second shafts.

Therefore the technical problemto be solved by the
present invention nmay be seen in providing an apparatus
of the type disclosed in D3 which overcones this

di sadvant age, w thout substantially increasing the

di rensi ons of the overall system
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This problemis in essence solved by the foll ow ng
features stated in the characterising part of claim1:

(i) aratio adjustnent neans is provided for changing
the ratio of the torques of said first shaft neans
and second shaft neans;

(ii) the ratio adjustnment neans is di sposed around one
of said first shaft neans and second shaft neans,

(iii) 1t conprises a fixed disc and a rotatable disc,
both said fixed disc and said rotatable disc
havi ng apertures, the discs being mounted side by
side such that said turbines force said fluid
through said ratio adjustnment neans in a
substantially axial direction.

D1 discloses an hydraulic transm ssion conprising a
notorised turbine at one end of the transm ssion and a
group of output turbines at the other end. The nunber
of output turbines in the group of turbines is equal to
the total nunber of gear speeds required. The notorised
turbine is connected to the group of output turbines by
a pair of pipes on which is mounted a gear selector by
means of which the hydraulic fluid flowis selectively
directed into one or nore independent pathways
connecting the output turbines in order to achieve a
variation in the relative speed of the hydraulic

transmn ssi on.

The notorised turbine, the gear selector and the group
of output turbines are enclosed in a conmmon housi ng.



-9 - T 0791/ 02

The gear selector is not as such a ratio adjustnent
means used for changing fluid flowto the sel ected

out put turbine(s). The function of the gear selector is
to select the separate pathways and thus the output
turbines to be connected to the notorized turbine.

In any case, there is no disclosure of a ratio
adj ust rent devi ce having the characterizing features
(ii) and (iii) above:

In D1 the gear selector is nounted separately fromthe
turbines, its axis being parallel to the axis of the

turbi nes. Thus no teaching is provided by DI as to how
t he gear selector could be nounted around a shaft of a

t ur bi ne.

Furthernore, the notorized turbine and the group of
out put turbines are of the paddl e wheel type and thus
force the fluid to flowin a substantially

per pendi cul ar direction to the axis of the rotating
shaft. In contrast to this, both turbines in the
claimed invention force the fluid to flowin a
substantially axial direction through the ratio

adj ust rent nmeans nmounted around one of said first and
second rotating shafts.

It follows that the use of a ratio adjustnent neans
havi ng the distinguishing features (ii) and (iii) is
nei t her disclosed nor suggested in docunent D1 and
accordi ngly cannot be considered to be rendered obvious
by the teaching of this citation. Therefore, even if
the skilled person had consi dered applying the teaching
given therein to the known fluidic drive apparatus

2119.D
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according to D3, he would not have arrived at the
cl ai med sol ution.

The Board has al so considered the further prior art
docunents cited on the search report and found them not
prejudicial to the patentability of the subject-matter
of claim1l, even when seen in conbination with the
above cited docunments D3 and DL.

Accordingly, in the Board's judgenent, the subject-
matter of claim1l involves an inventive step
(Article 56 EPC)

Dependent 3 to 21 contain particul ar enbodi nents of the
apparatus clained in claim1l and i ndependent claim 22
relates to a cycle having the clainmed apparatus. Since
these clains contain all features of claiml1, this
concl usion applies equally to these clains.

Procedural nmatters

According to the established case | aw of the boards of
appeal it is left to the Examning Division's

di scretion to decide whether to issue a further
invitation to present comments under Article 96(2) EPC.
Thi s does not mean that the applicant should be given
repeated opportunity to comment on the sanme objection.
In the international prelimnary exam nation report
(IPER), the exam ner raised an objection of |ack of

i nventive step based on prior art docunment D1 and
common general know edge. In the communication under
Article 96(2) EPC dated 22 May 2002 the | PER was
adopted by the Exam ning Division as the only basis for
its opinion that the application did not neet the
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requirenents of Article 56 EPC. The Exam ning Division
was apparently not convinced by the argunments submtted
in the applicant's response and accordi ngly decided to
refuse the patent application. In these circunstances
the board is unable to see a procedural violation in

not sending a further invitation to file observati ons.

Furthernore, Rule 51(3) EPC states that any

conmuni cation pursuant to Article 96(2) EPC shal
contain a reasoned statenment covering, where
appropriate, all the grounds against the grant of the
Eur opean patent. In the present case, the conmmunication
of the Exam ning Division which refers to the | PER
contains an indication of the facts and evidence in
support of the ground of |ack of inventive step, that
is prior art docunent D1, its analysis, the conparison
made between the known apparatus disclosed therein and
that claimed in claim1 and the problemto be solved by
the invention. It also contains an indication of the
rel ated argunents in support of lack of inventive step;
i.e. that the distinguishing feature [of claim1] is
nmerely one of several straight forward possibilities
fromwhich the skilled person would select, in
accordance with the circunstances, w thout the exercise
of inventive skill, in order to solve the problem he
was confronted wth.

Accordingly this substantiation, even if not conplete,
satisfies at |least formally the above requirenent of
Rul e 51(3) EPC.
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It is inmportant to observe that the requirenents of
Article 113(1) EPC are nmet since, firstly, the

communi cation pursuant to Article 96(2) EPC refers to
the I PER and states that the objections raised therein
are equally applicable in the European proceedi ngs
before the Exam ning Division under the correspondi ng
provi sions of the EPC and, secondly, the decision of
the Examning Division is entirely based on the
grounds, facts and evi dence which were already known to
t he appellant fromthe comunication pursuant to
Article 96(2) EPC and the | PER

For the above reasons, the appellant's request for
rei nbursenent of the appeal fee on the ground of a
substantial procedural violation has to be refused.
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the
order to grant a patent on the basis of the docunents
indicated in point |V above.

3. The request for reinbursement of the appeal fee is
ref used.

The Regi strar: The Chai r man:

S. Fabi ani S. Crane

2119.D



