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Summary of Facts and Subm ssi ons
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This appeal lies fromthe decision of the Exam ning
Division to refuse the European application No.

96 945 192.1 on the ground that the subject-matter of
Caim1l of the set of clainms received on 21 August 1997

was anticipated by the disclosure of docunment (1) US-A-
5 470 866 pursuant to Article 54(2) EPC.

The refused set of clainms contained thirty one cl ains.
Caim1l read as foll ows:

"1. A conpound of the fornula:

wherein Ris selected from
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X
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and X is hal ogen."
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Claim9 had the sane wording as Claiml1l with the
further limtation that X was brom ne.

Claim 20 had the sanme wording as Claim1 with the
further limtation that X was chlorine.

The Examning Division held in its decision that the

di scl osure of docunment (1) specifically described a 2",
3" side-chain hal ogenat ed N-debenzoyl - N-acyl t axol
derivative conprising the CHCHBr CBr (CHs;) CO acyl group
(cf. Table 4 and conpound of general fornula 30) and
was considered for this reason as novelty destroying
with regard to the subject-matter of C aiml.

In the statenment of grounds of appeal, the Appell ant

di sputed that docunment (1) disclosed either explicitly
or inplicitly the clainmed compounds since the skilled
man in reading the disclosure of the conpound at

Tabl e 4 and the nmethod of preparation thereof described
at colums 21 and 22 woul d have no way of know ng
exactly what the structure of the conpound tested was.
Furthernmore, Claim1l was directed to stereospecific
conpounds, whereas docunent (1) nerely disclosed a |ist
of conpounds in racemate form Decision T 296/ 87 was
cited in that respect.

In a comuni cation, the Board pointed out that docunent
(1) disclosed the Nacyl taxol of formula 22 (colum 21,
lines 1 to 18)
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and that the N-acyl groups recited on Table 4,

i dentified unanbi guously N-acyl taxols of formula 22,
where R was CH;CHBr CBr (CHs)-. Furthernore, a process for
preparing such a conmpound was disclosed (cf. columm 5,
lines 13 to 23. colum 18, line 38 to colum 20,

line 67).

In response, the Appellant pointed out that the nethod
of preparation which the Board referred to was
described in general terns and gave no guidance to
retain the stereocentres in the correct configurations.
In particular, the success of the final step referring
to a transfer of the acyl group fromO to N depended
upon the nature of the acyl group undergoing transfer.
Acyl groups containing stereocentres were prone to
configurations changes/racem zation during such
transfer reactions. Furthernore, the reference made in
Table 4 to CHCHBrCBr (CHs) - related to the racemate and
not the diastereoisonmers defined in Caiml.

The Appel |l ant requested that the decision under appeal
be set aside and that the case be remtted to the first

i nstance for further prosecution.
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Reasons for the Decision

1.

2.2

2326.D

The appeal is adm ssible.

Article 123(2) EPC - Amendnents

The clains directed to a method for treating ani mal or
human tunors were reworded as a conpound for use in a
nmet hod for treating animal or human tunors (cf.

Clains 3, 11, 12, 22 and 23), which change was
necessary under EPC (Article 52(4) EPC). Apart from
that, the subject-matter of Clains 1 to 11 corresponds
to the subject-matter of Clains 1 to 11 as originally
filed. The subject-matter of Claim 12 corresponds to
the subject-matter of Clainms 12 to 15 as originally
filed. The subject-matter of Claim 13 corresponds to

t he subject-matter of Claim16 as originally filed. The
subject-matter of Clains 14 to 22 corresponds to the
subject-matter of Clains 17 to 25 as originally filed.
The subject-matter of C aim 23 corresponds to the
subject-matter of Clains 26 to 29 as originally filed.
The subject-matter of Caim 24 corresponds to the
subject-matter of Caim30 as originally filed. The
subject-matter of Clainms 25 to 31 corresponds to the
subject-matter of Clains 31 to 37 as originally filed.

The Board is satisfied that the anmendnents conply with
the requirenents of Article 123(2) EPC. No objection
was rai sed by the Exam ning Division either.

Article 54 EPC - Novelty

The subject-matter of Caim1l relates to (2"R, 3"S)-
di hal ocephal omanni ne, (2"R, 3"S)-di hal o-7-epi -
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cephal omanni nne, (2"S, 3"R)-di hal ocephal omanni ne and
(2"S, 3"R)-dihal o-7-epi-cephal omanni nne (cf. point Il
above).

Docunent (1), the sole prior art cited in the

exam nation proceedi ngs discl oses a process for
converting taxol or cephal omanni nne to N-acyl anal ogs
of taxol (cf. columm 18, lines 38 to 40). Treatnent of
taxol with a desired acylating reagents converts it to
a 2'-acyltaxol derivative 18. Protection of 18 at the
C- 7 position with 2,2,2-trichl oroethyl chl orof or mat e
yields the protective derivative 19. Treatnent of 19
with oxalyl chloride followed by water yields the
oxam c derivative 20. Treatnent of 20 with

di phenyl carbodiim de yields the N-acyl derivative 21 by
deoxal yl ation followed by O acyl -> Nacyl to yield the
N-acyl taxol 22.

(cf. colum 5, lines 13 to 23 and colum 18, line 38 to
colum 21, line 17).

Anmong the N-acyl group of the N-debenzoyl-Nacyltaxols
cited in Table 4 (cf. colum 29, lines 12 to 30), the
CH;CHBr CBr (CHg) CO- group is explicitly nmentioned.

For the skilled reader, there is a direct and
unanbi guous correspondence between the N-acyl taxol 22
and the acyl group CHsCHBrCBr (CH;) CO- cited in Table 4,
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so that the N-acyl taxol 22 wherein Ris
CHsCHBr CBr (CHs) - is identified along with the process
for its preparation in follow ng the instructions set
out above, individualizing, therefore, the 2", 3"-

di br onocephal omanni ne.

The Appel |l ant argued that the description was not
enabling in that the success of the final step
referring to a transfer of the acyl group from O acyl
to N-acyl depended upon the nature of the acyl group
undergoi ng transfer. However, this allegation that the
person skilled in the art could not carry out the

di scl osed process is not supported by facts that can be
checked and is, therefore, unsubstanti ated.

The Board concurs however with the Appellant that the
reference made in docunent (1), Table 4, to
CH;CHBr CBr (CHg) - relates to a racemate. This docunent
does not nention the four possible diastereoisoners for
t he group CHCHBr CBr (CHs) -, nor does it describe howto
obtain the individual stereospecific conpounds

(2" R, 3"S) -di bronocephal omanni ne, (2"R, 3"S)-di brono- 7-
epi cephal omanni nne, (2"S, 3"R)-di bronocephal omanni ne and
(2"S, 3"R)-di brono- 7- epi - cephal omanni nne enconpassed by
Claim 1. That docunent does not, therefore, point

unambi guously to those configurations even though those
configurations were conceivable (cf. T 296/87, QJ EPO
1990, 195, points 6.2 and 7.1 of the reasons).

The Board concludes that docunment (1) is concerned only
with racemates which do not affect the novelty of the
(2"R,/3"S) and (2"S,3"R) fornms defined in the subject-
matter of Claiml. That finding applies nutatis
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mutandis to the subject-matter of the Cains 9 wherein
X is brom ne.

The subject-matter of Caim20 is al so novel since
docunent (1) does not disclose a 2", 3"-
di chl or ocephal omanni ne.

Remttal to the first instance - Article 111(1) EPC

The Board has conme to the conclusion that the subject-
matter of Claiml of the main and sol e request net the
requi rement of Article 54 EPC overcom ng, therefore,
the sol e reason supporting the refusal of the European
application by the first instance. As stated above,
that finding also applies to Cains 9 and 20.

Having regard to the fact that the function of the
Boards of Appeal is primarily to give a judicial
deci si on upon the correctness of the earlier decision
taken by the first instance, the Board exercises its
di scretion under Article 111(1) EPC to remt the case
to the first instance for further prosecution.

When exam ning further the conpliance of the C ains
wi th EPC, the Exami ning Division should pay particul ar
attention to the foll ow ng:

The scope of Clains 4 to 8 seens to enconpass a net hod
for the preparation of the racemate formof 2", 3"-
di hal ocephal omanni ne or 2", 3"-7-epi cephal omanni ne.

Claim 13 does not seemto include the separation of the
di astereoi soners (cf. page 24 of the description). The
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same remark would seemto apply to Caim24 (cf.
point 6.6, pages 56 to 57 of the description).

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further

prosecuti on.

The Regi strar: The Chai r man:

N. Maslin A. Nuss

2326.D



