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Summary of Facts and Subm ssi ons

2414.D

Thi s appeal, which was filed on 22 January 2002 |ies
agai nst the decision of the Exam ning Division
announced orally on 14 Novenber 2001 and issued in
witing on 26 Novenber 2001, refusing European patent
application No. 96 113 925.0 filed on 30 August 1996 in
t he nane of Bridgestone Corporation, published under

No. 0 761 733, and claimng two JP priorities both of
31 August 1995.

The appeal fee was paid together with the Notice of
Appeal and the Statement of G ounds of Appeal was filed
on 8 April 2002.

The deci sion under appeal was based on a set of clains
of a (first) main request submtted on 29 February 2000
as well as on sets of clainms of a (second) main request
and of first and second auxiliary requests each filed
at the oral proceedings held on 14 Novenber 2001.

Claim1 of the (first) main request reads:

"A rubber conposition conprising:

a rubber conponent consisting of at |east one nodified
conj ugat ed di ene-base synthetic rubber optionally

bl ended with a natural rubber; a rubber obtained by

pol yneri zing a conjugated di ene nononmer or a rubber
obt ai ned by copol yneri zing a conjugated di ene nonomner
and a vinyl aromatic hydrocarbon nonomer; and

a carbon black in an anmount of 30 to 120 parts by

wei ght per 100 parts by wei ght of the rubber conponent,
sai d rubber conposition being characterized in that:
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the carbon bl ack has both of the characteristics
represented by follow ng equation (1) and equation (I1):

Equation (I)

{(concentration of > C=0 functicnal groups]sz&A = 4.0x 1074

Equation (II)
(concentration of > C=0 functional groups} =
(concentration of -0H functional groups}2

- 0.1% (concentration of -0H functional groups}+0.03
wherein (concentration of >C=0 functional groups)
expresses the concentration (meqg/g) of functional
groups which react with hydroxyl am ne and produce oxi ne;
NoSA expresses the nitrogen absorption specific surface
area (nf/g); and (concentration of -OH functional groups)
expresses the concentration (nmeqg/g) of functional
groups which participate in an acetylating reaction
wi th acetic anhydride;
wherein the nodified conjugated di ene-base synthetic
rubber contains a functional group selected fromtin-

cont ai ni ng groups and nitrogen-containi ng groups."

Claim1l of the (second) main request differs fromthis
version by amendnent (twice) of the term"nodified
conj ugat ed di ene-base synthetic rubber" to

"end- nodi fi ed conjugated di ene-base synthetic rubber”

In addition to the afore-nmentioned anendnent, Caiml

of the first auxiliary request inits final portion
conprises further two anmendnents (in the follow ng
enphasi sed by the Board):

"wherein (concentration of >C=0 functional groups)
expresses the concentration (neq/g) of functional

groups which react with hydroxyl am ne and produce oxi ne;

2414.D
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NoSA expresses the nitrogen absorption specific surface
area (nf/ng) falling within the range of 80 to 179 nf/g;

and (concentration of -OH functional groups) expresses
the concentration (neq/g) of functional groups which
participate in an acetylating reaction with acetic
anhydri de; wherein the nethods of neasuring the

concentration of >C=0 functional groups, of -OCH

functional groups and NbSA are as defined in the

speci fication; and

wherein the end-nodified conjugated di ene-base
synt hetic rubber contains a functional group selected
fromtin-containing groups and nitrogen-containing

groups."

Claim 1 of the second auxiliary request conbines the
version according to the (first) main request with the
two anmendnents of the first auxiliary request and with
the additional feature (inserted after the passage
"sai d rubber conposition being characterized in that":
"the carbon black is a carbon bl ack obtai ned by
oxi di zing furnace bl ack or channel -type carbon bl ack

wi th an oxidi zing agent, a carbon bl ack obtai ned by
heati ng gas furnace carbon black or channel -type carbon
bl ack at tenperatures of 100 to 900°C and that".

The deci si on under appeal refused the application
because, in its opinion, none of the requests conplied
with the requirenents of Article 84 EPC

(a) Wth regard to the (first) main request the
Exam ni ng Division held that
(1) "(t)he person skilled in the art wshing to
determne if his rubber/carbon bl ack
conposition is falling under the scope of



2414.D

(b)

(c)

- 4 - T 0769/ 02

claiml is faced with an undue burden as he
must first use the specific methods
presented in the application to determ ne
the paraneter [CO and the paraneter [OH in
order to solve the mathematical equations 1
and 2 of claim1. The paraneters [CQ and
[OH used in the clains are therefore not
conparable to the same paraneters known in
the field and used in the prior art. This
renders a conparison of the clainmed
conpositions with the conpositions of the
prior art difficult, if not inpossible"
(Reasons, section 3, first paragraph).

(iit) In the last paragraph of this section of the
Reasons the Exam ning Division essentially
repeated this statenent in other words and
concl uded: "The clains |ack therefore
clarity according to article 84 EPC'

Wth regard to the (second) main request the

Exam ning Division argued: "The paranmeters and the
equations used in clains 1 and 5 of the main
request are identical to the ones used in the |ast
set of clainms (29.02.00) [i.e. those according to
the (first) main request]. Clains 1 and 5 of the
mai n request lack clarity. ... The main request
does not satisfy the requirenments of article 84
EPC' (Reasons, section 4).

Simlar argunments were advanced by the Exam ning
Division to deny the conpliance of the subject-
matter of the first auxiliary request with the
requi renents of Article 84 EPC whose Claim1l
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"precised that the nethods used to determ ne the
paranmeters [CO and [OH nust be the nmethod of the
description” (Reasons, section 5).

(d) The sane reasoning was used by the Exam ning
Di vi sion agai nst the conpliance of the subject-
matter of the second auxiliary request with the
requi renents of Article 84 EPC, further
suppl emrented by the statenent:

"(t)he applicant agreed that the nethods to
prepare the carbon black and introduced in
claiml1l of the auxiliary request do not |ead
with certainty to a carbon black satisfying
equations 1 and 2. The paraneters [CQ and
[OH and the nmathematical equations 1 and 2
of claim1l could therefore not be repl aced
by the nethods used to prepare the carbon

bl ack”. (Reasons 6)

In the Statement of G ounds the Appellant relied on the
previ ous nmain request [(second) main request of the
deci si on under appeal] and on the first and second
auxiliary requests as filed at the oral proceedings
before the Qpposition Division.

Its argunents can be summarized as fol |l ows:

(a) Wth regard to the lack of clarity objection of
the Exam ning Division reference was to be nade to
the case | aw of the Boards of Appeal according to
which a definition by paraneters was adm ssi bl e
provided that they could be clearly and reliably
determ ned by objective procedures. The further
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requi rement under Article 83 EPC was that the
description enabled the skilled person to obtain
t he cl ai ned product.

Ref erence was al so made to the Guidelines for
Exam nation section G111, 4.7a setting out:

"Cases in which unusual parameters are enpl oyed or
a non-accessi bl e apparatus for measuring
paranmeter(s) is used are prima facie objectionable
on grounds of lack of clarity, as no neani ngful
conparison with the prior art can be nade."

In the Appellant's view, the present specification
fulfilled all these requirenents:

(1) There was no dispute that the skilled person
coul d nmeasure each paraneter of the two
equations, nanely the concentration of the
respective functional groups and the
ni trogen absorption specific surface area
whi ch were no unusual paraneters.

(ii) The specification contained a detailed
description as to how these paraneters m ght
be measur ed.

The insertion of the neasured paraneters into
equations (1) and (I1) involved routine

mat hemat i cs which could be rendered | ess |aborious
by using a conmputer, possibly with the help of a
mat hemati ci an. Reference was again nmade to the
Quidelines G111, 4.7a:
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"Paranmeters are characteristic values which may be
val ues of directly neasurable properties or may be
defined as nore or |ess conplicated nmat hemati cal
conmbi nations of several variables in the form of

f or mul as".

It was accepted EPO practice that the method of
measur enent of a paraneter need not be in the
claiminter alia when the respective description
was |long; in that case the claimshould contain a
reference to the description in accordance with
Rul e 29(6) EPC.

Furthernore the specification also disclosed
carbon black varieties fulfilling equations (1)
and (11) and nethods for their preparation.

It was al so possible to determ ne whether a prior
art carbon black fulfilled equations (I) and (11)
because the concentrations of the [CQ and [COH]
groups could be neasured according to the nethod
described in the specification. No undue burden

was i nvolved in this exercise.

The Board in its conmunication dated 24 May 2004 nade

the follow ng provisional coments:

"1.

Mai n request

Claim 1l indicates the neaning of the terns
"concentration of >C=0O functional groups"”
"concentration of -OH functional groups"” and "N,SA"
but fails to define the nmethods to be used for
their determ nation. Since it had been established
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by the Applicant (subm ssion dated 16 August 2000,
Table 1) that the methods which are disclosed in
D4 (GR Cotton et al. "Effect of Chem ca

Modi fication of Carbon Black on Its Behaviour in
Rubber ™, Kautschuk und Gumm, Kunststoffe Nr. 9,
pages 477 to 485, 1969) lead to different results
of the [>C=Q and [-OH concentration, it is
apparent that the nmeasurenent nethods set out on
pages 31 to 36 of the application as filed are

essential for the clained invention.

According to established case | aw of the Boards of
Appeal (Case Law, 4'" edition, Decenber 2001
pages 158 to 159, section 1.1.2) a claimhas to

indicate all essential features of the invention.
Claim 1l therefore contravenes the requirenents of
Article 84 EPC. Consequently, the main request is

not all owabl e.

First auxiliary request

Claim1, anendnents

2.1.1 The newy introduced range of 80 to 179 nf/ g of

the "nitrogen absorption [should read: adsorption]
specific surface area" is supported by the N,SA
val ues of, respectively, carbon blacks G and M
(Table 1, page 41 of the application as filed).

Since nitrogen adsorption is a property whose
i npact on the rubber reinforcing characteristics
of carbon black is independent fromthe other
paraneters referred to in equations (1) and (11)
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and since these two values are not arbitrarily
chosen from Table 1 but represent the carbon bl ack
varieties having the | owest and hi ghest N;SA val ues,
this feature is considered to neet the

requirenments of Article 123(2) EPC.

2.1.2 Also the further anendnent, i.e. the reference to

2.

2

t he met hods of neasurenent "as defined in the
specification” conplies with the requirenments of
Article 123(2) EPC, it is also adm ssible in
respect of Rule 29(6) EPC because the | engths of

t he respective definitions stands in the way of
their insertion into the claim (cf. Guidelines for
exam nation, part CI11, 4.10).

Caiml, Article 84 EPC

2.2.1 The deci sion under appeal concluded that the

requirenents of this article were not nmet. Inits
view, the person skilled in the art wishing to
determne if a rubber/carbon black conposition was
within the scope of claim1l was faced wi th undue
burden because he nust first determ ne the
paranmeters [CO and [OH and then performthe

cal cul ations according to the equations (I) and

().

2.2.2 The Board is however of the opinion that the

requirement of clarity is net because the
equations (1) and (I1) are mathematically sound
and under st andabl e and because the paraneters
"concentration of >C=0O functional groups”
"concentration of -OH functional groups"” and "N;SA"
are duly defined and furthernore expounded by
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reference to the description to a degree
sufficient for the conprehension of the skilled

per son.

2.2.3 Furthernore, in the Board' s view, the Exam ning

Division's objection that it required an undue
burden to establish whether a certain carbon bl ack
met the definition of Claiml is unrelated to the
requi renents of Article 84 EPC

| nsof ar as this objection concerns questions of
infringenment it is not within the conpetence of
the EPO, and insofar as it concerns the question
of sufficiency of the disclosure it relates to
Article 83 EPC.

Article 83 EPC

This issue is to be assessed on the basis of the
application as a whol e which according to this
article nust disclose the invention in a manner
sufficiently clear and conplete for it to be
carried out by a person skilled in the art.

3.1.1 It is apparent and was not denied by the

Exam ning Division that the information in the
application enables the skilled person to practice
the invention by subjecting avail able carbon bl ack
varieties to a screening program However, in the
Division's view this exercise involved undue
burden, possibly because the application was
considered to lack instructions as to howto

pur poseful |y pre-sel ect prom sing candi dates and

turn initial failure into success.
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The Board is not convinced by these argunents. In
its judgnent, the application-in-suit conprises
all the information - in the formof directly
measur abl e structural conmponent characteristics -
that is necessary to put the skilled person in a
position of being able to carry out the invention
and of know ng when he is working within the
forbi dden area of the clainms (cf. T 0256/87 of

26 July 1988, Reasons 17).

The present situation is different fromthe one
where an invention is characterised by effect-
related functional features used to “round up” the
definition of the claimed subject-matter in order
tolimt a feature (eg conponent) to those of its
nmeani ngs which belong to the invention if a
characterisation of this feature cannot be nmade
(or would be too narrow) by directly neasurabl e
objective attributes. In this situation the
skill ed person depends on a reliable and
practically feasible nethod in order to ascertain
t he exact scope of the clainmed subject-matter (cf.
T 0226/ 85 QJ EPO 1988, 336, Reasons 4, 8).

In the case of present Caim1l, however, there is
no need to resort to experinents to assess the
exact scope of the clained subject-matter, the
carbon bl ack inclusive, because the invention is
unamnbi guously characterised by directly measurable
structural conponent characteristics which allow
their reduction to practice in an objective
fashion. In this situation the necessity to carry
out chem cal and physical neasurenents which are
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then mat hematically converted to nunerical val ues
in order to find out those carbon black varieties
whi ch neet the characteristics of Claim1l does not
amount to undue burden

3.3 Anendnents, further clains

3.3.1 There appears to be no basis in the application
as filed for the generic term "nitrogen-containing
compound” in Caim9 but only for the three
particul ar groups of conpounds specified in Caim
13.

3.3.2 It appears that the feature "p+gq=4" is m ssing

fromthe definition in Claim10 (cf. page 19,
lines 16 to 23).

4. Furt her prosecution

4.1 In view of the above considerations and since the
deci sion under appeal only referred to the issue
of clarity, the Board intends to refuse the main
request and to remt the case to the first
i nstance for continuing the substantive

exam nati on

4.2 You are asked to decl are whet her, under these
ci rcunst ances, your request for oral proceedings
is upheld.”

Inits reply to this comuni cation dated 27 July 2004
t he Appell ant declared to make the previous first

auxiliary request its new main request and to nmaintain
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t he previous second auxiliary request as new first

auxiliary request.

The (new) main request has furthernore been anended as
suggested in section 3.3 of the Board' s afore-quoted
conmuni cati on

(a) In Caim9 the term"nitrogen-containing conpound”
has been replaced by the definition of this
conmpound as set out in Caim 13,

(b) in Caim10 the definition of the tin carboxyl ate
conpounds has been suppl enented after the passage
"pis an integer fromO to 3" by the feature "and
p+q=4",

(c) previous Caim1l13 has thus been del eted, and

(d) previous Clainms 14 to 17 have accordingly been
renunbered to 13 to 16 (i ncluding consequenti al
amendnment of the back references).

In this subm ssion the Appellant al so abandoned its
previ ous request to hold oral proceedings and agreed to
the Board's suggestion that the further exam nation of
t he case should be carried out before the first

i nst ance.

Accordingly, the Appellant requested that the decision
under appeal be set aside and that the case be remtted
to the first instance for continuation of the
substantive exam nation on the basis of Clains 1 to 16
of the main request submtted with the letter dated

27 July 2004, subsidiarily on the basis of Clains 1 to
17 of the first auxiliary request filed with the sane
letter.
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Reasons for the Decision

1

The appeal is adm ssible.

Mai n request

2414.D

Amendnent s

In view of the comments nmade in section 2.1 of the

af ore- quot ed comuni cation of the Board and in view of
t he amendnments carried out in Clains 9 and 10 the Board
recogni ses the conpliance of the clains of this request
with the requirenents of Article 123(2) EPC.

Clarity (Article 84 EPQ

Contrary to the conclusions of the Opposition Division,
the Board is satisfied that Caim1l neets this

requi renent, the reasons being set out in section 2.2

of its conmmuni cati on.

For the sanme reasons the identical |ack of clarity
obj ections of the Qpposition D vision against

i ndependent Claim5 and dependent Clains 2 to 4 and 6
to 16 (previously 6 to 17) are considered unfounded.

Sufficiency (Article 83 EPC)

In the Board's judgnent, the disclosure of the clainmed
invention is sufficiently clear and conplete for it to
be carried out by a person skilled in the art, the
reasons being set out in section 3 of the said

conmuni cati on

In view of the fact that the reasons underlying the
deci si on under appeal against the prosecution of the
application on the basis of the present main request
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are not upheld by the Board, there is no need, at this
stage, to consider the present first auxiliary request.

6. Si nce the decision under appeal only relied on the
all eged lack of clarity of the clainmed subject-matter,
an objection not maintained by the Board, and since a
t horough investigation of further issues of substantive
exam nation, novelty and inventive step inclusive, is
still outstanding, it is considered appropriate by the

Board to remt, in accordance with Article 111(1) EPC,
the case for this purpose to the first instance.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further

prosecuti on.

The Regi strar: The Chai r man:

E. Gorgnmaier R Young
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