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Summary of Facts and Subm ssi ons

0148.D

This appeal lies fromthe decision of the Exam ning

Di vi sion dated 28 February 2002 refusing the European
pat ent application No. 91 310 565.6 under Article 97(1)
EPC. The ground for the refusal was that there was no
text agreed by the applicant (Article 113(2) EPC)

The rel evant facts of the case |leading to the decision

to refuse the application in suit can be summarized as

foll ows:

(a)

(b)

At the oral proceedings held on 10 Decenber 1998,
the Exam ning Division infornmed the applicant that
it intended to grant a patent on the basis of the
applicant's auxiliary request filed during the
oral proceedings.

According to the mnutes of the oral proceedings,
the Exam ning Division infornmed the applicant that
the main request filed with the letter dated

10 Novenber 1998 did not neet the requirenments of
Articles 84 and 123(2) EPC. In particular,

i ndependent nethod claim7 according to the main
request was considered to be not clear, since
whereas it defined a method of producing a device
according to claim1 of the main request, the

met hod steps of claim7 produced a different
device fromthat of claim1.

In a comuni cati on under Rule 51(4) EPC issued on
20 April 1999, the Exam ning Division inforned the
applicant of its intention to grant a patent on
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the basis of the auxiliary request filed at the
oral proceedings.

Claim1 according to the auxiliary request which
was consi dered al |l owabl e by the Exam ning Division
has the foll ow ng wording:

"1, A process of manufacturing a sem conduct or
devi ce, conpri sing:

a first step of formng an SO substrate by
depositing an insulating filmof silicon dioxide
on a surface of a tenporary silicon substrate,
thermal |y bondi ng a sem conductor substrate of
single crystal silicon on a surface of the
insulating film and polishing the sem conduct or
substrate to forma single crystal sem conductor
thin film

a second step of formng a sem conduct or
integrated circuit in the single crystal
sem conductor thin film

athird step of fixedly adhering a support
substrate in face-to-face relation to a surface of
t he sem conductor integrated circuit opposite to
the tenporary substrate;

a fourth step of renoving the tenporary substrate
to expose a surface of the insulating filmto the
out si de; and
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a fifth step of subjecting the exposed surface of
the insulating filmto a treatnent including at
| east formng an el ectrode.”

(d) Wth the letter of 15 October 1999, the applicant
did not give his consent to the docunents proposed
for grant. Instead, the applicant filed anended
claims 1 to 6 with amended pages of the
description, and requested the grant of a patent
wi th the above anended docunents.

(e) In a comunication dated 3 Decenber 1999, the
primary exam ner of the Exam ning Division
informed the applicant that the new clains filed
with the letter dated 15 October 1999 were not
adm tted under Rule 86(3) EPC, since (i) they were
filed late, i.e. after the issue of the
conmuni cation under Rule 51(4) EPC, and (ii) since
claiml did not conply with Article 84 EPC for the
reasons di scussed during the oral proceedings. It
was therefore suggested that the applicant
wi t hdraws hi s request.

(f) Following a confirmation by the applicant that he
mai nt ai ned the request dated 15 Cctober 1999, the
deci si on under appeal was issued. The decision was
signed by the formalities officer on behalf of the
Exam ning Division and referred to the
conmuni cation dated 3 Decenber 1999 containing the
reasons for not admtting the anended cl ai ns.

L. The appell ant (applicant) | odged an appeal on 22 Apri
2002, paying the appeal fee the sane day. A statenent
of the grounds of appeal was filed on 25 June 2002.

0148.D
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In a comuni cati on dated 6 Septenber 2002, the Board
informed the applicant that since the decision to
refuse the application was signed by the formalities
of fi cer who was not enpowered to issue such a deci sion,
it could be regarded ab initio null and void. It would
therefore be justified to remt the case back to the
departnment of the first instance w thout exam nation of
t he substantive issue in the appeal, and to rei nburse

t he appeal fee.

In response, the applicant requested that the Board
shoul d exam ne the appeal without remtting the matter
to the Exam ning Division.

The applicant requests that the decision under appeal
be set aside and a patent be granted on the basis of
the foll ow ng docunents:

d ai ns:
Nos. 1 to 6 filed with the letter dated 15 COctober
1999;

Descri pti on:

Pages 12 and 13 filed with the letter dated
15 COct ober 1999
pages 1 to 11, 14 to 55 as specified in the
conmuni cation under Rule 51(4) EPC dated 20 Apri
1999

Dr awi ngs:
Sheets 1/19 to 19/19 as originally filed

Oral proceedings are requested in the event that the
Board does not allow the above request.
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Claim1 according to the above request differs fromthe
wordi ng of claim1l which was annexed to the

comuni cati on under Rule 51(4) EPC in that (anendnents
have been enphasi sed by the Board)

"a first step of formng an SO substrate by
depositing an insulating filmof silicon dioxide
on a surface of a tenporary silicon substrate”

is replaced with

"a first step of formng an SO substrate by
formng an insulating filmon a surface of a

tenporary silicon substrate".

The reasons given by the Examning Division in its
conmuni cation dated 3 Decenber 1999 for not admitting
further amendnents under Rule 86(3) EPC were
essentially as foll ows:

(a) According to the Cuidelines for Exam nation C VI,
4.9, the communication under Rule 51(4) EPC does
not constitute an opportunity for the applicant to
call into question of an earlier procedure, since
at this stage, the substantive exam nation has
been conpl eted. Thus, only anmendnents, such as
obvi ous errors, which do not appreciably delay the
preparations for grant, will be accepted.

(b) A prima facie analysis of claim1l indicates that
it does not neet the requirenents of Article 84
EPC for reasons which were al so discussed at the
oral proceedi ngs before the Exam ning D vision.
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The applicant presented essentially the foll ow ng
argunents in support of his request:

(a) In exercising its discretion to refuse to adm t
anmendnent s under Rule 86(3) EPC, the Exam ning
Division did not (i) consider all relevant facts,
(1i) take regard to the applicant's interest in
obtai ning an adequate protection for his invention,
(iii) exercise its discretion in accordance with
the right principles, and (iv) exercise its
di scretion in a reasonabl e way.

(b) As the anendnents proposed by the applicant in
response to the Rule 51(4) conmunication concern
two non-essential features of the invention and as
t hese anmendnments are clearly allowable, refusal by
the Examning Division to admt the amendnents was
unr easonabl e, and was not according to the right
principles as set out in G 7/93, T 182/88 and
T 237/ 96.

Reasons for the Decision

0148.D

The appeal conplies with Articles 106 to 108 and
Rule 64 EPC and is therefore adm ssible.

Procedural nmatters and renm ttal

As nentioned above (see itemll1(f) above), the decision
under appeal was signed by a formalities officer on
behal f of the Exam ning Division. Since the present
case falls under Rule 51(5), second sentence EPC
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(version of Rule 51 in force until 30 June 2002), it
was beyond the conpetence of a formalities officer to
i ssue such a decision (cf. "Notice of the Vice-
President Directorate General 2 of the European Patent
Ofice dated 28 April 1999 concerning the entrustnent
to non-exam ning staff of certain duties normally the
responsibility of the exam ning or opposition

di visions" (QJ EPO 1999, 504; reproduced in "Ancillary
Regul ati ons of the EPC, 2002", R 9(3))). The decision
has therefore to be regarded a nullity (cf. T 295/01,
Q) EPO 2002, 251, point 7 of the reasons), even though
as is apparent fromthe fact that the file contains an
unreasoned order refusing the application signed by al
t he nenbers of the Exam ning Division on Form 2048. 2,
the formalities officer had possibly acted on the

instructions fromthe Exam ning Division.

According to Article 10 of the Rules of Procedure of

t he Boards of Appeal, a board shall remt a case to the
departnment of the first instance if fundanental
deficiencies are apparent in the first instance
proceedi ngs unl ess speci al reasons present thensel ves
for doing otherwise. In the present case, the appellant
requested that the Board shoul d decide on the
substantive issues in the appeal without remtting the
case (cf. iteml1V above). As the Board is able to
decide in favour of the appellant, a remttal of the
case would in the Board's view have unduly del ayed the
procedure to the detrinment of the appellant (cf. e.g.

T 360/ 91 of 2 Decenber 1991, points 4 and 9 of the

reasons).
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Di scretion to admt anmendnents under Rule 86(3) EPC

In the present case, the Exam ning Division exercised
its discretion under Rule 86(3) EPC to refuse the
amendnents filed by the applicant with the letter dated
15 Cctober 1999, with the result that the application
in suit was refused on the ground that there was no
text agreed by the applicant. The appellant has in the
statenent of the grounds of appeal argued that the

Exam ning Division exercised its discretion in an

unr easonabl e way.

Fol | owi ng decision G 7/93 (QJ EPO 1994, 775), when an
appeal is |odged against the way in which the

di screti on was exerci sed, a Board of Appeal should only
overrule the way in which a first instance depart nment
had exercised its discretion if it cones to the
conclusion either that the Exam ning D vision had not
exercised its discretion in accordance with the right
principles or that it had exercised its discretion in

an unreasonabl e way, and had thus exceeded the proper
limts of its discretion (cf. point 2.6 of the reasons).

In the present case, the request for further amendnents
with the letter dated 15 October 1999 was filed in
response to a conmuni cati on under Rule 51(4) EPC, i.e.
at a stage where in normal cases the substantive

exam nation has been conpleted. Although the Board in
princi pl e endorses the position held by the Exam ni ng
Division in its comuni cation of 3 Decenber 1999 that
at such |l ate stage of the exam nation procedure, only
such anmendnments which do not appreciably delay the
preparations for grant of the patent should normally be
allowed (cf. itemVIil(a) above; CGuidelines CVI, 4.9),
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|ate-filed amendnents nust neverthel ess be judged on a
case-to-case basis and reasons nust be given when no
further amendnents are adm tted.

The unpublished decision T 237/96 of 22 April 1998
concerns the sanme issue as in the present case, i.e.

t he question how the discretion under Rule 86(3) EPC
shoul d be exercised when a request for further
amendnents was filed in response to a conmuni cation
under Rule 51(4) EPC. Follow ng the principles set out
in G7/93 it was held that "to refuse m nor amendnents
of nmerely editorial nature, or anmendnents relating to
aspects of the invention of no rel evance to the
assessnment of the patentability of the clained subject
matter, if such amendnents were clearly acceptable
under Articles 84 and 123(2) EPC, may for instance not
be consi dered reasonabl e of an exam ning division" (cf.
point 2.3 of the reasons).

In the earlier unpublished decision T 182/88 of

3 Novenber 1988, it was held that reasons for not
allowing a further amendnent nust be given beyond
nmerely stating that it is "late".

In the present case, the reasons given in the

conmuni cation dated 3 Decenber 1999 for not allow ng
the new clains were (i) the anmendnent was submtted
|ate (after that the conmunication under Rule 51(4) EPC
was issued) (cf. itemVil(a) above); and (ii) claiml
did not neet the requirenents of Article 84 EPC in the
i ght of discussions held during the oral proceedings
(cf. itemVII(b) above).
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According to the m nutes of the oral proceedings, the
only clarity objection raised by the Exam ning D vision
was against claim7 of the main request for the reasons
t hat al t hough the cl ai mred net hod was for a nethod of
manuf acturing "a sem conductor device as clainmed in
claim1", the nethod according to claim?7 did not
result in the device of claiml (cf. itemll(a) above).

Since the clainms filed with the letter dated 15 Cctober
1999 only contains nethod clains, the above-nentioned
obj ection cannot apply for these cl ains.

Thus, the Exam ning Division when considering whet her
the clains as anended (in relation to clainms which were
considered to be allowable) were allowable, referred in
its communication to an objection of lack of clarity
whi ch was raised earlier on in the exam nation
procedure in relation to a different process claim As
shown above, the objection which was raised in relation
to the earlier process claimis not applicable to the
clains as anended, and therefore, the above

comuni cation did not contain any reasoning in respect
of the clainms submtted by the applicant beyond the
observation that the amendnents were filed at a |late

st age.

Thus, the exercise of the discretion against admtting
t he proposed amendnents was not reasoned.

The Board has decided to exercise its power under
Article 111(1) EPC to exam ne whether the amendnents
proposed with the letter dated 15 Cctober 1999 shoul d
be admtted under Rule 86(3) EPC.
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4.1 Followng the criteria set out in T 237/96 nmenti oned
above for exercising the discretion under Rule 86(3)
EPC for late-filed anendnents (cf. item 3.3 above), the
Board comes to the conclusion that the anendnents
shoul d be admtted, since firstly, the anmendnments do
not render the claimunclear, that is, the proposed
amendnments neither introduce any unclear terns nor do
they contradict other features of claim1l. The
amendnents to claim1l have a clear basis in the
description, as indicated by the applicant when filing
t he proposed anmendnents (cf. application as published,
colum 11, lines 23 to 30; colum 19, lines 43 to 52),
and it was not contended by the Exam ning D vision that
t he amendnents do not have a basis in the application
as filed, as required by Article 123(2) EPC.

Finally, the nature of the anendnents, i.e. replacenent
of "deposition of silicon dioxide filnm by "formation
of an insulating filni' does not affect the assessnent
by the Exam ning Division in favour of inventive step
of the clainmed subject matter.

4.2 For the above reasons, the amendnents proposed with the
applicant's letter dated 15 Cctober 1999 are all owed.

5. The Board finds that it is equitable to reinburse the
appeal fee pursuant to Rule 67 EPC, since the appeal is
al l oned, and the decision under appeal was null and
voi d for having been taken by a person not enpowered to
deci de and noreover, since in its content it was not
reasoned in the exercise of the discretion under
Rul e 86(3) EPC. Had the Exam ning Division exercised
its discretion correctly and decided itself accordingly,
t he present appeal would not have been fil ed.

0148.D
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the departnment of the first
instance with the order to grant a patent on the basis
of the docunments as specified under itemV above.

3. Rei mbur senent of the appeal fee is ordered.
The Regi strar: The Chai r man:
D. Meyfarth R K Shukl a
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