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Summary of Facts and Subm ssi ons
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Thi s appeal is against the decision of the Exam ning
Division to refuse European patent application
No. 98 963 505.7.

The grounds for the refusal were that the application
did not neet the requirenents of Article 83 and

Rul e 27(e) (sic) EPC because the application did not

di sclose a way of realizing a window on a nonitor which
was "informatically not elimnable in any way" by the

user.

The decision also briefly nmentioned the prior art
docunent

D6: DE-A-19 528 911

whi ch had been used earlier in the proceedi ngs as
starting docunent for the assessnent of inventive step.

The Appel l ant (Applicant) appeal ed agai nst this

deci sion, requesting that the appeal ed deci sion be set
aside and that a patent be granted on the basis of the
application docunents deci ded on by the Exam ni ng

Di vi si on.

In a comuni cation fromthe Board the prelimnary
opi nion was expressed that two features in claiml
| acked a basis in the application as filed. Even if
t hat objection could be overcone it appeared

guesti onabl e whet her the invention was new over D&6.
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At the oral proceedings held on 1 July 2003 the
Appel I ant subm tted an anended wording for claim1 and
requested that the appeal be set aside and that a
patent be granted on the basis of this anended claim 1.

Claim1 as filed on 1 July 2003 reads as foll ows:

"A nethod for connecting users to conputer networks,
conprising the steps of:

- providing, in said network, a user's conputer station
(1, 101) including a nonitor screen (9);

- providing, in said network, at |east one archive (7,
107) managed by a server of a service provider (5,105);
- conbining signals arriving fromsaid network and
signals arriving fromsaid at | east one archive (7,
107), which signals arriving fromsaid at |east one
archive are constituted by advertising information,

- transferring said signals to the user's conputer
station (1, 101);

characterised in that:

- providing that said signals, taken from said archive
(7,107) assenble in a dedicated region of the nonitor
and are unaffected by, and do not affect, the signals
that arrive fromthe network,

- providing that, during the connection, one or nore

wi ndows (10) nanaged by the client software supplied by
sai d service provider (5,105), formin said dedicated
region of the nonitor (9),

- providing that the advertising information is

di splayed in said windows (10) of the nonitor (9)

Wi t hout the user being able to act in any way to
elimnate them"
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The Appellant argued in the oral proceedings that the
subject-matter of claim1 differed fromthe disclosure
of D6 in three respects.

Firstly, D6 showed a dedicated area of a browser w ndow
bei ng used to display adverts, whilst the invention
dedi cated a non-elimnable area of the nonitor to

di spl ayi ng adverts. "Dedi cated" neant not varying in

| ocation. Although D6 referred (colum 1, line 51) to

t he user being unable to influence the display of
advertising ("eine von i hmnicht beeinfl ulBbare

W eder gabe ei nes Werbeinhaltes"), this did not
correspond to reality, since in D6 another wi ndow coul d
be pl aced over the browser w ndow to obscure the
adverti si ng.

Secondly, in D6 the adverts were di splayed wi thout

dedi cated client software, the sane software managi ng
the network and advertising information. According to
the invention however, the service provider supplied
the client software to manage the advertising w ndow,

i mpl ying the adaptation of the client software to this
specific task.

Thirdly, in D6 the network and advertising information
di spl ayed by the browser were related, since no
advertising occurred if there was no network
connection. According to the invention however, the
network and advertising information did not affect each
other, it being possible to show advertising w thout an

active network connecti on.
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At the end of the oral proceedings the Board announced
its deci sion.

Reasons for the Deci sion

2340.D

Arendnent s

The wording of claim1 derives fromclains 1 and 6 and
the description (page 2, lines 3 to 6 and page 3,
lines 2 to 6 and 15 to 19), all as originally filed.
The Board is consequently satisfied that claim1
conplies with Article 123(2) EPC regardi ng added

subj ect-matter

Interpretation of claiml

The crucial feature of claiml is that w ndows

contai ning advertising information are displayed

"W thout the user being able to act in any way to
elimnate thent. Al though the expression "in any way"
may at first sight appear clear enough, its neaning
actual ly depends on certain presunptions. For exanpl e,
t he Appel |l ant has explained that the claimis not
concerned with wi ndow elim nation techni ques not

i npl emented by software, such as sinply covering part
of the screen with adhesive tape. Simlarly, an expert
programmer - as opposed to the average user - mght in
fact be capable of nodifying the software in order to
elimnate the windows. The intended neaning is thus

t hat the average user cannot nake the w ndows di sappear
fromthe screen by using the conputer controls normally
at hand. The Board agrees that this is a reasonable
interpretation of the claim It nust however be
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remenbered that the patent application does not contain
any detailed enbodi nents. As the Exam ning Division
pointed out, it is in fact not disclosed how w ndows
havi ng the desired property are created. The |ack of
this information limts the degree to which the feature
"W thout the user being able to act in any way to
elimnate /the windows/" can serve to distinguish the
invention fromthe prior art. A strictly literal
interpretation is not possible.

The Appellant has furthernore argued that the term
"dedi cat ed" shoul d be construed as neaning "not varying
in location". The Board can find no basis in the
original application for such a construction and hence
interprets "dedicated" with its usual neaning: "devoted
to a task or purpose"” (see, for instance, the Oxford
Conci se Dictionary).

The Appellant sees a distinction between a "nonitor"
and a "wi ndow'. Thus, in the Appellant's view, claiml
refers to a region of the nonitor, as opposed to a
region of a window. The description however does not
unanbi guously make this distinction. It does nention
that the advertisenent is displayed in a wi ndow (see
page 3, lines 17 to 19), but not whether that w ndow is
part of another wi ndow or not. "A region of the

noni tor" does not therefore exclude the possibility
that this region is within a w ndow

According to the claim the signals taken fromthe
archive assenble in a dedicated region of the nonitor
and are "unaffected by, and do not affect, the signals
that arrive fromthe network”. The Appellant has argued
that this feature inplies that it is possible to show
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advertising without an active network connection. The
Board cannot however find a basis in the original
application for this particular interpretation and the
feature is taken here to nmean sinply that the
information flows do not nutually interfere so that al
data can be properly displ ayed.

According to the claim the client software is
"supplied by said service provider". This is seen as an
indication of origin without limting effect. Al though
such an indication m ght perhaps in special
circunstances inply definite technical properties, this
has not been convincingly argued in the present case,
nor is there any specific disclosure in this respect.

Sufficiency of disclosure

In the contested decision the Exam ning Division
concluded that the skilled person would not be able to
realize the non-elimnable w ndows nentioned in the
application. In the Board' s opinion, however, it is not
enough nmerely to point out certain non-disclosed steps
whi ch the skilled person would have to take in order to
arrive at the invention (cf point 5 of the appeal ed
decision, dealing in particular with the server-client

i nteraction), because these may have been general

know edge. Therefore, when an objection under

Article 83 EPCis raised it is often necessary to
denonstrate on the basis of witten or oral evidence
that such steps could not be taken w thout undue burden
or even inventive activity. As the Appellant has

poi nted out, however, in the present case the only
evidence referred to (nanely the closest prior art



5.2

2340.D

-7 - T 0747/ 02

docunent, D6) suggests - if anything - that the skilled
person could have performnmed the steps.

The Board is consequently satisfied that the
application, although very brief, satisfies Article 83
EPC concerning sufficiency of disclosure.

The description

The Exam ning Division held that the application
contravened Rule 27(1)(e) EPC since it contai ned no
det ai | ed enbodi nent. The Board di sagrees and finds
that, for reasons simlar to those outlined in the
precedi ng paragraph, no objection can be raised in this
respect.

Novel ty

D6 fornms the closest prior art. The single figure of D6
shows the nonitor screen of a user's conputer station
connected via a network (the internet) to a server of a
service provider. The nonitor screen shows a browser

W ndow conpri sing a sub-w ndow 10 di spl ayi ng i nternet
information (a web page) and a sub-w ndow 20 di spl ayi ng
advertising. The features set out in the preanble of

claiml are consequently known from D6.

Turning to the characterising features of claiml, it
is clear fromD6 (colum 1, line 60 to colum 2,

line 11) that the displayed web-site information in
sub-wi ndow 10 is "unaffected by, and does not affect”,
t he advertising displayed in sub-wi ndow 20. It is also
cl ear that sub-wi ndow 20 is "dedicated" to the

advertising information.
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D6 states (colum 2, lines 12 to 20) that the size of
sub-w ndow 20 contai ning the advertising either cannot
be changed or cannot be reduced below a certain size in
order to preserve the visibility of the advertisenent
accepted by the user for obtaining exenption from or
reduction of, connection fees. In the Board's view this
amounts to the user "not being able to act in any way
to elimnate" the window as set out in claiml (see for
i nstance, page 4, lines 17 to 22 of the description).
Since also the ains are identical the claimcontains no
inplicit feature which m ght constitute a difference

wi th respect to De6.

The Appel |l ant has argued that a user of the D6 system
woul d be able to place another wi ndow on top of the
advertisement wi ndow and thus elimnate it by

conceal ment. This may well be true, but the user nust
first have this idea. If it would not occur to him
then the windowis, fromhis point of view not
elimnable. In this situation it mght be tenpting to
di stingui sh between nore or | ess astute "average"
users, but the patent application offers no basis for
such distinctions. In fact, as has been pointed out
above (see point 2.1), the main problemrenains the
vague wording of claim1l: "w thout the user being able
to act in any way to elimnate /the windows/", a
feature which cannot be equated with "w thout the user
being able to act in any way to elimnate themin
particul ar by placing another w ndow on top of thent.
Since this special kind of elimnation is not derivable
fromthe patent application, the invention cannot
possibly reside in a technique for preventing it.
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5.4 Finally, and contrary to the Appellant's subm ssion,
the Board finds no evidence that the disclosure of D6
does "not correspond to reality”. Wen it is said in D6
t hat the user cannot influence the display of
advertisenments this is presumably because the author of
D6 believed this to be the case. The statenent is on
t he sane general |evel as the wording of the present
claiml1. The fact that so simlar wordings can be used
to describe allegedly different methods supports the
view that the present clai mwording requires
consi derable interpretation, which cannot however go
beyond the original disclosure.

5.5 Hence the subject-matter of claim1 is known from D6
and | acks novelty (Article 54 EPC)

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

M Ki ehl S. V. Steinbrener

2340.D



