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Summary of Facts and Subm ssi ons

2446.D

Eur opean patent No. O 877 594 based on international
application No. PCT/EP97/00199 was granted on the basis
of 8 clains.

| ndependent claim 1 as granted read as foll ows:

1. A personal washing conposition in the formof an
aqueous liquid conprising

i) alipid conposition conprising two conponents D and
E, where Dis a nol ecul e having one GCg.24 hydrocarbon
chain and a hydrophilic head group and Eis a materi al
whi ch conprises at | east one of a compound sel ected
from 3R3-sterol; squal ane; squal ene; saponins or
sapogenins of the plant steroid or triterpenoid type;
di and tri terpenes such as phytol, retinol and anyrin;
and m xtures thereof; wherein D and E are respectively
present at levels within the range 0.1 to 10wt % and 0. 2
to 12wt % based on the total conposition

ii) 1-45 wt % of a surface active agent selected from
ani onic, nonionic, cationic, zwitterionic, anphoteric
surface active agents, soap and m xtures thereof; and
iii) a deposition aid; and the conmposition is
substantially free of a nolecule having at |east two
hydr ocar bon chai ns and a pol ar head group which
satisfies the relationship

0. 5<V/ a,l c<or =1. 0;

wher e

V is the volune of the hydrocarbon chains

lc is the critical length of the hydrocarbon chains and
a, is the optinmum area of the polar head group.
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Notice of opposition was filed against the granted
pat ent by the appellant opponent (opponent).

The patent was opposed under Article 100(a) EPC for
l ack of novelty and | ack of inventive step.

The follow ng docunments were inter alia cited during
t he proceedi ngs:

(1) WO A-9617592

(2) WO A-9625144

(4) EP-A-366070

(5) US-A-4708813

(10) US- A-5002680

The decision of the Opposition Division established
that the patent was to be maintai ned as granted under
Article 102(2) EPC

In its decision, the Opposition D vision took the view
that the patent as granted nmet the requirenents of
novelty and inventive step in accordance with

Articles 52(1), 54 and 56 EPC.

As regards novelty, the Opposition Division was of the
opinion that the internedi ate docunents (1) and (2) did

not anticipate the subject-matter of the patent in

suit.
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In its view, none of the conpositions disclosed in the
exanpl es of docunent (1) was fell under the clains of
the contested patent, which was noreover the result of
several selections within the broad disclosure of said
docunent .

The sane argunents applied with respect to
docunent (2).

Accordingly, conpliance with Article 54(3) and (4) EPC
was acknow edged by the Opposition Division.

The Opposition Division defined the problemto be
solved vis-a-vis the closest prior art, nanmely citation
(4), which concerned a bathing conposition conprising
an oily conponent, nonionic surfactant and cationic

pol ymer, as the provision of a rinse-off personal
washi ng conposition which deposits enough of the |ipids
to repair the stratum corneum whilst still cleansing

t he skin and providing a high |ather vol une.

The Opposition Division considered that there was
nothing in the available prior art that woul d suggest
to the skilled person that this problemcould be sol ved
by the specific conbination of the two |ipid groups D
and E of claim1 of the contested patent. Its

concl usion was that the proposed solution to the
probl em was not obvi ous and deserved t he acknow edgnent

of an inventive step.

The appel |l ant (opponent) | odged an appeal against said

deci si on.

It filed docunent (10) with its grounds of appeal.
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The respondents (patentees) filed auxiliary requests 1
to 4 with their letter of reply dated 27 March 2003.
These requests correspond to those filed before the
OQpposition Division on 22 March 2002 during opposition
pr oceedi ngs.

| ndependent claim1 of auxiliary request 1 corresponds
to claim1l of the main request with the specification
that the personal wash conpositions are "rinse-off"
conpositions as disclosed on page 12, lines 19 to 23 of
the patent application as originally filed.

| ndependent claim1 of auxiliary request 2 corresponds
to claim1 of auxiliary request 1 except that in the
former the definition of conmponent Eis limted to
3R-sterol

| ndependent claim1 of auxiliary request 3 corresponds
to claim1l of auxiliary request 1 including the
requirenent for 0,5 to 15 w % of a cosurfactant
according to the fornula "R-[-CO NH( CH) nr ] n- N°(- X- Y/ -
R*/-R®)" given on page 8, lines 16 to 25 of the patent
application as originally filed.

| ndependent claim1 of auxiliary request 4 corresponds
to claim1 of auxiliary request 1 except that in the
former the surfactant is limted to an anionic

surfactant.

No witten submi ssion as to the nerits of the subject-
matter of these requests with respect to inventive step
was made either during opposition or appeal

pr oceedi ngs.
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Oral proceedings were held before the Board on
23 Sept enber 2004.

The appel | ant rai sed no objection under Articles 123(2)
and (3), 84 and 54 EPC with respect to auxiliary
requests 1 to 4.

It however maintained its novelty objection under
Article 54(3) and (4) EPC as to the set of clains as
granted in the light of the interfering docunents (1)
and (2).

It further submtted that none of the requests on file
fulfilled the requirenents of inventive step vis-a-vis

the avail able prior art docunents.

The respondents nai ntained that the conposition of
claim1l of the set of clainms as granted was novel vis-
a-vis docunents (1) and (2) for the reasons set out in
t he decision of the Qpposition Division. They further
argued that the appellant's comments regardi ng novelty
were constructed around what the skilled person would
or could do based on the teaching of the docunents,

whi ch was actually an inventive step argunent.

As to inventive step, they mainly argued that the

cl ai med conposition was inventive because of the
specific conmbination of lipids D and E together with

t he absence of a cerami de- type nolecule fulfilling the
particular relationship given in claim1; a conbination
which, in their view, was not made obvi ous by the

di scl osure of any of the available prior art documents

taken al one or in conbination.
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The appel | ant requested that the decision under appeal
be set aside and that European patent No. 0 877 594 be
revoked.

The respondents requested that the appeal be di sm ssed
and that the patent be nmaintained as granted,
alternatively that the patent be nmintained in anended
formon the basis of auxiliary requests 1 to 4 filed
with their letter of 27 March 2003.

Reasons for the Decision

2446.D

The appeal is adm ssible.

Mai n request

Novel ty

The Board agrees with the Opposition Division's
argunents and concl usi ons given under 2.2 of its

decision as to the novelty of the main request.

Accordingly, the subject-matter of this request is
consi dered to be novel vis-a-vis docunents (1) and (2)

as it represents a selection within said disclosures.

Having regard to the Board's concl usions on inventive
step (see below, point 2.2), there is no need to go
into nore detail.
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| nventive step

The patent provides for a conposition in the formof an
aqueous liquid, which may be fornul ated as products for
washi ng the skin, conprising:

(i) alipid conposition conmprising two conponents D and
E, where Dis a nol ecul e having one GCg.24 hydrocarbon
chain and a hydrophilic head group and Eis a materi al
whi ch conprises at | east one of a compound sel ected
from 3R3-sterol; squal ane; squal ene; saponi ns or
sapogenins of the plant steroid or triterpenoid type;

di and tri terpenes such as phytol, retinol and anyrin;
and m xtures thereof; wherein D and E are respectively
present at levels within the range 0.1 to 10wt % and 0. 2
to 12w % based on the total conposition

(ii) 1-45 wt% of a surface active agent selected from
ani onic, nonionic, cationic, zwitterionic, anphoteric

surface active agents, soap and m xtures thereof; and

(iii) a deposition aid;

and the conposition is substantially free of a nolecule
having at |east two hydrocarbon chains and a pol ar head
group which satisfies the relationship

0. 5<V/ ael ¢<or =1. 0;

wher e

V is the volune of the hydrocarbon chains

lc is the critical length of the hydrocarbon chains and
a, is the optinmum area of the polar head group (page 2,
lines 3 to 5 page 2, line 58 to page 3, line 24,

page 6, lines 36 and 37).
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According to the description, the conposition of the
contested patent permts an effective control of water
| oss and/or repair of damage to the water barrier |ayer
in the stratum corneum (page 2, lines 55 to 57).

Docunent (5) discloses a conposition in the formof an
aqueous liquid, which may be fornul ated as products for
washi ng the skin (ie conposition A of exanmple 1),
conpri si ng:

(i) alipid conposition conmprising two conponents D and
E, where Dis a nol ecul e having one GCg.24 hydrocarbon
chain and a hydrophilic head group [ie 2,4%cetyl

al cohol, a Gg alcohol] and Eis a material which
conprises at |east one of a conpound sel ected from
3B-sterol; squal ane; squal ene; saponi ns or sapogenins
of the plant steroid or triterpenoid type; di and tri
terpenes such as phytol, retinol and anmyrin [ie 5%
Amer chol L-101, which is a 10% sol ution of lanolin

al cohol, lanolin al cohol being the preferred product of
t he contested patent according to the exanples]; and

m xtures thereof; wherein D and E are respectively
present at levels within the range 0.1 to 10wt %

[ie 2,49 and 0.2 to 12wt % [ie at |east about 0.17%
3R-sterol; lanolin alcohol containing at |east 30%
chol esterol according to the disclosure in the patent
in suit on page 7, line 32] based on the total

conposi tion;

(ii) 1-45 wt% of a surface active agent selected from
anionic, nonionic [ie 3,1%glucamate SSE-20 and 1%
glucate SS], cationic, zwtterionic, anphoteric surface
active agents, soap and m xtures thereof;
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and the conposition is substantially free of a nolecule
having at | east two hydrocarbon chains and a pol ar head
group which satisfies the relationship

0. 5<V/ acl ¢<or =1. 0;

wher e

V is the volune of the hydrocarbon chains

lc is the critical length of the hydrocarbon chains and
8, 1S the optinmum area of the polar head group

(colum 7, exanple 1, conposition A).

As to the absence of a nolecule fulfilling the above
relationship in conposition A the Board notes that the
patent in suit provides very little information about

t hese types of nol ecul es since "ceram des" and "a
sucrose ester” are the only conpounds nentioned in the
application as exanples of such nol ecul es (page 2,
lines 34 and 50).

The Board notes al so that neither the Qpposition
Division, nor the parties in their witten subm ssions
have consi dered that conposition A of docunment (5)
contai ned a compound fulfilling the relationship
expressed in claim1 of the patent in suit.

Finally, the question whether such a nol ecule could be
present in this conposition was addressed during the
oral proceedings by the Board and the parties were both
of the opinion that the only difference between the
subject-matter of claim1 and conposition A of

exanple 1 remai ned the absence of a deposition aid (ie
feature iii) of claiml).

Under these circunstances the Board considers that
docunent (5), which differs fromthe clai med subject-
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matter nerely in that a deposition aid (ie a cationic
polymer) is absent in the disclosed conposition A,
represents the closest available prior art.

2.2.2 A though there is no direct evidence on file show ng
t hat the conpositions of the contested patent have
i nproved properties over the one disclosed in
docunent (5), the Board accepts, in favour of the
respondents, that the problemto be solved vis-a-vis
this docunment was the provision of an inproved
formul ation providing effective control of water |oss
and/or repair of damage to the water barrier |ayer in
t he stratum corneum as nmentioned in the description of
the contested patent and that this problem was
pl ausi bly solved by the subject-matter of claiml.

2.2.3 Thus, the question to be answered i s whether the
proposed solution, ie adding a cationic polymer (ie a
deposition aid), was obvious to the skilled person in
the light of the prior art.

Havi ng regard to docunent (5) which discloses that in a
preferred enbodi nent a cationic polynmer such as Jaguar
C-14S (ie the sane product as the one used in the
exanples of the patent in suit) can be added to the
conpositions to make the skin feel better, it appears
that the skilled person, |ooking for an inprovenent of
conposition A, would, in any case and independently of
t he specific inprovenent to be achieved, consider the
addition of a cationic polyner to the prior art
conposition A without inventive activity nmerely by
appl ying the teaching of the same docunent (colum 6,
line 61 to colum 7, line 3).

2446.D
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The main argunment raised by the respondents was that
docunent (5) was in fact silent about the teaching of
the patent in suit, ie that nolecule fulfilling the
specific relationship of claim1, such as ceram des,
was not necessary anynore thanks to the particul ar
conbination of a lipid Dwith alipid E

They al so argued that this docunent was silent about
the synergetic effect obtained by the conbination of a
lipid Dand E as denonstrated by the conparative
exanpl es of the contested patent.

They further added that the BSE epidem c nade it very
desirable to avoid the presence of bovine ceram des in
cosnetic preparations and that it would not have been
obvious to the skilled person to forgo a lipid which is
a very inportant lipid for the skin.

As to these argunents, the Board notes that the
specific conmbination of claim1l, ie the conbination of
alipid Dwth a lipid E together with the absence of a
nol ecule fulfilling the specific relationship of
claim11, such as ceramdes, is in fact disclosed in
conposition A of the exanple of docunent (5) as shown
under 2.2.1.

Accordi ngly, independently of the question whether the
skill ed person woul d have recogni sed that a synergetic
effect existed between |ipids D and E and that this
particul ar effect made redundant the presence of a
ceram de when readi ng docunent (5), the conposition per
se cannot be considered as inventive anynore as the
person skilled in the art would prepare it w thout any
inventive skill just by repeating exanple 1 and
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i npl ementing the teaching of this prior art docunent as
energes from point 2.2.3 above.

Under these circunstances, the Board can only concl ude
that the subject-matter of claim1l as granted does not

i nvol ve an inventive step vis-a-vis docunent (5).

Since claim1l of the set of clainms under consideration
is not allowable, there is no need for the Board to
consi der the remaining clains.

First auxiliary request

The only difference between this request and the nmain
request resides in that claim1l now specifies that the
per sonal wash conpositions are "rinse-off"

conposi tions.

Accordingly, claim1 now requires that the conpositions
are suitable for use as rinse-off conpositions, which
inplies that they cannot contain conmpounds inconpatible

with such a use.

Docunent (5) relates to conpositions which have been
i nproved so that a subsequent aqueous rinsing i s not
needed anynore (colum 2, lines 52 to 55; colum 4,
lines 34 to 39).

The Board observes that this restriction introduced in
claim1 does not, however, add any further

di stinguishing feature to the conposition disclosed in
docunent (5) since, on the one hand, there is nothing
in this docunment which would prevent the skilled person

fromrinsing the conposition after use even so, and, on
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the hand, there is no evidence on file that such a
conposition contains conpounds which would make it
unsuitable as a rinse-off conposition

Therefore, the skilled person does not need to nake any
choi ces above and beyond the main request and the
concl usi ons under 2.2.5 thus hold good for this set of
clainms as well.

The respondents did not present any argunents in this
request that were not in the main request.

Second auxiliary request

The only difference between this request and auxiliary
request 1 resides in that the list of specific |lipids
of type E has been restricted to 3B-sterol.

The Board observes that this restriction introduced in
claim1 does not, however, add any further

di stinguishing feature to the conposition disclosed in
docunent (5) since conposition A of this docunent
contains precisely 3B-sterol (see point 2.2.1 above).

Therefore, the skilled person does not need to nake any
choi ces above and beyond the nmain request and the
concl usi ons under 2.2.5 thus hold good for this set of
clainms as well.

The respondents did not present any further argunents
in this request that were not in the main request.
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Third auxiliary request

The only difference between claim 1l of this request and
claiml1 of auxiliary request 1 resides in that claiml
now i ncl udes the requirenment for 0,5 to 15 wmt% of a
cosurfactant according to the formula R-[-CO NH(CH) ur
]n-N(-X-Y/-R/-R).

The Board notes that these cosurfactants, such as

betai nes, are in fact usual and preferred cosurfactants
for conpositions |like the one disclosed in docunent

(5), as apparent from document (10), which relates to
simlar conpositions (colum 4, lines 64 to 68,

colum 5, lines 7 to 9), so the skilled person could
envi sage addi ng such conpounds in conposition A w thout

inventive activity.

Accordingly, in the absence of any el enent show ng that
this restriction is not an arbitrary one, the Board
sees no reason to differ fromthe negative concl usions

reached under point 2.2.5 above.

Fourth auxiliary request

The only difference between this request and auxiliary
request 1 resides in that the |ist of surface active
agents in claiml (ie anionic, nonionic, cationic,
zwitterionic, anphoteric and m xture thereof) has been
restricted to anionic surfactants only.

The Board notes that anionic surfactants are in fact
usual and preferred surfactants for conpositions |ike
t he one disclosed in docunent (5), as apparent from
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docunent (10), which relates to sim|lar conpositions
(colum 4, lines 42 to 51).

In that respect, the Board observes that the
respondents are right that docunent (5) establishes

t hat the conpositions should be substantially free of
ani onic surfactants (colum 6, lines 10 to 13).

However, this only applies when the conpositions are to
be used in a non-rinse node as explained in the sane

docunent (colum 6, lines 13 to 15).

Therefore, there is nothing which would prevent the
skilled person fromusing such surfactants in
conposition A of docunent (5) if faced with the problem
of using said conposition in a rinse node.

Accordingly, in the absence of any el enent show ng that
this particular choice anong the list of surfactants
previously nentioned is not an arbitrary one, the Board
sees no reason to differ fromthe negative concl usions

reached under point 2.2.5 above.



Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The patent is revoked.

The Regi strar: The Chai r man:
A. Townend U Oswald

2446.D
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