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Summary of Facts and Subm ssi ons

Eur opean patent application No. 99 203 886.9, refused
by a decision of the Exam ning Division, was a

di vi sional application of earlier application

95 937 472.9/0 789 671, based on the International
Application No. PCT/US95/13278, published under No.

WD 96/ 11878. The deci sion was taken on the basis of the
set of clains 1 to 30, filed with the letter dated

15 June 2001. Cdains 1 and 2 thereof read as foll ows:

Cami:

"A process for the identification of materials having
useful properties conprising
a) formng an array of nore than 10 different
materials on a substrate in regions, the materials
bei ng
i) inorganic materials forned by delivering the
inorganic materials in a |liquid phase, and
varying the conposition, stoichionetry or
anount of the delivered conponents between
regi ons,
i) organonetal lic materials, or
iii) non biological organic polyners and
b) screening the materials of the array for useful
properties,
wherein the regions are of size less than 5 cnf and
density greater than 0.1 regions/cnf."
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Claim2:

"A process according to claim1l in which the array is
screened for an electrical, thermal, nechanical,
nor phol ogi cal, optical, magnetic and/ or chem cal

property."

The Exam ning Division held that the subject-matter of
claims 1 and 2 extended beyond the content of the
earlier application as filed (Article 76(1) EPC), that
claim1l |lacked clarity within the neaning of Article 84
EPC and that the invention according to clains 1 and 2
was not disclosed in a manner sufficiently clear and
conplete to be carried out by a person skilled in the
art. Wth respect to the unall owabl e extension they
argued that the parent application only disclosed a
very limted process for formng arrays of interaction
materials on a substrate by delivering conponents of
each individual material to specific regions where they
were reacted. Wth respect to the objections under
Articles 83 and 84 EPC they essentially argued that a
process relating to the identification of materials
havi ng useful properties had no particul ar meaning
where the only instruction given to the skilled person
was to |look for useful properties and that it was

i npossible to identify products whose properties had
not been defined. Wth respect to claim2 it was

remar ked t hat the vague indications of the properties
to be screened were not regarded as a clear instruction.

The appel | ant | odged an appeal against this decision.
Wth the statenment of grounds of appeal the appell ant
filed a set of anended clains 1 to 26 as a main request.



- 3 - T 0704/ 02

Claim1l1 thereof, the only independent claim read as
foll ows:

"A process for the identification of materials
conpri sing
i formng an array of nore than 10 different
materials on a substrate in regions, the materials
being inorganic materials, organonetallic
materi al s or non-biol ogi cal organic polyners the
array being formed by
a. delivering two or nore conponents of the
materials to the regions of the substrate,
b. varying the conposition and/or stoichionetry
of the delivered conponents between the
regi ons and
C. si mul t aneously reacting the conponents to
formnmore than ten different materials at
t he predefined regions, whereby the array of
non- bi ol ogi cal organic polyners is forned
wi t hout stepw se coupling by a nethod
further conprising adding an initiator to
t he regi ons, polynerising the conponents in
the regions on the substrate and all ow ng
t he polynerising reaction to proceed to form
t he non-bi ol ogi cal polynmers, and
ii. screening the materials of the array for a
property selected froman electrical, thermnal
mechani cal nor phol ogi cal, optical, magnetic and a
chem cal property.”

The appel | ant argued that although the invention in the
parent application was primarily described with respect
to the preparation of inorganic materials it was

clearly indicated that the same nethod could be readily
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applied in the preparation of other materials and that

t he concept of materials delivered to the substrate was
no longer within the clains. The properties which were

| ooked for were now clearly defined.

The appel |l ant requested that the application be granted
with the clains of the main request or, alternatively,
that the application be returned to the exam ning
division for further exam nation on the basis that the
reasons for the decision to refuse have been overcone
by virtue of the anmendnents to the clains incorporated
in the main request.

Reasons for the Deci sion

1
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Al lowability of the amendnments under Article 76(1) EPC.

The process steps of claim1l are based on the original
parent application.

Wth respect to the requirement of form ng an array of
nore than 10 different materials in regions on a
substrate, see page 6, lines 6 to 8 and page 20,

lines 30 to 31. The latter sentence nakes it abundantly
clear, that the feature "nore than 10" was not intended
to be limted to inorganic material s.

Wth respect to features i.a and i.b, see page 4,
line 12 to page 5, line 5.

Wth respect to feature i.c, see page 14, lines 14
to 16 and page 50, lines 6 to 12.



2402.D

- 5 - T 0704/ 02

Wth respect to feature ii, see page 4, lines 22 to 27.
Amended claim11, therefore, fulfils the requirenents of
Article 76(1) EPC

Clarity wthin the meaning of Article 84 EPC

The process steps of claim1l are clear and supported by
t he description. The fact that claim 1 covers al nost
any technically relevant property does not nean that
the properties are not clearly defined. It belongs to
the nature of the invention that the process is
applicable to the screening of materials for any

nmeasur abl e property of the kinds indicated in claim1,
a skilled person mght be interested in, whereby the
skilled person is free to chose any such property.

Di scl osure of the invention within the nmeaning of
Article 83 EPC.

The Board can accept the appellant's subm ssion that
the term "screening" clearly and unanbi guously refers
to the determ nation of the presence or absence of a
pr edet er mi ned neasurabl e property of the kinds

i ndi cated. Once the conponents to be delivered and the
property to be screened having been chosen, the
description, conprising exanples concerning the
screening of the clainmed properties, give sufficient
gui dance how to performthe clained process steps. The
Exam ning Division has not argued that there are

mat erials and technical properties within the real mof
present claim 1 which are not accessible for a skilled
person. Al so the Board does not see any unsurnountabl e
problens in this respect. The Board, therefore, holds
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that the present application also fulfils the
requi renents of Article 83 EPC

4. Novel ty and inventive step of the subject-matter of
present claim1l have not been di scussed by the
Exam ning Division. The Board deens it appropriate to
have these issues investigated by the first instance in
order to know whether there are any objections at al
in this respect and, if any, what the nature of these
objections is. Thus the Board exercises its power under
Article 111(1) EPC to remit the case to the first

i nstance for further prosecution.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further

prosecuti on.

The Regi strar: The Chai r man:

U. Bul t mann R Spangenberg
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