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Summary of Facts and Subm ssi ons

1289.D

This is an appeal fromthe decision of the exam ning
di vi sion, posted 10 April 2002, to refuse European
patent application No. 97 111 628.0 (published as

EP- A2-0 805 481), a divisional application of European
pat ent application 91 307 625.3 (published as

EP- A1- 475 604), on the ground that, contrary to the
requi renents of Article 76(1) EPC, the subject matter
of claim1l1l of the application extended beyond the
contents of the earlier application.

Claim1, had the follow ng wordi ng which has been
subdi vided by the Board into paragraphs (a) to (d) to
facilitate its discussion:

"1. A nethod of operating a vacuum processing
apparatus having a plurality of vacuum processing
chanbers (11la, 11b, 11c) and two | oad | ock
chanbers (5, 6)

said nethod conprising the steps of:

(a) storing substrates (20) being processed in at
| east one store (la, 1b) in air before and after
their processing in said vacuum chanbers (1l1la, 11b,
1l1c), said at |least one store being located in
front of said |oad | ock chanbers (5, 6);

(b) transferring said substrates between said at | east
one store (la, 1b) and said vacuum processing
chanbers via said |oad | ock chanbers (5, 6), and
subj ecting said substrates to etching under vacuum
in said vacuum processi ng chanbers (1la, 11b, 11c);
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(c) judging the time at which dry cleaning of at |east
one sai d vacuum processi ng chanber (11la, 11b, 11ic)
is required by counting the nunber of said
substrates processed in each said vacuum
processi ng chanber; and

(d) carrying out dry cleaning of each said vacuum
processi ng chanber (1la, 11b, 11c) by neans of
pl asma i n accordance with the judgenment of the
time when dry cleaning is required.”

The exam ni ng divi sion considered that dunmy wafers and
their use in the clainmed nmethod were an essential part

of the invention described and clainmed in the parent
application, and that, contrary to the applicant's view,
an expert reader would not derive fromthe parent
application a further invention which did not involve
dummy wafers. Therefore, the om ssion of dummy wafers
fromthe nmethod as clainmed in the divisional

application in suit contravened Article 76(1) EPC

The notice of appeal against the decision of the
exam ning division was filed on 24 May 2002, together
wi th the paynent of the appeal fee and the statenent
setting out the grounds of appeal.

The appel |l ant requested that the decision of the
exam ni ng division be set aside and the case be
remtted to the exam ning division to be exam ned for
novelty and inventive step. Oral proceedi ngs were
requested in the event that the Board intended not to
all ow the appel lant's request.
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In response to a conmuni cation attached to sunmons to
oral proceedings, in which the Board expressed the
prelimnary opinion that the clains were not in
conpliance with the requirenents of Article 76(1), the
applicant filed on 19 February 2004 a new request

containing a set of revised clains.

Claim1l of the request has the follow ng wordi ng, which
has been subdivided by the Board into paragraphs (a')
to (h') to facilitate its discussion:

"1l. A nethod of operating a vacuum processing
apparatus having a plurality of vacuum processing
chanbers (11la, 11b, 11c) and a | oad | ock chanber (5)
and an unl oad | ock chamber (6);

said nethod conprising the steps of:

(a'") storing substrates (20) being processed in at
| east one first store (la, 1b) in air before and
after their processing in said vacuum processing
chanbers (11a, 11b, 11c), said at |east one first
store being located in front of said |oad and
unl oad | ock chanbers (5, 6);

(b") storing dunmy substrates (30) in a second store
(1c) in air;

(c'") transferring said substrates (20) being processed
fromsaid at |least one first store (la, 1b) to
sai d vacuum processing chanbers via said | oad | ock
chanber (5),
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(d")

(e")

(f")

(g")

(h)
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subj ecting said substrates being processed to
et ching under vacuumin said vacuum processi ng
chanbers (11la, 11b, 1lc),

and transferring said substrates being processed
fromsaid vacuum processi ng chanbers (1la, 11b,
11c) to said at |east one first store (la, 1b) via
sai d unl oad | ock chamber (6);

judging the tinme at which dry cl eaning of each
sai d vacuum processi ng chanber (1l1la, 11b, 11c) is
required by counting the nunber of said substrates
processed in each said vacuum processi ng chanber;

carrying out dry cleaning of each said vacuum
processi ng chanber (1la, 11b, 11c) by neans of
pl asma i n accordance with the judgenent of the
time when dry cleaning is required; and

before and after the dry cleaning of the
respective vacuum processi ng chanbers (1la, 11b,
11c), transferring the dumy substrates (30) from
sai d second store (1c) to said vacuum processing
chanbers (1l1la, 11b, 11c) via said |load |ock
chamber (5), and returning the dummy substrates
(30) fromsaid vacuum processi ng chanbers (11la,
11b, 11c) via said unload | ock chamber (6)."
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Reasons for the Decision

2.2

1289.D

The appeal is adm ssible

Article 76

The sol e objection raised by the exam ning division
under Article 76(1) EPC concerned the absence from
claiml of any reference to the use of dummy wafers.
The exam ni ng divi sion considered the use of dummy
wafers to be an essential aspect of the invention as
described and clained in the earlier application and
t herefore concluded that application in suit included
subj ect matter which went beyond the contents of the
earlier application as filed.

The parent application contained three i ndependent
claims, one of which clained an apparatus and the ot her
two a nethod of operating the apparatus, with all of
themincluding a reference to dummy wafers. The
transfer of dummy wafers fromtheir storage nmeans to

t he vacuum processi ng chanber for dry cleaning and
thereafter back to their storage neans is an

i ndi spensabl e feature of the nethod as described in the
parent application under the heading "Summary of

i nvention" (see EP-Al-475 604, colum 2, lines 25 to 55)
and in the detailed description of the enbodinents with
reference to the drawi ngs (see EP-Al-475 604, colum 6,
line 4 to colum 7, line 25). For these reasons the
Board concurs with the view taken by the exam ning

di vision that dummy wafers and their use form

an essential aspect of the invention described and
claimed in the earlier application and omtting their
mention fromclaim1 extended the subject nmatter of the
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di vi si onal application beyond the contents of the
earlier application as fil ed.

2.3 The anmended nethod claim 1 of the request specifies in
par agraphs (b') and (h') the use of dummy wafers and,
in particular, that they are transferred before dry
cleaning fromtheir storage nmeans to the vacuum
processi ng chanber and returned after dry cleaning to
their storage neans. The objection under Article 76(1)
EPC is therefore net.

3. Article 123(2)

3.1 In the decision under appeal, the exam ning division
had not rai sed any objections under Article 123(2) EPC
to the anendnents made to claim1l formng the basis of
t he decision. These anmendnents which are al so present
inclaiml of the appellant's request have been
considered by the Board and the Board is satisfied that
they conply with Article 123(2) EPC.

3.2 In addition to the amendnents referred to in paragraph
2.3 above, claim1 of the request also differs from
claiml form ng the basis of the decision in that the
reference to "transferring the substrates between said
at |least one store (la, 1b) and said vacuum processing
chanbers via said |oad | ock chanbers (5, 6), and
subj ecting said substrates to etching under vacuumin
sai d vacuum processi ng chanbers (1l1la, 11b, 11c)" set
out in paragraph (b) of the claimform ng the basis of
t he decision, has been replaced with a nore detailed
definition of the wafer flow set out in paragraphs (c')
to (e') of claim1l of the request.

1289.D
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3.3 The processing steps specified in paragraph (c') to (e')
of claim1l correspond to those described with reference
to Figures 1 and 2 of the draw ngs (see EP-A2-0 805 481,
colum 3, line 45 to colum 4, line 50 and col um 5,
lines 2 to 29).

3.4 The Board is therefore satisfied that the anendnents do
not introduce subject matter which goes beyond the
contents of the application as filed, in conpliance
with the requirenents of Article 123(2) EPC.

4. Further prosecution of the application is, however,
necessary for the exam nation of novelty and inventive
step of amended claim 1. The Board considers it
appropriate to remit the case under Article 111(2) EPC
to the departnent of first instance for this purpose.

O der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the departnment of first instance

for further prosecution.

The Regi strar: The Chai r man:

D. Meyfarth R K Shukl a
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