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Summary of Facts and Subm ssi ons

Eur opean patent application No. 95 920 294.6
(I'nternational publication No. WO 96/ 33446) was refused
by the Exami ning Division on the ground that the
application did not neet the requirenents of

Articles 54(1) and 123(2) EPC. The follow ng docunents
were cited:

D1: EP-A-0 317 969

D2: Dictionary of Ceramcs, 3% ed. 1994, page 233

D3: Roénpp Chenie Lexi kon, 9'" ed., page 2193

. The Exam ning Division reasoned that the subject-matter
of clainms 10 and 11 underlying the decision extended
beyond the application as filed because there was no
basis for replacing "addi ng pre-dispersed ceramc
pi gnents” by "adding at | east one ceramic pignent"” in
claim10 and by replacing "is" by "conprises” in
claim1l.

The Exam ning Division reasoned further that the
subject-matter of clainms 1 to 4 and 10 to 16 | acked
novelty. D1 disclosed a toner conprising eg alumna
and/ or Auric Brown (iron oxide) which fell under the
definition of ceram c pignents given in D2 or D3. The
toner disclosed in D1 possessed all features indicated
inclaiml and was suitable for the intended use, ie
"for formng ceram c pignment inmges on a ceramc
substrate".

0974.D
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It was stated in the decision that clains 15 and 16
were not clear because the term "process col our

pi gmrent” had no wel |l -recogni sed neani ng. Moreover, the
subject-matter of clains 15 and 16 extended beyond the
application as filed because pignents "cyan, nagenta
and yell ow' had been generalised from"Yellow, Cyan or
Magent a process MBC pi gnents".

According to the Exam ning Division the subject-matter
of clainmse 5 to 9 involved patentabl e subject-matter in
vi ew of the docunents cited in the Search Report.

The applicant (appellant) |odged an appeal against the
deci sion of the Exam ning Division and requested to
grant a patent on the basis of the clains underlying
the decision (rmain set of clains) and alternatively on
the basis of a first and a second auxiliary set of
clainms submtted with the statenment setting out the
grounds of appeal ("appeal brief").

The argunents of the appellant can be summari sed as
fol | ows:

In "Process A" and "Process B" disclosed in the
application the black pignent added is not pre-

di spersed. Therefore, the new wording of claim10 is
much closer to the actual exanples than the wordi ng of
original claim14.

As to claiml1ll it is noted that according to page 7,
lines 29 to 31 of the application "other toner polyners
may be used". Hence both iononmers and other polyners
may be used in separate exanples. It is also well-known
that m xtures of iononers and other polynmers are used
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in liquid toners. Therefore, a person skilled in the
art woul d have understood that the invention included a
toner in which the polymer only conprised a iononer.

As to the objected | ack of novelty, it is incorrect
that the liquid toner of D1 is in fact suitable for the
i ntended use. The toner of Dl is not suitable for
formng ceram c pignment inmages on a ceram c substrate.
In DL a printed inage is held together by the pol yner
in the polyner particles. However, in formng a ceramc
image, the image is fired at an el evated tenperature at
whi ch the polyner is vaporised. The pignment of D1,
which then is no nore than a powder, will then not form
a suitable inmage. The term"ceram c pignent” as used in
the application is clearly a material that can be used
to print a sintered coloured i mage on a ceram c base.
The terns "ceram c colour particles" and "ceramc

pi gnents” are interchangeably used in the application.
A distinction between the two terns is not relevant in
view of the fact that the prior art is not suitable for
the intended use. However, in the first auxiliary set
of clainms, "sintering" is introduced in the use
statenment, and in the second auxiliary set of clains
"ceram c pignent" is replaced by "ceram c col our” which
means a pignment encased in a sinterable material .

In preparation of the oral proceedings requested by the
appel l ant the Board gave its prelim nary non-binding
opi nion (see annex to the sumons, dated 8 Septenber
2003) :

The Board in particular noted that enploying the
wording used in claim1l of the main and first auxiliary
set of clains, Dl apparently disclosed a toner
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conprising toner particles conprising a polyner having
a ceram c pignment dispersed therein, a non-polar
carrier liquid, and a charge director which pronotes
el ectrostatic charging of the toner particles. For the
guestion of novelty it was decisive whether the toner
disclosed in D1 is suitable for form ng (sintered)
ceram c pignment imges on a ceram c substrate. The
Board noted that it agreed with the interpretation of
such a situation by the Guidelines G111, 4.8, which
was confirmed by the decision T 523/89 cited in Case
Law of the Boards of Appeal, 4'" edition 2001, see

par agraph 5.3.3 bridging pages 100 and 101. Auric Brown,
which is iron oxide, and alum na disclosed in D1, see
page 6, lines 13 to 23, apparently fall under the
definition of "ceram c pignments" provided by D2 or D3.
It appeared that these ceram c pignments used in the
toner as defined in claim1l sinters on a ceramc
substrate upon heating to an appropriate tenperature.
Thus this toner was suitable for form ng ceramc

pi gment inmages on a ceram c substrate.

Concerning the appellant's argunment that upon firing
the pigment in DL is |left as a powder which then forns
no usabl e imge, the Board said it saw no reason why
the indicated ceram c pignments should not sinter, if
the toner were heated to a tenperature which were
sufficiently el evat ed.

Hence, it appeared that the subject-matter of claiml
according to the main and first auxiliary set of clains
was not new within the nmeaning of Article 54(1) and (2)
EPC.
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The sane reasoning applied to clains 10 and 13 of the
main set and clains 11 and 14 of the first auxiliary
set related to nmethods of producing toner suitable for
formng sintered i mages on a ceram c substrate.

Wth letter dated 30 January 2004 the appel | ant
submtted clains according to a "replacenent main claim
set" and "replacenent first to third auxiliary sets",
and presented argunents in support of these sets.

Claim 1 according to the main set reads as foll ows:

"1l. A toner suitable for form ng ceram c pignment

i mages on a ceram c substrate conpri sing:

toner particles conprising a polynmer having ceramc

pi gnent particles dispersed therein;

a non-polar carrier |iquid,

a charge director which pronotes el ectrostatic charging
of the toner particles.”

Claim1 according to the first auxiliary set reads as
foll ows:

"1l. A toner suitable for formng sintered ceramc

pi gnent inmages on a ceram c substrate conpri sing:

toner particles conprising a polynmer having ceramc

pi gnent particles dispersed therein;

a non-polar carrier |iquid,

a charge director which pronotes el ectrostatic charging
of the toner particles.”



VI .

0974.D

- 6 - T 0631/ 02

Claim1 according to the second auxiliary set reads as
foll ows:

"1l. A toner suitable for form ng ceram c pignment

i mages on a ceram c substrate conpri sing:

toner particles conprising a polynmer having ceramc
col or particles dispersed therein;

a non-polar carrier |iquid,
a charge director which pronotes el ectrostatic charging
of the toner particles.”

Claim1 according to the third auxiliary set reads as
fol |l ows:

"1l. A toner suitable for form ng ceram c pignment

i mages on a ceram c substrate conpri sing:

toner particles conprising a polynmer having ceramc

pi gment particles dispersed therein;

a non-polar carrier |iquid,

a charge director which pronotes el ectrostatic charging
of the toner particles,

wherein when a toner imge forned by said toner is

heated on a ceram c substrate together with the

substrate and other printed toner inmages of different

colors, the ceram c pignent particles fuse to each

other and to the ceranic substrate.”

Al'l sets of clainms contain corresponding clains
directed to nethods of form ng i mages using the toner
and net hods of producing the toner.

By letter dated 26 February 2004 the appellant inforned
t he Board that he would not be attending the oral
pr oceedi ngs.
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Oral proceedings were held on 2 March 2004 in the
absence of the appellant. At the end of the oral
proceedi ngs the decision was given.

Reasons for the Decision

0974.D

The wording of claim1 according to the main and first
to third auxiliary sets differs fromthe wordi ng of
claiml according to the former main set which was

di scussed by the Board in the annex to the sumons, by
the ternms underlined by the appellant, as shown in

par agr aph V above.

It is evident that the subject-matter of claim1l of the
former main set is not substantially changed by
defining that ceram c pignent particles are di spersed
in a polyner, see main, first and third auxiliary set.
The term "col our particles" introduced in the second

set al so nmeans "pignent particles” in the context of

the present application, see point 4 below Therefore
t hese new definitions cannot overcone the objection of
| ack of novelty put forward in the Board's prelimnary

opi ni on.

The sane is true for the toner being suitable for

form ng sintered ceram c pignent inages, see second
auxiliary set. It was stated in the prelimnary opinion
that the toner disclosed in DL is suitable for form ng
sintered ceram c pignment imges.
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Moreover it cannot be seen why the toner disclosed in
D1 should not be usable for nulticolour inmages in
accordance with the last underlined feature in claiml
of the third auxiliary set.

The appell ant has argued in the letter dated 30 January
2004 that the coloured part of ceram c colours
(referred to as pignents) are netal oxides and nelt at
different tenperatures. Thus, the use of the pignents
of the ceramc colours, without a frit or coating does
not allow for the fusing of nmultiple colours together
to forma single nulticoloured i mage. Since ceramc

pi gment and ceram c colour are identical, as is agreed
by the Board inits prelimnary opinion, it follows
fromthe definition provided by D2 that ceramc

pi gnents are m xtures of pignments suspended in gl ass.
Thi s encapsul ation allows for fusing of the colour to
the substrate at a nuch |ower tenperature than the
melting point of the pignent itself. It also allows for
a uniformtenperature for firing all colours and
ensures for good bonding to the substrate and ot her
colours. There is no assurance, in the absence of gl ass,
t hat nmetal oxides thenselves would stick to the
substrate or to each other. There is no teaching in D1
that such nelting, if it were to occur, would give rise
to a ceram c inage

These argunents coul d not convince the Board. The term
"ceram c colour particles" is used in the present
application in the sane way as "ceram c pignment
particles”, nanely to express that these particles
sinter in the range of 700°C to 1800°C, see page 4,
lines 2 to 6 and 28 to 31. These terns are understood
as neaning the sanme as the expression "ceramc
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pi gnents” consistently used el sewhere in the
application. For "pignents"” the definition found in D2
applies: "Pignents are solid particles of colour, which
are suspended in glass to formceram c colours. Ceramc
pi gnents, as well as having good col ouring properties,
nmust be able to withstand firing tenperatures of at

| east 750°C, and possibly up to 1400°C, in contact with
fluxes and gl azes.” There is no indication whatsoever
in the present application that the pignments used there
are encapsul ated in glass frit as argued by the
appel l ant. Hence, the toner disclosed in D1 conprising
cerami c pignents, falls under the definition of claiml
according to any of the appellant's requests, for the
reasons set out in the Board's prelimnary opinion.

Therefore, it is concluded that the application does
not nmeet the requirenents of Article 52(1) EPC because
the subject-matter of claim1 according the main set
and the first to third auxiliary set is not newin the
meani ng of Article 54(1) and (2) EPC



Or der

For these reasons it

The appeal is dism ssed.

The Registrar:

P. Martorana
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I s decided that:

T 0631/ 02

The Chai r nan:

A. G Klein



