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Summary of Facts and Subm ssi ons

1077.D

The appellant (applicant) filed an appeal against the
deci sion of the Exam ning Division refusing the
Eur opean patent application No. 97 922 281.7.

The Exam ning Division held that the subject-matter of
claim1 did not satisfy the requirenent of

Article 123(2) EPC. Introduction of the term "above"
into the feature "a stop zone (8) above the discharge
end of each conveyor (2)" has been understood as
defining that a space exists between an article
transferred and the associ ated conveyor. Based on this
understanding this feature has been found as leading to
t he subject-matter of claim1 extending beyond the
content of the application as filed.

The Exam ning Division further held that the subject-
matters of clains 1 and 3 do not involve an inventive

st ep.

An appeal has been filed against this decision
requesting that the decision under appeal be set aside
and a patent be granted

(i) based on clainms 1 to 17 filed with letter dated
9 February 2001 (rmain request);

(ii1) based on clainms 1 to 17 filed with the statenent
setting out the grounds of appeal (auxiliary
request 1);
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(iii)on an anended claim 3 conprising the features of
claims 3 and 8 and a correspondi ngly anmended
claiml (auxiliary request I1).

(iv) Furthernore, it has been requested to reinburse
t he appeal fee and, auxiliarly, that

(v) oral proceedings be held.

The only prior art docunment referred to in the decision
under appeal is docunent

Dl1: GB-A-1 457 624.

Claims 1 and 3 underlying the decision under appeal
(main request) read as foll ows:

"1. Method of packaging series of articles (3) in
different formations, whereby articles for each
formation (71) are being fed on two | ongitudinal
conveyors (2) in nmutually opposite directions (69, 70)
towards a conmon receiving zone (6), on the way to

whi ch they are stopped in a stop zone (8) above the

di scharge end of each conveyor (2), where the articles
(3) firstly are stopped by stop neans (7-11), then are
transferred laterally to said receiving zone (6) for
collecting and stacking of articles (3), where
alternating articles fromboth conveyors are stopped
for collecting a stack (72) of two formations of
articles (3), whereby they are stopped and adjusted in
their position by receiving and positioning neans (17-
22), whereupon the so stopped and adjusted articles are
rel eased individually or pairwise in a first collecting
step (25), and then are handed over to and are
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conpleted to a stack (72) in a second collecting step
(34), whereupon a so collected stack (72) is noved
onwards for further handling and packaging, the said
onward nmovenent being carried out during the said first
collecting step.™

"3. Apparatus (1) for carrying out the nethod according
to claim1 or 2, conprising nmeans for packagi ng series
of articles (3) in different formations (71), wherein
articles for each formation (71) are provided to be fed
in nmutually opposite directions (69, 70) by

| ongi tudi nal conveyors (2) |ocated on the sane | evel
towards a comon receiving zone (6) for collecting and
stacking of articles (3), where alternating articles
from both conveyors (2) are provided to be stopped for
collecting a stack (72) consisting of two formations
(71) of articles, whereupon a so collected stack (72)
is provided to be noved onwards for further handling
and packagi ng, characterized in that actuating neans (7)
are | ocated across the discharge end of each conveyor
establishing a stop zone (8) for stopping articles,
each actuating neans conprising a stop plate (9), that
in front of each stop plate (9), upstreans of each
conveyor, there is provided at right angle across and
above the latter a |lateral conveyor (15) having carrier
plates (16) for transferring said stopped articles (3)
|aterally to said receiving zone (6), where said
articles are provided to be stopped and adjusted in
their position by receiving and positioning neans (17-
22), which are provided to rel ease said stopped and
adjusted articles (3) individually or pairwise to first
col | ecting nmeans (25) cooperating with second
collecting nmeans (34) for collecting further articles
for a conplete stack (72), and that there are neans for
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carrying out the said onward novenent during the

operation of the said first collecting neans."

The appel | ant argued essentially as foll ows:

(i)

(i)

The appeal fee should be reinbursed since the
deci si on under appeal is premature, unjustified
and in disagreenent with a cooperative exam nation

practi ce.

The term "above" upon which the objection in view
of Article 123(2) EPC has been based has led to an
absurd understandi ng of the correspondi ng feature.

The argunentation of the appellant given in this
respect in the letter dated 9 February 2001, which
clearly indicates that the term "above" relates to
the definition of the position of the stop zone,
whereas the articles are clearly defined as being
fed on the correspondi ng conveyor, has been

conpl etely ignored.

(iii)Likew se the declaration in the letter dated

(iv)

09 February 2001, indicating that the applicant
agrees to the term "above" being replaced by e.g.
the term"across”, which is clearly disclosed in
the application as filed, has been completely

i gnor ed.

As far as the decision relates to the exam nation
of inventive step of the nethod and t he apparatus
according to clainms 1 and 3, it reveals that the
i nvention, which concerns packagi ng series of
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articles in different formati ons, has not been
under st ood appropriately.

(v) In the decision docunent D1 has been considered as
di scl osing a nethod and an apparatus concer ni ng
packagi ng series of particles in different
formati ons, which is clearly not the case since
according to this docunent articles are collected
in a uniformway. Consequently the apparatus
according to this docunent is not suited for
packagi ng series of articles in different
formati ons as asserted in the decision under
appeal .

(vi) In case it being required, anendnent of the clains
to clarify the expression "different formations"
as well as the expression "second collecting
nmeans" i s agreed upon.

Reasons for the decision

1077.D

Oiginal disclosure (Article 123(2) EPQ

Claim 1 according to the main request conprises the
feature "a stop zone (8) above the discharge end of
each conveyor (2)" which according to the decision
under appeal does not satisfy the requirenents of
Article 123(2) EPC, due to the term "above" being
introduced into this feature.

In this decision this feature has been understood as
defining that articles stopped in the stop zone are not
on but "above" the conveyor, the term "above" defining
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that there is a space between the transferred article
and the conveyor. Based on such an understanding the
concl usi on has been drawn that this feature leads to a
nmet hod extendi ng beyond the content of the application
as filed, according to which articles are fed on
conveyors and not spaced above them

Thi s under st andi ng does not take into account that, as
indicated by the applicant in its letter dated

9 February 2001 in great detail (cf. paragraph bridging
pages 1, 2), the feature concerned defines the position
of the stop zone. It further does not take into account
that this feature is preceded in claiml by a feature
defining the manner in which the articles are fed and
thus the relationship between an article fed and the
associ ated | ongi tudi nal conveyor. According to this
feature "... articles ... being fed on two

| ongi tudi nal conveyors (2) ..." are according to the
feature concerned "stopped in a stop zone (8) above the
di scharge end of each conveyor".

Thus claim 1, as pointed out by the applicant (letter
dated 9 February 2001, paragraph bridging pages 1, 2),
clearly defines that articles are fed on conveyors and
not spaced above them This corresponds to the manner
in which the relationship between an article and the
associ ated conveyor is described and shown in the
drawi ngs of the application (cf. e.g. page 7, lines 29
to 32; Figures 1 to 3).

The reason given in the decision under appeal for
claiml not satisfying the requirenent of Article 123(2)
EPC is thus not a valid one, since with respect to the
feature concerned it has not been exam ned whether or
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not the expression "stop zone (8) above the discharge
end of each conveyor" satisfies in its correct meaning,
as defining the position of the stop zone with respect
to the discharge end of a conveyor, the requirenent of
Article 123(2) EPC

Procedural violation

Wthin its letter dated 9 February 2001 the applicant,
in an attenpt to overcone the objections raised in the
only comuni cation of the Exam ning Division, gave
conprehensi ve expl anations as to the neaning of the
feature conprising the term"above" and its disclosure
in the application as filed.

Furthernore the applicant agreed to the term "above"
being replaced by the term"across" (cf. letter dated
9 February 2001, page 2, first paragraph). This
agreenent has been clearly expressed and the subject-
matter of a correspondingly anended claim1l has been
clearly defined, such that in the sense of an auxiliary
request a further amended claim 1 has been defined by
the applicant. As indicated by the applicant in its
letter dated 9 February 2001 the term "across" agreed
upon is explicitly disclosed in the application as
filed (cf. page 3, lines 3, 4). Aclaim1 conprising
the feature agreed upon thus gives a new basis for an
exam nation concerning the objection based on the
requi rement of Article 123(2) EPC.

The deci si on under appeal does not show that such a
claim 1l has been considered, as woul d have been

required according to the Guidelines (cf. Guidelines
1999, C VI, 4.1) and Article 113(2) EPC. Failure to
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consi der such a claim11 thus constitutes in the opinion
of the Board a substantial procedural violation with
respect to one of the grounds for refusal referred to
in the decision (reasons, No. 1).

The Board furthernore considers the applicant's reply
(letter dated 9 February 2001) as a bona fide attenpt
to deal with the objections raised by the Exam ning
Division in its single comunication. Despite this
response of the applicant it has immedi ately been
decided to refuse the application. Under these

ci rcunst ances, however the established practice of the
Exam ning Divisions, as set out in the Cuidelines
(Guidelines 1999, C VI, 4.3), requires that "the

exam ner should not refuse i medi ately but should warn
the applicant; e.g. by a tel ephone conversation or by a
short further witten action, that the application wll
be refused unl ess he can produce further nore

convi nci ng argunents or mnakes appropriate anmendnents
within a specified tinme [imt."

Mor eover according to the Guidelines (July 1999, C VI,
4.3) only in the case, being considered as exceptional,
that "the applicant has not made any real effort to
deal with these objections, the exam ner shoul d

consi der recommending to the other nmenbers of the

Exam ning Division that the application be refused

i medi ately. "

Consequently, in the present case, the immedi ate
refusal of the application without any prior warning to
t he applicant constituted a further substanti al
procedural violation within the neaning of Rule 67 EPC
in viewof Article 96(2) EPC.
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Remttal to first instance

Due to the substantial procedural violations indicated
above the decision nmust be set aside and the case be
remtted to the Exam ning Division for further

exam nation of the application (cf. Article 10 of the
Rul es of Procedure of the Boards of Appeal), on the
basis of clainms 1 to 17 according to the main request
and the sets of revised clains according to the
auxiliary requests as filed with the statenment setting
out the grounds of appeal.

Rei mbur senent of appeal fee

The substantial procedural violations (point 2 of the
reasons) |lead to reinbursenent of the appeal fee being
equi tabl e. The request of the appellant for

rei nbursenent of the appeal fee is thus all owed.

Furt her exam nati on

Concerning the further exam nation of the application,
with respect to the second ground for refusal of the
application, nanely |ack of inventive step (reasons,
Nos. 2 and 3) it is observed, that the feature of
claim 3, according to which the apparatus conprises
"means for packaging series of articles (3) in
different formations" has not been taken into account
appropriately.

According to the description the feature "packagi ng
series of articles in different formati ons" concerns

"articles ... being packed in two formations abutting
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and/ or overl appi ng each other within an outer w apping
or package, preferably a carton which may be torn apart
into two parts, each of which is holding one of said
formations of articles, which thus won't have to be
rearranged upon opening said carton or the |ike, but
are ready for display, sale and use in this fashion"
(cf. page 1, lines 16 to 22; page 7, lines 20 to 27). A
stack to be collected by the apparatus according to
claim 3, which thus conprises "two formations (71) of
articles" is clearly shown in Figures 1, A B and C of
t he application.

In order to be able to collect such a stack the
apparatus according to claim3 conprises

(a) "neans for packaging series of articles (3) in
different formations (71)

(b) wherein articles for each formation (71) are
provided to be fed in nmutually opposite directions
(69, 70) by longitudinal conveyors (2) |ocated on
the sane | evel towards a common receiVving zone (6)
for collecting and stacking of articles (3), where

(c) alternating articles fromboth conveyors (2) are
provided to be stopped for collecting a stack (72)
consisting of two formations (71) of articles".

According to the decision under appeal docunment D1
constituting the closest prior art discloses an
apparatus conprising neans suitable for packagi ng
series of articles in different formations (reasons,
No. 2.1).
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As indicated by the appellant, Figures 1 and 3 of
docunent D1, to which the decision under appeal refers
to, do not, contrary to feature a), relate to an
apparatus for packaging articles in a stack of the kind
referred to in claim3, since according to this
docunent each |ayer of a stack consists of articles fed
by a single conveyor with the result that the articles
are arranged in a uniform manner and not in two

formations (cf. docunent D1, e.g. Figures 1, 2).

Wthin the apparatus according to docunent D1 articles
for each layer of a stack, within which these articles
are uniformy arranged, are fed in the sane direction

by one of the |ongitudinal conveyors 25, 27, 29, 31
provided on different |levels. Thus contrary to the
apparatus according to claim3 the | ongitudinal

conveyors are not |ocated on the same |evel and thus do
not feed articles towards a conmon receiving zone for
coll ecting and stacking articles, where alternating
articles from both conveyors are provided to be stopped.

Due to these differences it appears to be doubtful

whet her the apparatus according to docunent D1 can be
consi dered as conprising neans suitable for packagi ng
series of articles in different formations as indicated
in the decision under appeal (reasons, No. 2.1).

Furthernore in view of the difference concerning the
stacks to be collected according to clains 1 and 3 and
according to docunent D1 it appears to be doubtful,
whet her the features distinguishing the apparatus
according to claim3 fromthe one according to docunent
D1 can be considered as straightforward design
possibilities (reasons, no. 2.1).

1077.D
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5.4 Taki ng the above considerations into account the
Exam ning Division will also have to decide on whet her
the clains as such are clear, e.g. with respect to the
reference to the "two formations of articles" referred
to, or whether clarification, e.g. as agreed upon by
t he appellant (statenent setting out the grounds of
appeal , page 4, paragraphs 3 and 5), is required.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further

prosecuti on.

3. Rei mbur senent of the appeal fee is ordered.
The Regi strar: The Chai r man:
G Nachti gal | A. Burkhart
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