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Summary of Facts and Subm ssi ons

2479.D

The appellant (applicant) filed an appeal against the
deci sion of the Exam ning Division to refuse the
Eur opean application No. 98 945 517.5.

The application was refused by the Exam ning D vision
for lack of novelty and | ack of inventive step.

The nost relevant prior art docunents for the present

deci si on are:

D1: GB-A-2 311 278

D2: EP-A-0 570 614

D3: US-A-4 101 109

D4: US-A-4 201 138

The appel | ant requested that the decision under appeal
be set aside. The clains of the valid request are
claims 1 to 13 filed with letter of 23 May 2003,
whereby the further clains 14 and 15 filed with that
letter were deleted in accordance with |etter of

18 Septenber 2003. The appel | ant under st ood t hat
clainms 1 to 13 would be remtted to the first instance
for further exam nation.
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| V. The i ndependent claimof the main request reads as
foll ows:

"1. Sheet material protecting unit (12) for protecting
corners of a stack of vertically aligned sheet materi al
(10), conprising:

- two protecting elenments (30a, 30b), each
engagi ng front and back surfaces about a corner of the
stack of vertically aligned sheet material (10); and

- at least one coupling elenent (32) for coupling
said two protecting el enents (30a, 30b) across the
corner edge of the stack, characterized in that each of
said protecting elenents (30a, 30b) is substantially
pl anar and has at | east one projection (14, 16) along
at | east one side thereof, and the coupling el ement
(32) is arigid hollow el ement having bores (34, 38)
for engaging the projections (15, 16) of the
conpl ementary protecting elenents and that said
coupling elenent (32) may be shortened by cutting to
adj ust the desired spaci ng between the conpl enentary
protecting elenents so as to fit stacks (10) of varying
t hi ckness. "

V. In their decision the Exam ning D vision argued
essentially as foll ows:

(1) The subject-matter of independent device clains 1
and 14 is not novel over either of docunents D1 or

D2.

(ii) The subject-matter of claim15 is rendered obvious
by docunent DS.

2479.D
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(ii11)The subject-matter of independent nethod claim 18
i s rendered obvi ous by docunent D4.

The appel | ant argued essentially as foll ows:

(i) daim1l as anended is now limted to the
enbodi ments of Figures 1 to 3 and 5 to 10. The
enbodi nent of Figure 4 is no |onger pursued.

(ii) The prior art devices of documents D1 and D2 have
alimted application as they cannot be used with
stacks of sheets above a maxi mumthi ckness. This
is possible with the invention as presently
claimed. The device of docunent D4 solves a
different problemto that of the invention. Also,
claim1l now contains features which structurally
di stinguish the invention fromthe teaching of
docunent DA4.

Reasons for the Decision

2479.D

Adm ssibility of the anmendnents

Claim1 essentially differs fromclaim1 as filed in
t hat :

(a) the field of the invention has been changed from
protecting units "for use in packing, storing and
transporting sheet material"™ to "for protecting
corners of a stack of vertically aligned sheet

material".



1.2

1.3

2479.D

- 4 - T 0608/ 02

(b) the protecting elenments are defined to each have
at | east one projection along at |east one side;
and

(c) the coupling elenment is defined to be a rigid
hol | ow el ement havi ng bores for engaging the
projections of the conplenentary protecting

el enent s.

Wth regards to feature (a) the change anounts to a
l[imtation of the field of application of the claim A
support for the limtation nmay be found on page 3,
lines 9 to 11 and page 5, lines 14 to 16 of the
application as filed.

Wth regards to feature (b) the Board notes that
claim?2 as filed only specified a plurality of
projections along at | east one side so that the claim
as anended now i ncludes the option of just one
projection. Claim1l as filed was silent about the
presence of projections. Caim1l as filed however
specified at | east one coupling elenent. In the opinion
of the Board the skilled person would realise that
since there may be only one coupling elenment this
single coupling elenment could be coupled to a single
proj ection and does not need to be coupled to a
plurality of projections. Dependent claim 13 as filed,
whi ch was dependent indirectly on claim1, specified
that the coupling el enent includes at |east one bore.
| f a coupling el enent has only one bore then the
correspondi ng protecting elenments would need only one
projection to enter the single bore. Mreover, in the
application as filed it was indicated on page 7,

line 25 to page 8, line 1 that the nunber of
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proj ections is changeabl e and depends upon the wei ght.
Thus, the Board is satisfied that the skilled person
reading the application as filed would realise that
there could be only one projection on each protecting
el ement, or a plurality of projections.

Wth regards to feature (c) the Board notes that
claim 13 as filed specified that the protecting

el ements each include at |east one through bore.
Furthernore on page 8, lines 19 to 21 reference is nade
to the coupling el ement being hollow and having bores.
The application does not contain an explicit reference
to the coupling el enent being rigid. However, the bore
36 of the coupling elenment may contain reinforcing ribs
or be replaced by a solid wall, see page 8, line 26 to
page 9, line 1. The skilled person would understand
such reinforcing is provided in order to nmake the
coupling el enent riagid.

The Board is therefore satisfied that claim1 of the
valid request neets the requirenents of Article 123(2)
EPC.

Novel ty

The nearest prior art is represented either by docunent
D1 or by docunent D2. Neither of these docunents

di scl oses a protecting unit conprising two protecting

el ements and at | east one coupling elenent for coupling
the protecting elements. In each of these docunents
there is disclosed two protecting el enents coupl ed
directly together w thout any coupling el enment. Hence,

at least the feature of claim1l of a coupling el ement

is lacking in the disclosure of each of these documents.
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Docunent D3 di scl oses a protecting unit conprising two
protecting elenents and a coupling element. The
coupling elenent is not however a rigid hollow el enent
as required by claim1l1 but rather a flexible |oop.
Hence, at least this feature of claim1l is lacking in
t he di scl osure of this docunent.

Docunent D4 di scloses a protecting unit conprising two
protecting elenents and a coupling element. The
coupling elenent is not however a hollow el enent as
required by claiml but rather a solid cornerboard.
Hence, at least this feature of claim1l is lacking in
t he di scl osure of this docunent.

Therefore, the subject-matter of claiml is novel in
the sense of Article 54 EPC

| nventive step

Claim1l of the valid request contains features which
were not present in any of the independent clains
considered by the Exam ning Division in their decision.
As the Board intends to remt the case to the first
instance for further prosecution the Board considers
that it would be inappropriate to express an opinion
with regards to an inventive step in the subject-matter
of this claim

Remttal to the First Instance
Caim1 now contains features whi ch have not been the

subj ect of detailed exam nation by the first instance.
I n accordance with Article 111(1) EPC, the Board



-7 - T 0608/ 02

therefore considers it appropriate to remt the case to
the first instance so as to give the appellant the
possibility to argue his case before two instances.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further

prosecuti on.

The Regi strar: The Chai r man:

D. Spigarelli A. Burkhart
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