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Summary of Facts and Subm ssi ons

This is an appeal against the decision of the exam ning
division to refuse application No. 99 966 434.5 on the
ground of l|ack of inventive step.

1. The application, claimng the priority of a US
application, was filed as an international application
and, follow ng an International Search Report (ISR
establ i shed by the European Patent O fice, published
under the nunber WD 00/40006. The application as filed
and published included 30 clainms of which clains 1, 12
and 23 were independent clainms, claim1 being directed
to "A conputer-inplenented thread for communicating
wWith other threads in a set-top box environnment”, and
clainms 12 and 23 to "A conputer-inplenmented apparat us
for swapping threads within a central processing unit
(CPU) in a set-top box environnment".

L1l Subsequently an International Prelimnary Exam nation
Report (1 PER) was drawn up by the USPTO, acting as
International Prelimnary Exam ning Authority. In the
| PER an objection of |lack of inventive step was raised
against all 30 clains on the basis of a docunent cited
in the ISRin conbination with a newy introduced
docunent. The I PER included a reasoned statenent in
accordance with Article 35(2) and Rule 70.8 PCT, given
in full below wi thout anmendnent: -

"2. citations and expl anations (Rule 70.7)
1- Cdains 1-30 | acks an inventive step under PCT
Article 33(3) as being obvious over Cutler et al.

in view of "REG STER MASK M CROPROCESSOR CONTEXT
SW TCHI NG', RESEARCH DI SCLOSURE, GB, | NDUSTRI AL
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OPPORTUNI TI ES LTD. HAVANT, no 318, 1 Cctober 1990
(from here on, disclosure 318).

Regarding clains 1, the reference of Cutler
t eaches:
- a stack for data storage for the threads (saving
g thread information by pushing into kernel node
stack pointer, col. 11, lines 32-44);

- a thread control block for storing context
information (kernel thread object that contain the
current state of a thread, col. 9, lines 59-68,
continued on col. 10, lines 1-14);

- a queue object for providing the comunication
bet ween the thread and anot her thread (Queue
object for maintaining the concurrency |evel and
interaction between threads, col. 4, lines 16-50,
and col. 12, lines 43-52).

The reference of Cutler fails to teach of a set-
top box (real-time) environnment. Disclosure 318
teaches of a m croprocessor context sw tching
systemin a real tinme environment in which the
context of the interrupted process is being saved
in order for the conpiler to be aware of the state
of the processe's context at anytine. Therefore,
it would have been obvious for one ordinary skil
inthe art at the tinme the invention was nmade to
use the real -tinme context switching system of

di scl osure 318 in the Queue (bject concurrency
met hod of Cutler.

Regarding clains 2-11, and 29 and status

information such as run-tinme and priority |evel of
the threads, of the threads the reference of

2021.D Y A
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Cutl er teaches of attributes of the "process
object” in col. 8, lines 48-68, continued on
col. 9, lines 1-22.

regardi ng type detector and register
recorder in clains 12-22, 23-28 and 30, the
reference of Cutler teaches of "object type", and
"status register” in col. 8, lines 38-46 and
col. 11, lines 32-44 respectively.

US 5,752,031 A (CUTLER et al.) 12 MAY 1998, see
colum 3, lines 40-53, col. 4, lines 25-68,
continued on col. 5, lines 1-17, col. 13, lines 5-
22, 54-68, col. 15, lines 15-48."

The application then entered the regi onal phase and an
of ficial conmunication was issued by the exam ning
division. This comuni cation started off by referring
to five docunents, including "disclosure 318" and the
Cutl er patent nentioned above. Objection was then

rai sed that the presence of three independent clains of
simlar or overlapping scope did not neet the

conci seness requirenent of Article 84 EPC and that the
clainms were unclear. It was stated that the category of
claim1 was not clear fromthe wordi ng and reference
made to the exclusion frompatentability of software.
The conmuni cation went on to rai se objection of |ack of
inventive step against all the clains, in the follow ng
terns: -

"Prior art:

An international prelimnary exam nation report has
been drawn up for the present application in accordance
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with the PCT by the USPTO The defi ciencies nentioned
in that report give rise to objections under the
correspondi ng provisions of the EPC

Hence, the subject-matter of clains 1, 12 and 23 | acks
an inventive step under EPC Art. 56 as bei ng obvi ous
over document D5 in view of docunent DI."

D1 is "disclosure 318" and D5 the Cutl er Patent.

In response to this comrunication the applicant filed a
revised set of clainms nunbered 1 to 19, deleting
original clains 1 to 11 and retaining clains based on
original clains 12 to 30. It was argued that the
revised clainms were novel and inventive, particularly
with respect to the teaching of the Cutler Patent.

The exam ning division thereafter refused the
application for lack of inventive step, based on the
di scl osure of the two docunents cited in the I PER

The applicant (appellant) has appeal ed on the ground
that the inpugned decision violates the right to be
heard, Article 113(1) EPC, because the first

substanti ated objection under the EPC is contained in
the decision to refuse the application. It is argued
that a substantial procedural violation has been
commtted, justifying the cancellation of the decision
and a refund of the appeal fee.

Reasons for the Decision

1

2021.D

The appeal conplies with the conditions nmentioned in
Rule 65(1) EPC, it is accordingly adm ssible.
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Article 113(1) EPC states that the decisions of the

Eur opean Patent O fice may only be based on grounds or
evi dence on which the parties concerned have had an
opportunity to present their comments. In the present
case the appellant argues that the objection which
resulted in refusal of the clains for |ack of inventive
step was formulated for the first tinme in the inpugned
deci si on.

The Board notes that the conmunication preceding the
decision nerely draws attention to the | PER drawn up by
t he USPTO and asserts that "The deficiencies nentioned
in that report give rise to objections under the
correspondi ng provisions of the EPC'. It is also noted
that the Guidelines, see Part E, Chapter |X, paragraph
6.4.3 state that "If the international prelimnary

exam nation report has been drawn up by the EPO

(enmphasi s added by the Board), that report is to be
regarded as an opinion for purposes of exam nation and
generally the first communication will only refer to

t he opinion expressed in the IPER'. This issue was
consi dered by the boards of appeal in decision T 275/99
(not published), which held that Article 113(1) EPC
could be nmet by the incorporation, by way of reference,
of an IPER in an official comrunication from an

exam ning division. In that particular case it was
found that the appeal ed decision was entirely based on
t he grounds, facts and evidence which were already
known to the appellant fromthe extensive | PER which
had been drawn up for the description and clainms of the
i nternational application, which corresponded exactly
to the European application refused (see point 5.4 of

t he reasons).

Al t hough this decision does not state whether the |IPER
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was drawn up by the EPO or another Internationa
Prelimnary Exam ning Authority, the present Board sees
no objection to citing an I PER from an | nternati onal
Prelim nary Exam ning Authority other than the EPQ
provided that it constitutes a reasoned statenent as
required by Rule 51(3) EPC, using |anguage
corresponding to that of the EPC, in the case of an

i nventive step objection this will require a |ogical
chain of reasoning which can be understood and, if
appropriate, answered by the applicant. The Board woul d
nevertheless like to add that it considers the
restriction in the Guidelines to I PERs issued by the
EPO to be a reasonable matter of precaution since it
cannot be expected that an I PER from an | PEA ot her than
the EPOw || neet specific EPC requirenents.

It is accordingly necessary to consider the wording of
the IPER to see whether the objections giving rise to
refusal and their basis in the EPC can be identified.

In the Board’s viewthe IPER fails to neet this test.
Al nost the entire discussion is taken up with the
cancelled original claim1l and the clains appendant to
it. Only a single sentence in the docunent refers to
the clains corresponding to the present independent
clainms; this sentence identifies two of the features of
present claim1l as known fromone of the cited
docunents, the docunent discussed by the appellant in
the response to the exam ning division s conmunication.
The remaining features of claim1l are not identified in
the prior art whilst only one of the features of
present claim12 is identified. Al though passages in
the two cited docunments are nentioned it is not nade

cl ear how these are relevant to the features of the
present clains. There is accordingly no |ogical chain
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of reasoni ng which woul d have permtted the appell ant
to understand and deal with the objections, either by
amendnment or counter-argunent. |ndeed, specifically for
t he purposes of the clainms now presented the | PER does
l[ittle nore than identify two docunents and cite two
passages which are said to render all the clains

obvi ous. Even by careful analysis on the part of the
reader an argunent to be answered could only be
constructed with difficulty. A logical chain of
reasoning was given for the first tinme in the inpugned
deci sion, using the problemsolution approach and
referring to a conprehensive selection of prior art
passages differing fromthose nentioned in the | PER for
t he original clains.

The deficiencies of the | PER coul d have been net by
supporting reasoning in the conmmunication but this was
not done. | ndeed, the comunication confuses matters
further by mentioning 5 docunments in the introductory
par agraph but only citing the two referred to in the

| PER, in the context of claimdelimtation and prior
art acknow edgnent and wi t hout discussion of their
cont ent s.

The Board woul d al so observe that the refusal of the
application after one action inplies that the appellant
made no real effort to deal with the exam ning

di vision’s objections (see Guidelines, part C, Chapter
VI, paragraph 2.5 and decision T 802/97 (not published
in Q EPO). Gven that the appellant deleted clains 1
to 11 and presented argunents, even though no clear
case to be answered had been made, this is patently not
t he case.

In the circunstances of the case, the Board takes no
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position on the inventive step objection resulting in
refusal of the application and remts the case to the
departnment of first instance for a full substantive
exam nation on the basis of the EPC. In order to
guarantee a fair conduct of the further proceedings a
di fferent conposition of the exam ning division should
be considered by the first instance.

10. Since the applicant’s right to be heard has been
vi ol ated a substantial procedural violation has been
commtted; the Board therefore considers it equitable

to refund the appeal fee in accordance with Rule 67
EPC.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside

2. The case is remtted to the departnent of first
instance for further prosecution

3. The appeal fee is refunded
The Regi strar: The Chai r man:
M Ki ehl S. V. Steinbrener
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