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Summary of Facts and Subm ssi ons

3292.D

The appellant (applicant) filed an appeal against the
decision of the Exam ning Division to refuse the
Eur opean patent application No. 96 109 421.6.

The Exam ning Division held that the subject-matter of
claims 1 to 4 of the only request |acked novelty and
that claim5 was not supported by the description. The
Examining Division cited the follow ng prior art
docunent :

D1: WO A-90 04571

The appel |l ant requested that the decision of the

Exam ning Division be set aside and that a patent be
granted on the basis of the formof the application on
whi ch the Exam ning Division took their decision. The
appel l ant further requests that the appeal fee be
refunded. After a comuni cation fromthe Board the
appel l ant agreed to remttal of the case to the first
instance if the Board intends to set the decision

asi de.

The request contains the follow ng i ndependent net hod
claim

"1. A glassnelting nethod conpri sing:

A) provi di ng gl assmaking materials into a
gl assnel ting furnace (1);

B) providing fuel (3) and oxidant (4) into the
furnace, conbusting themtherein to generate heat
and conbustion reaction products including water
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vapor in a conbustion zone (5) within the furnace
(1), and radiating heat fromthe conbustion
reaction products to the glassmaking materials to
formnolten glass (2);

characterized by

@)

D)

provi di ng shield oxygen (6) into the furnace at a
vel ocity not exceeding 15.24 ms (50 feet per
second) at a point between the conbustion zone (5)
and the nolten glass (2), and formng a shield
oxygen | ayer (7) between the conbustion zone (5)
and the nolten glass (2) to shield the nolten
glass (2) fromthe water vapor of the conmbustion
reacti on products; and

reacting sone shield oxygen (6, 7) with nolten
glass (2) to make the nolten glass (2) nore
oxi di zi ng;

sai d gl assmaking materials including alkali species and
sai d net hod enabling reduced vol ati zati on of al kal

speci es.”

Claimb5 reads as foll ows:

"5.

The met hod of claim1l wherein the fuel (3) and

oxi dant (4) are provided into the furnace (1) at a
mass average velocity less then 15.24 nls (50 feet
per second)."

The subject-matter of a further independent nethod

claimwas considered by the Exam ning Division to be

novel

and involve an inventive step.



VI .

3292.D

- 3 - T 0493/ 02

In their decision the Exam ning Division essentially

argued as fol |l ows:

(i)

(i)

Docunent D1 explicitly discloses the features of
claim1l except that the oxygen feed velocity does
not exceed 15.24 m's (50 feet per second). The
nmet hod di scl osed in docunent Dl is suitable for
enabl i ng reduced vol ati zati on of al kali species.

Claim1 only specifies a gas velocity at "a point
bet ween the conbustion zone (5) and the nolten
glass (2)". The claimdoes not specify a feed
velocity fromfeed openi ngs and any argunents
conparing |low feed velocities with high feed
velocities in the prior art are irrelevant to the
cl ai ns.

An anal ysis of docunent D1 shows that gas
velocities between 0.1 and 0.4 m's may be
estimated which are within the scope of claiml.

Claim5 is not supported by the description
because fuel and oxygen will be supplied through
narrow di scharge openings and with a velocity well
in excess of the specified 15.24 nis.

The appel l ant essentially argued in his witten

subm ssion as foll ows:

(i)

The all eged | ack of novelty of claim1 over

docunent D1 is based on a m sunderstanding of the
claim The claimrequires that the velocity of the
oxygen into the furnace does not exceed 15.24 m's.
The expression "at a point between the conbustion
zone and the nolten glass” can only relate to the



- 4 - T 0493/ 02

| ocati on where the oxygen is provided into the
furnace, i.e. the injection velocity. It would not
make any sense to define the velocity anywhere
else in the furnace. This viewis supported by the
description at page 5, lines 10 to 12, page 7,
line 30 to page 8, line 3, and page 5, lines 3

to 6 in conbination with the single figure.
Technically it makes no sense to define the
injection velocity by a velocity el sewhere in the
furnace. Also claim2, which specifies that the
shiel d oxygen is provided into the furnace at a
vel ocity not exceeding 3.05 m's, supports the view
that the wording "at a point between the
conbustion zone and the nolten glass" refers to
the injection point for the shield oxygen.

Docunent D1 teaches providing oxygen into the
furnace at a velocity exceeding about 70 m's. A
cal cul ati on based on the oxygen flow rates given
on page 10 of the docunment together with the sizes
of the discharge openings |leads to an injection
velocity of 314 m's. Such high injection rates
serve to draw down the flames towards the surface
of the nmolten gas rather than shielding the nolten
gl ass fromthe water vapor in the conbustion
reacti on product.

Furt hernore, document D1 does not disclose that
the gl assmaking materials include al kali species.

(1i) daim5 is supported by the description page 9,
lines 11 to 15 which refer to injection velocities

for the fuel and oxidant of 1.5 and 3 ft/s.

(ti1) Refund of the appeal fee is justified because the

3292.D Y A
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Exam ning Division in their |ast conmunication
never explained their interpretation of claim1l
with regards to where the specified velocity is
defined. The appellant had no opportunity to
comment on this unexpected interpretation of
claim 1.

Reasons for the Decision

3292.D

Interpretation of claiml

Claim1, as it is witten, contains a gramati cal
anbiguity. The prepositional clause "a point between

t he conbustion zone (5) and the nolten glass (2)" can
ei ther be adverbial and qualify the verb "provided" or
adj ectival and qualify the noun "velocity". If a claim
contains a granmatical anbiguity then it nust be
considered which interpretation is the correct one. In
interpreting a claimit nust be construed by a m nd
willing to understand, not a m nd desirous of

m sunder st andi ng, cf. T 190/ 99.

In the present case the first interpretation, i.e. the
cl ause qualifies the verb "provided" is an
interpretation which the skilled person woul d expect.
It is clear that a | ance used for injecting gases into
a furnace has a known cross-section. The rate at which
gas is injected, i.e. cubic netres per second, may al so
be known easily. This allows a furnace operator to
easily calculate the injection velocity. In the
description of the invention on page 5, lines 3 to 6 it
is stated that "Shield oxygen 6 is provided into the
furnace 1 at a point between conbustion zone 5 and
nolten glass 2 to form oxygen |ayer 7 between
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conbustion zone 5 and nolten glass 7." Then, in

lines 10 to 12 of the same page, it is stated that
"Shield oxygen 6 is provided into the furnace 1 at a
vel ocity not exceeding 50 fps and preferably not
exceeding 10 fps." Fromthese passages it is abundantly
clear that the prepositional clause "a point between

t he conbustion zone (5) and the nolten glass (2)" can
have no other neaning than to qualify the verb
"provided". It should be noted here that the
description in the above passages repeats nore or |ess
identically the wording of claim1 though w thout the
grammati cal anbiguity. The first interpretation of
claimlis thus in itself consistent with what the
skill ed person woul d consider technically possible and
consistent with the description.

The second possible interpretation, i.e. the clause
qualifies the noun "velocity", |leads to specifying a
vel ocity sonewhere inside the conmbustion chanber

bet ween t he conbustion zone and the nolten glass. This
however is not a paraneter which a furnace operator
could readily control. The velocities inside the
chanber will depend upon nmany factors, e.g. nunber and
orientation of oxygen injectors, size of furnace, so
that it would be inpractical to calculate or contro
the velocities. Mdreover, this interpretati on would not
be consistent with the description. As already
expl ai ned above with respect to the first
interpretation the description on page 5, |ines 10

to 12 refers to the velocity at which the shield oxygen
"is provided into the furnace". Nowhere in the
description is there a nmention of any other position
for determning a shield oxygen velocity.

In the opinion of the Board therefore the only possible
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interpretation of claim1 which nakes any technical
sense is the first interpretation, nanely that the
injection of shield oxygen into the furnace is at a
poi nt between the conbustion zone and the nolten gl ass
and that the velocity of the shield oxygen at this

i njection point does not exceed 15.24 mns.

Novelty of claim 1l over docunment D1

Based on the above interpretation of claim1 the Board
is of the opinion that docunent Dl at |east does not

di scl ose the feature of claim1 of: "providing shield
oxygen (6) into the furnace at a velocity not
exceeding 15.24 nis (50 feet per second) at a point
bet ween the conbustion zone (5) and the nolten

glass (2)". In docunent D1 the disclosed injection
velocity for oxygen is "exceedi ng about 70 netres per
second", see page 10, lines 12 and 13.

The Board is also of the opinion that docunent D1 does
not disclose the feature of claim1l1 that "said

gl assmaki ng materials including al kali species and said
met hod enabling reduced vol ati zati on of al kal

speci es". The Examining Division in their decision did
not address the issue of whether docunent D1 discl osed
gl assmaki ng materials including alkali species. The
Exam ning Division only addressed the suitability of

t he met hod for reducing vol atization of al kali speci es.
Where a nethod specifies the use of a particular

mat erial the novelty of the nmethod cannot be taken away
by a nethod which, whilst suitable for use with the
particular material, does not actually disclose the
particular material. This is different to the situation
which may arise with apparatus clainms. In the present
case the prior art nmethod does not disclose glassmaking
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materials including al kali species. The Board therefore
cones to the conclusion that also for this reason the
subj ect-matter of claim1l is novel.

Therefore, the subject-matter of claiml is novel in
the sense of Article 54 EPC

Support for claimb5

The description on page 4, lines 25 to 30 states that
the fuel and oxidant are provided "at a | ow mass
average velocity, preferably I ess than 50 feet per
second (fps), preferably less than 10 fps". An exanple
is described on page 9, lines 11 to 15 where the
velocity of the natural gas and oxygen is stated to be
about 1.5 to 3 fps. Thus, the wording of claim5 finds
an exact counterpart in the description and exanpl es
within the scope of the claimare given. The argunents
of the Exam ning Division that the fuel and oxygen w ||
be supplied through narrow di scharge openings with a
velocity in excess of 15.24 nis (50 feet per second)
are only allegations not supported by any proof. In the
opi nion of the Board therefore the subject-matter of
claim5 is supported by the description in the sense of
Article 84 EPC

Request for refund of the appeal fee

The essential question in this respect was whet her the
appellant's right to be heard under Article 113(1) EPC
was infringed. The only point of dispute surrounds the
interpretation of claim1. The Examining Division in

t heir communi cati on apparently interpreted claim1 in
one way W thout particularly discussing this view,
possi bly because they did not see any ot her
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interpretation. The Exam ning Division then first
addressed the question of claiminterpretation in their
deci sion, presumably to deal with the argunents of the
appellant in his response of 9 February 2001. Thus, the
Exam ning Division in their decision were nerely
dealing with the nost recent argunents of the
appellant. This is normal in a decision. The argunent
of the appellant that the interpretation was surprising
is a matter of opinion. The Exam ning D vision my well
have considered the interpretation of the appellant to
be the surprising interpretation. There is thus no

i ndi cation that the decision contained any new grounds
in the sense of Article 113(1) EPC. In the opinion of
the Board therefore no procedural violation in the
sense of Rule 67 EPC has been conmtted by the

Exam ni ng Di vi si on.

Remttal to the Exam ning Division

5. The Exam ning Division have not yet examned Claiml
with regards to inventive step. In accordance with
Article 111(1) EPC, the Board therefore considers it
appropriate to remit the case to the first instance for

further exam nation so as to give the appellant the
possibility to argue his case before two instances.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

3292.D
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2. The request for reinbursement of the appeal fee is
r ef used.
3. The case is remtted to the first instance for further

prosecuti on.

The Regi strar: The Chai r man:

D. Spigarelli A. Burkhart



