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Summary of Facts and Subm ssi ons

2076.D

By decision dated 8 April 2002 the Opposition Division
mai nt ai ned European Patent 0 742 072 in anmended form

The Opposition Division considered that the amendnents
carried out in the patent as granted conplied with
Article 123(2) and (3) EPC and that the subject-matter
of claim1l as anended was consi dered novel and

inventive in particular over the prior art disclosed in:

D1: EP-A-0 583 585

and

D2: EP-A-0 614 724.

Agai nst this decision the Appellant (Opponent 01) filed
an appeal on 15 May 2002, paying the appeal fee on that
sane date. The statenent of grounds of appeal was filed
by the Appellant on 13 August 2002.

The Board issued a conmunication dated 17 May 2004,

rai sing the question whether D1 or D2 should be
considered the closest prior art, as starting from one
or the other would lead to a different problemto be
solved by the subject-matter clainmed. Filing of any
further subm ssions by the parties should be done
within atinmne limt of two weeks.

Oral proceedings were held on 16 October 2003, in the
absence of the party as of right (Opponent 02), who had
notified the Board with letter of 11 June 2004 that it
woul d not attend.
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The Appel |l ant requested setting aside of the decision
under appeal and revocation of the patent.

The Respondent (patentee) requested nai ntenance of the
patent on the basis of the follow ng docunents:

Clainms 1 to 18 as filed in the oral proceedings,

Descri ption,
pages 2 and 4 to 10 as granted,
pages 3 and 3a as filed in the oral proceedings,

Drawi ngs, figures 1 to 13 as granted.

The wordi ng of independent claim21 according to the
Appel lant's request is as follows:

"A machi ne tool conpri sing:

a rotary spindle (78) having a cutting tool (11)
nount ed t her eon;

a frane (12) having side frame nmenbers (16, 18)
defining a central opening;

a vertical gantry (38) extending parallel to the side
frame nenbers (16, 18) and nounted for slidable
novenent along a first axis on the frame (12);

a saddl e (56) nounted on the gantry (38) and carried
therewith and nounted for slidable novenent along a
second axis along the gantry (38);

a ram (68, 68a) carried by the saddle (56) and nounted
for slidable novenent through the central opening and
along a third axis normal to the first and the second
axes and carrying the spindle (78) and rotary cutting
tool (11) through the opening;
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a first linear drive having one or nore pairs of |inear
notors (108a, 108b) each having a stator coil section
(110a) and pernmanent magnet section (112a) extending in
the direction of the first axis and nounted proxi mate
opposite ends of the gantry (38) for noving the gantry
wi th magnetic force attractions being in opposite
directions to provide symetry;

a second linear drive having linear notors (108c, 108d)
nount ed on opposite sides of the gantry (38) and
extending in the direction of the second axis; and
athird linear drive (108e) having one or nore notors
(108e) extending in the direction of the third axis and
having a stator coil section (110e) and permanent
magnet section for noving the ram (68, 68a) and spindle
(78);

characterized in that:

t he second linear drive has at |east one pair of said
linear notors (108c, 108d) each having a stator coi
section (110c, 110d) and permanent magnet section (112c,
112d) nmounted on opposite sides on the gantry (38) for
novi ng the saddle (56) with magnetic force attractions
being in opposite directions to provide symetry,

that the frame (12) has a box-shape which defines the
central opening,

the frame includes parallel top and bottom frane
menbers (20, 22) and said side frame nenbers (16, 18)
bei ng parallel and connected to the top and bottom
frame nenbers (20, 22);

that the vertical gantry (38) has a top nenber (44)

adj acent to and below the frane top nenber (20) and a
bott om nenber (46) adjacent to and above the frane
bott om nenber (22) and side nmenbers (40, 42)

i nterconnecting the top and bottom nmenbers (44, 46) to
define a box-like configuration within the box-shaped



VI .

2076.D

S 4 T 0479/ 02

frame (12) each of said side nenbers (40, 42) carrying
vertically-di sposed portions of linear notors (108c,
108d) of said second |inear drive, the saddle (56)
bei ng mounted for vertical sliding novenent in the
gantry (38) between said side nenbers (40, 42);

that the saddle (56) has side nmenbers (58, 60) fitting
bet ween the gantry side nmenbers (40, 42) so that the
saddl e is nested within the gantry (38) which is
enconpassed within the box franme (12) to m nim ze
cantil evers therefromand that the ram (68) and spindle
(78) travel between the sides of the saddle (56), the
ram (68, 68a) being nested within the gantry (38);

that the first linear drive has said |linear notors
(108a, 108b) between the gantry top nenbers (44) and
the frame top nmenber (20) and between the gantry bottom
menber (46) and the franme bottom nmenber (22) with
magnetic force attractions being in opposite directions
to provide symretry; and

that the second linear drive has said |inear notors
(108c, 108d) between the gantry side nenbers (40, 42)
and correspondi ng saddl e side nenbers (58, 60) with
magnetic force attractions being in opposite direction
to provide symretry."

The argunents of the Appellant can be summari sed as
fol |l ows:

Inits reply of 8 June 2004 to the comuni cation of the
Board dated 17 May 2004 the Respondent had indicated
that it maintained in appeal its four auxiliary
requests as filed in the opposition proceedings. In

t hese requests extensive nodifications to claim21 had
been carried out, which concerned subject-matter which
had not been conprised in the dependent clains as
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granted and therefore had not been the subject of any
exam nation. The present set of clainms based on these
earlier requests should therefore not be admtted as it
was |ate-fil ed.

Claim1 as maintai ned by the Opposition D vision
contai ned an amendnent contrary to Article 123(2) EPC
"the linear notors (108c, 108d) of the second linear
drive being di sposed on opposite sides of the ram (68,
68a) and spindle (78)". There was no origi nal

di scl osure of that feature being essential to the

i nvention, nor did the decision under appeal explain
why this was so.

The machine tool clained in claim1l | acked inventive
step over D2 in conbination with the teaching of D1. D2
al ready suggested that the working on the workpiece
could be performed by using a rel ative novenent between
t he tool hol der and t he workpi ece, thus instead of the
wor kpi ece the tool hol der woul d be noved in the Z-
direction. D1 provided the skilled person with the
indication to nest the gantry in the frane, thereby
giving an indication howthe cantilever-effect could be
reduced.

The Respondent argued as foll ows:

Present claim1 was based on claim1l of the fourth

auxi liary request presented in the opposition

proceedi ngs. The Respondent had stipulated within the
time limt set by the Board that this request was one
of its auxiliary requests for the com ng oral

proceedi ngs. The further anmendnents, carried out in the
oral proceedings, were to be considered a reply to the
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opi ni on expressed by the Board as well as the argunents
presented by the Appellant, in these oral proceedings.
They were therefore not late-filed and shoul d be

adm tted.

The anmendnments to granted claim1l in the opposition
proceedi ngs were derivable fromthe ori ginal

application docunents, see the patent in suit, colum 4,
lines 24 to 30, 34 to 44 and 49 to 58; colum 8,

lines 39 to 42; colum 10, lines 34 onwards; colum 15,
lines 22 to 36 and figures 1, 2, 10 and 13.

The general remark in D2 that the novenent between

t ool hol der and wor kpi ece was a rel ative novenent coul d
not be interpreted in the specific sense as done by the
Appel lant, in that it neant a novenment of the

tool holder in the Z-direction. The whol e teaching of D2
was to a machine tool for |ine production purposes,
where the workpiece was taken off the line by a
separate |inear notor which provided the (relative)
nmovenent in the Z-direction to the workpiece, not to

t he t ool hol der.

D1 could not give the skilled person any indication to
a saddl e nested in and novi ng between side nenbers of
the gantry, nor to a ramnested in the gantry as well,
as it provided for a single beamgantry. Therefore the
Appel I ant' s subm ssions were based on hindsi ght rather
than on an objective analysis of the prior art

t eachi ngs.
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Reasons for the Decision
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The appeal is adm ssible.

Adm ssibility of the request of the Respondent

Present claim 1 consists of claim1 according to the
fourth auxiliary request as filed in the opposition
proceedi ngs (and nai ntained as an auxiliary request
with the Respondent's letter of 8 June 2004) with
further amendnments carried out in the oral proceedings
before the Board.

The Board, in its comunication dated 17 May 2004, had
set the latest date for filing subm ssions at two weeks
before the oral proceedings set for 23 June 2004, i.e.
9 June 2004. The Respondent's letter of 8 June 2004 was
sent by fax on 9 June 2004 and received on that sane
day, thus the fourth auxiliary request has been
indicated as such in tinme in respect of the ultimte
date indicated by the Board for filing further

subni ssi ons.

The further amendnents to claim1 carried out in the
oral proceedings are considered by the Board to have
been in reply to the objections raised by the Board and
the Appellant, in these oral proceedings.

Therefore there is no valid reason to not admt this
request is admtted into the proceedi ngs.
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Amendnents (Articles 84 and 123(2) and (3) EPC)

Claim 1 has been anended in respect of claim1l as
granted by the inclusion of (in brackets the disclosure
in the original application docunents):

the three directions of possible novenent of the
gantry, saddle and ram (page 1, first paragraph)

the linear notors extending in these directions
(page 21 to 24 and figures 3, 8, 10, 11, 13)

that the frame (12) has a box-shape which defines
the central opening (page 11, figure 12)

the frame includes parallel top and bottom frane
menbers (20, 22) and said side frame nmenbers (16
18) being parallel and connected to the top and
bottom frame nmenbers (20, 22) (paragraph bridging
pages 19 and 20)

that the vertical gantry (38) has a top nenber (44)
adj acent to and below the franme top nenber (20)

and a bottom nenber (46) adjacent to and above the
frame bottom nenber (22) and side nenbers (40, 429

i nterconnecting the top and bottom nenbers (44, 46)
to define a box-like configuration within the box-
shaped frane (12) each of said side nenbers (40,

42) carrying vertically-di sposed portions of

I inear notors (108c, 108d) of said second |inear
drive, the saddle (56) being nmounted for vertical
sliding novenent in the gantry (38) between said

si de nenbers (49, 42); that the saddle (56) has

si de nenbers (58, 60) fitting between the gantry
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side nmenbers (40, 42) so that the saddle is nested
within the gantry (38) which is enconpassed w thin
the box frame (12) to mnimze cantil evers
therefromand that the ram (68) and spindle (78)
travel between the sides of the saddle (56), the
ram (68, 68a) being nested within the gantry (38)
(page 15; page 18, second paragraph; page 21, | ast
par agr aph; page 22, first paragraph; figures 10,
11, 13; claim®6)

that the first linear drive has said |inear notors
(108a, 108b) between the gantry top nenbers (44)
and the frame top nenber (20) and between the
gantry bottom nmenber (46) and the franme bottom
menber (22) with magnetic force attractions being
in opposite directions to provide symetry

(page 21, |ast paragraph; page 22, first paragraph;
figure 13)

that the second linear drive has said |inear
notors (108c, 108d) between the gantry side
menbers (40, 42) and correspondi ng saddl e side
menbers (58, 60) with nagnetic force attractions
being in opposite direction to provide symetry
(page 23, second paragraph).

These features result in a further limtation of the

subject-matter of claim1 as granted.

The dependent cl ai ns have been anended so as to be
consistent with present claim1l. The description has
been anended to include a reference to D2, necessary
for the purposes of Rule 27(1)(b) EPC
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The amendnents thus do not give rise to objections
under Article 123(2) and (3) EPC.

The Appel lant had objected in its appeal to the passage
"the linear notors (108c, 108d) of the second linear
drive being disposed on opposite sides of the ram (68,
68a) and spindle (78)" which was added in the
opposition proceedings to claim1l as granted. This
feature had not been disclosed in the original
application as essential to the invention

(Article 123(2) EPC).

The Board wi shes to note that the EPC does not require
a feature by which a claimhas been anended to have
been originally described as "essential” to the
invention or to be "essential" in solving the problem
What is required is that the anmendment is directly and
unanbi guously derivable for the skilled person fromthe
original application docunents and that it should not
result in the patent not conplying with the other

requi renents of the EPC.

In any case, this feature objected to no | onger figures
in present claim1 but has been replaced by the feature
that the ram (68) and spindle (78) travel between the
sides of the saddle (56), that the saddle is nested
within the gantry (38), that the saddl e has side
menbers (58, 60) fitting between the gantry side
menbers (40, 42) and that the linear notors (108c, 108d)
of the second |inear drive are arranged between the
gantry side nenbers (40, 42) and the correspondi ng
saddl e side nenbers (58, 60). This conbination of
features is derivable fromthe application docunents as
originally filed (see point 3.1 above).
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The above features give a clearer description of where
the Iinear notors are |ocated than was the case with
claiml1 as maintained in the opposition proceedi ngs and
objected to by the Appellant, the wording of which

m ght give the inpression that the linear notors were
nounted directly onto the ram and spindl e thensel ves.
The requirements of Article 84 EPC are thus net as well.

3.4 Consi dering a possible reformatio in peius situation
resulting fromthe replacenent of the feature in
claiml as upheld by the Opposition Division by an
other feature it is noted that the subject-matter of
present claim 1l has been amended by incorporating a
nunber of further limting features within the context
of the feature allowed by the Opposition Division (see
above), thereby limting the subject-matter of claiml
as mai ntai ned by the Opposition Division further.
Present claim 1l therefore does not give rise to
obj ections based on the case |law in respect of

reformati o in peius.

4. Novelty (Article 54 EPC)

The novelty of the subject-matter of present claiml
was not questioned by the Appellant. The Board has
verified that none of the docunents available in this
file discloses all features of present claiml.

5. | nventive step (Article 56 EPC)

5.1 The Board considers that closest prior art for the
di scussion of inventive step is D2 as supported by the
parties. The nulti-axis machine tool discussed in this

2076.D
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docunent has the drawback that the spindle is
cantilevered with respect to the gantry carrying it and
that the gantry is cantilevered with respect to the
machi ne frame. |ncreased bending forces on the saddl e
and the frane are the result, which - in order to neet
t he required accuracy - necessitate an increased
stiffness (wth a resulting increased weight) of these
constructional parts. For a general discussion of these
dr awbacks see the patent in suit, colums 1 to 3).

5.2 These problens in the prior art machine tools are
overconme by the features through which the nmachine tool
of present claim1 distinguishes itself fromthe tool
di scl osed in D2, being:

- t he saddl e has side nenbers fitting between the
gantry side nenbers so that it is nested within
the gantry and is nounted for sliding novenent
t her ein,

- the gantry defines a box-like configuration
enconpassed within the box-shaped franme, and

- the ramis nested within the gantry,

- athird linear drive having one or nore notors
extending in the Z-direction enabling the ram and
spindle to travel between the sides of the saddle
in that direction through the central opening of
t he frane,

t her eby providing an arrangenent with an inproved
stability for a given weight of the nmachi ne.

2076.D
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The Appellant argued that D1 provided the indication to
a gantry nested in the frame (see figure 8 and colum 7,
lines 12 to 34 of D1). The top nenber of that gantry

was nounted bel ow the top nenber of the frame, the
bott om nenber of the gantry was nounted above the
bott om nenber of the frame, as clained in claim1l.

The Board cannot see how the application of this
teaching of D1 to the machine tool known from D2 coul d
| ead to the machine tool of present claiml, as the
gantry disclosed in D1 does not define a box-like
configuration within which the saddle is nested, with

t he saddl e side nmenbers fitting between the gantry side
menbers, nor that the ramis nested wthin the gantry
as wel | .

To arrive at the machine tool presently clained in
claiml the skilled person would firstly have to
isolate fromthe gantry as disclosed in D1 the feature
of the top and bottom nenbers of the gantry being
nmount ed respectively bel ow and above the top and bottom
menbers of the frane and apply it to the gantry of the
machi ne tool disclosed in D2, which has two parall el

si de nmenbers.

It is, however, established case | aw of the Boards of
Appeal that the technical disclosure in a prior art
docunent should be considered in its entirety, as it
woul d be done by a person skilled in the art. It is not
justified arbitrarily to isolate parts of such a
docunent fromtheir context in order to derive from
them technical information which would be distinct from
or even in contradiction with the integral teaching of
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t he docunent (see T 56/87, Q) EPO 1990, 188, Reasons
point 3.1).

Secondly he woul d have to extensively redesign the
saddl e known fromD2 so as to have it nested within the
gantry. For this nmeasure there are, however, no
indications to be found in the prior art available in
the file.

The Appellant argued in this respect that D2 provi ded
the skilled person with the additional indication that
the novenent in the Z-direction could just as well be
provi ded by the tool hol der ("Wrkzeugtrager") in the
ram and spindl e instead of the workpiece hol der
("Werkstucktrager"), as colum 1, lines 1 to 9 and
claiml of D2 only nmentioned the necessity to have a
"rel ative novenent" between tool hol der and wor kpi ece,
not that the workpiece holder should al ways provi de the

nmovenent in the Z-direction.

The Board does not share this opinion; in essence D2
relates to a machine tool for working on workpieces
provided in Iine, where a novenent in the Z-direction

t akes the workpi ece off the line so as to be worked on.
The necessary further novenents in the Z-direction
during the work on the workpiece are perforned by the
wor kpi ece, not the tool holder. This arrangenent is al so
descri bed as advantageous for the stability of the
machi ne and the distribution of the masses (colum 6,
lines 10 to 17).

In the absence of any further information in D2 as to
how a novenent in the Z-direction of the tool hol der
i nstead of the workpiece is to be achieved with the
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machi ne tool disclosed, the Board considers that the
general statenment in D2 regarding the "relative
novenent " bet ween wor kpi ece and t ool hol der cannot be
interpreted as neaning a novenent of the tool holder in
the Z-direction as intended by the Appellant.

Even if it would, it would not directly lead to a
saddl e nested in the gantry having side nmenbers fitting
between the gantry side nmenbers, as clained in present

claim1l.

Hence, the Board cones to the conclusion that the
subj ect-matter of claim1 cannot be derived in an
obvi ous manner fromthe prior art and accordingly
i nvol ves an inventive step (Article 56 EPC)

The subject-matter of clains 2 to 18 relate to
preferred enbodi nents of the machine tool of claimal,
thus their subject-matter also is novel and invol ves

i nventive step.

The patent can therefore be maintained according to the
request of the Respondent.
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For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the
order to maintain the patent on the basis of the
fol |l owi ng docunents:

Clainms 1 to 18 as filed in the oral proceedings,
Descri ption,
pages 2 and 4 to 10 as granted,
pages 3 and 3a as filed in the oral proceedi ngs
Drawi ngs, figures 1 to 13 as granted.
The Registrar: The Chai r man:
A. Wl | rodt P. Alting van Ceusau

2076.D



