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Summary of Facts and Subm ssi ons

Mention of the grant of European patent No. 0 769 026
in respect of European patent application

No. 95 926 341.9 (PCT/ BE95/ 00067, WD 96/01849) in the
nanme of Tiense Suikerraffinaderij N V. (Raffinerie

Tirl emontoise S.A'), which had been filed on 7 July
1995 claimng two BE priorities of 7 July and

30 Septenber 1994, was announced on 8 Septenber 1999 on
the basis of 19 clains, Caim1 reading as foll ows:

"1. Fractionated pol ydi sperse carbohydrate conposition

characterised in that it:

- has an av. DP which is double or higher than the
av. DP of the native pol ydi sperse carbohydrate
conposi tion,

- is containing | ess than 0.2 wt % nononers and | ess
than 0.2 % dinmers and less than 1.5 wt % ol i goners
with a DP < 10,

- is containing less than 0.2 wt % ash, and

- does not contain any detectabl e anount of
t echnol ogi cal aids.”

| ndependent Clains 11 and 12 related to processes for
produci ng a conposition according to any one of the
claims 1 to 10, independent Claim1l7 related to a
conposition having a creany structure conprising the
fracti onated pol ydi sperse carbohydrate conposition
according to any one of the preceding clains 1 to 9,
and i ndependent Claim19 related to a pharnaceuti cal,
cosnetical, feed and/or food conposition conprising the
conposition according to any one of the clains 1 to 10
and/ or according to the clains 17 or 18.

1409.D
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The further clains were, respectively, dependent on
Claiml (Clainms 2 to 10), Cainms 12 (Clainms 13 to 16)
and Caim17 (Caim18).

Notice of Qpposition requesting revocation of the
patent in its entirety on the grounds of Article 100(a)
and (b) EPC was filed conjointly by Warcoing Industrie
S. A and Sensus Operations C. V. on 6 June 2000.

The opposition was inter alia based on docunents

Al: Le Sillon Belge, 21 April 1989,

A3: J.R Katz and A Wi dinger (1931), Rec. trav. Chim,
50, 1133 to 1137,

A4: E. Yanovsky and R M Ki ngsbury (1933), Am Chem
Soc., 55, 3658 to 3663,

A5: E.J.MDonal d, Adv. Carbohydrate Chem stry 2, 1946
(253), and

Al10: "La cristallisation fractionnée de |"'inuline",
study made by Philippe Decap on request of
Warcoi ng I ndustrie s.a..

By its interlocutory decision announced orally on

12 February 2002 and issued in witing on 7 March 2002,
t he OQpposition Division found that, account being taken
of the amendnments nade according to the (then) first
auxiliary request, the patent and the invention to
which it relates net the requirenments of the EPC
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Claims 1 and 5 to 7 of this first auxiliary request
read as foll ows:

"1. Fractionated polydisperse inulin conposition,

characterised in that it:

- has an average degree of polynerisation (av. DP)
whi ch i s double or higher than the av. DP of the
nati ve pol ydi sperse carbohydrate conposition

- is containing less than 0.2 wt % nononers and | ess
than 0.2 % dinmers and less than 1.5 wt % ol i goners
with a DP < 10,

- is containing less than 0.2 wt % ash, and

- does not contain any detectabl e anount of

t echnol ogi cal aids
being a crystallised conposition present in the form of
spherical particles having a dianeter conprised between
1 and 100 nm radial symetry, and presenting double
breaki ng and perpendi cul ar fade cross under polarised
l'ight."

"5. Conposition having a creamy structure conprising
the fractionated pol ydi sperse inulin conposition
according to any one of clainms 1 to 4.

6. Pharmaceutical, cosnetical, feed and/or food
conposition conprising the conmposition according to any
one of the clains 1 to 4 and/or conposition according
to claimb5.

7. A process for the preparation of a fractionated
pol ydi sperse inulin conposition as defined in any of
claims 1 to 4, characterised in that it conprises the
fol |l owi ng subsequent steps:
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- the preparation of a netastable solution of a
nati ve pol ydi sperse inulin conposition

- a directed crystallisation of said netastable
solution, conprising a rapid achievenent of a high
degree of super saturation of said aqueous sol ution,
obt ai ned by a rapid cooling down involving an
i mportant tenperature nodification, by a rapid
concentration increase involving an inportant
concentration nodification, or by a conbination of
bot h,

- a separation of the obtained particles after
crystallisation,

- a washing with water of the separated particles,
- possi bly a drying of the washed particles,

- possi bly a spray-drying of the washed particles.™

The further clains were, respectively, dependent on
Caiml (Cainms 2 to 4) and Caim7 (Clains 8 to 11).

It was held in that decision that the subject-matter of
the (then) main request - whose Claim1l corresponded to
the granted version but restricted to inulin - nmet the
requirenments of Articles 54 and 83 EPC but did not
conply with those of Article 56 EPC

In particular, it was obvious, by follow ng the
teaching of Al, to arrive at |long chain
fructosacchari des having the cl ai mred degree of

pol yneri sati on because this docunent taught that these
species crystallised first during the fractional
crystallisation of inulin by gradual cooling at

t enper atures between 40 and 10°C. The skilled person
woul d expect that by this technique precipitation of
the nore sol ubl e nononers and di ners woul d by avoi ded
and that inmpurities such as ash and technol ogi cal aids
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could be renoved. Nor could an inventive step be
acknow edged on the basis of the existence of an
unexpected technical effect because the alleged

achi evenment of a well filterable product could only be
achieved with a specific crystal norphol ogy which was
not a feature of Caim1l of the main request.

The subject-matter of the first auxiliary request was
held to be novel and inventive because none of the
prior art docunents suggested the provision of inulin
in the formof spherical particles having a
filterability permtting manufacturing of |arge
gquantities directly by a directed crystallisation in an
i ndustrial process. Mrreover it was considered
suprising to obtain a purer product by rapid than by

sl ow cool i ng down.

On 29 April 2002 the Opponent (Appellant) | odged an
appeal against the decision of the Qpposition Division
and paid the appeal fee on 2 May 2002. The Statenent of
Grounds of Appeal was filed on 4 July 2002.

Wth regard to the clainms considered allowable by the
Qpposition Division the Appellant presented the
followi ng argunents in its witten subm ssions (G ounds
of Appeal and letter dated 13 October 2003) and at the
oral proceedings held on 19 May 2004:

(a) The subject-matter of Claim1l was antici pated by
docunent Al because it was established by the

experinmental reports contained in

- docunent A10 (Decap report),
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- annex 1 to the Statenent of G ounds of
Appeal (experinmental report by Royal
Cosun dated 7 June 2002) and
- annex 2 to the Statenent of G ounds of

Appeal (experinental report by Warcoing

dated 01.07.02)
that Al's teaching inevitably led to an inulin
conposition having the characteristics of this
claimirrespective of the cooling conditions
enpl oyed, by forced quick cooling to 2°C (annex 1)
or by just exposing the hot aqueous extract to
anbi ent tenperature (annex 2). In both cases
relatively spherical, birefringent inulin
particles were obtai ned whose average DP (degree
of polymerisation) was nore than double that of
native inulin and which could be freed by washi ng
with water from nononmers, dinmers, and oligoners
havi ng a DP <10.
Since these different cooling conditions |ed both
to particles within the definition of laim1l it
was of no consequence for the assessnent of
novelty that the words "refroidir graduellenent”
in Al left roomfor interpretation.

It was furthernore known from docunents A3, A4 and
A5 as well as fromannex 9 of the G ounds of

Appeal (The Merck Index, tenth edition 1983,

page 725) that inulin crystallises from aqueous
solutions in the formof doubly refracting
spherocrystal s showi ng a perpendi cul ar fade cross
under polarised |ight.

1409.D
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The subject-matter of aiml was furthernore
antici pated by prior public use of the follow ng
products:

Chicory inulin 1-2255 from Sigma-Aldrich, |ot
79F7105: allegedly in the Appellant's possession
since 1989, produced by Signa in July 1989 (cf.
annex 11 of the Appellant's subm ssion dated

13 Cctober 2003: undated and unsi gned data sheet
from Si gma- Al drich) and exhibiting the purity
requirenents of present Claim1l (annex 10 of the
Appel | ant' s subm ssion dated 13 Cct ober 2003:
Decl arati on of Centrum voor Landbouwkundi g

Onder zoek dated 22 July 2003 conprising anal ysis
data of this lot).

Concerning the mssing information in this

evi dence about the clai ned norphol ogi cal features
(spherical particles having radial symretry,
doubl e breaking with perpendicul ar fade cross
under polarised light) the Appellant argued that
t hese woul d be destroyed by drying and coul d not
be ascertai ned therefore on the comercialised
products.

Fi bruline® LC, Warcoing's nodified inulin product,
not explicitly nmentioned but [allegedly] de facto
referred to in docunent Al; comercialised prior
to the effective date of the patent in suit, as
est abl i shed by:

(1) annex 7 of the Gounds of Appeal: letter
dated 17.03.1992 from Georg Breuer to
Warcoing S. A, Dr. Fockedey, asking for a
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sanple of "nodified inulin (wthout the
sugars)" to be delivered to Martin Bauer; in
conmbi nation wth:

annex 8 of the G ounds of Appeal: study
paper of the Dental Institute of Zurich

Uni versity "Telenmetric Evaluation of the

Aci dogenic Potential of an Instant Tea based
on Fibruline provided by Martin Bauer"

dated June 1992, referring to a new

"Fi bruline type (longer chains)" having the
sanpl e identification No. 815/92, which was
tested by "Dauernuckel n® from a nursing
bottle and found to be "safe for teeth” - in
contrast to a sanple of "old" Fibruline

whi ch was consi dered unsafe for teeth.

Anal ysis data (chromat ograns) of two sanpl es

(cf. letter dated 6 February 2002 from

Warcoing to M Leherte) conpri sing:

- data related to "File: XA08A022. DXD
Sanple LC 1 40 61 - A21" with the
handwitten comment: "Long Chain Inulin

War coi ng production 2001 - nénme procédeé
gu' en 1993"; and

- data related to "File: U701A004. DXD
Sanple Raftliline HP - AO7" with the
handwitten comment "lnulin Oafti
(Tirlermont)";

both sanples exhibiting a very simlar DP

di stribution indicating very small anounts

of | ow DP sugars

annex 3 of the G ounds of Appea
(Decl aration of Sensus Operations C. V., Dr.
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P.D. Meyer, dated 2 July 2002) stating that
in 1993 Sensus had received Fibruline LC
sanpl es from Warcoi ng which had a DP doubl e

that of native inulin.

(iv) annex 4 of the G ounds of Appea

(Decl aration of Warcoing Industrie, Dr.

Fockedey, dated 28.06.2002 conprising two

pages of a handwitten protocol of

production operations carried out between

29/ 3/ 93 and 21/6/93 conprising information

about the DP ("longeur chaine en unites fr.

+ gl.") of the produced materials) setting

out that

- in 1993 Warcoing had a pilot production
of "long chain inulin" having a DP
doubl e that of native inulin; and

- at the end of 1993 Warcoing
comercialised the long chain inulin
Fibruline LC, as confirmed by the offer

from Cosucra, Marc Thone, to Ceorg
Breuer GrbH Food Agency, handwitten
(without date) on the letter of Ceorg
Breuer GrbH Food Agency dated 14.01.94
asking for a price for Fibruline LC for
Martin Bauer (annex 5 of the G ounds of

Appeal ).

(v) annex 6 of the G ounds of Appeal (facsimle
from Sensus, Fred van Leeuwen, to Bucker
Fach Verl ag dated 9 Septenber 1996 pl us
attached pages 60 and 62 of the Journal
"M ch-Marketing 4/1994") relating to |ong

1409.D
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chain Fibruline LC that does not contain
resi dual sweetness ("keine Restsul3e").

In view of the fact that process Caim7 conprised
a nunber of ternms (netastable, directed
crystallisation, rapid cooling down, rapid
concentration increase, etc) which were vague and
could not therefore qualify as distinguishing
features, Al's disclosure of the fractionated
crystallisation of inulin was novelty destroying
for the subject-matter of this process claim

From t he af ore-nenti oned vagueness of the
definition of the process features it also
followed that, contrary to Article 83 EPC,
carrying out this process required undue burden.

Consi dering that the only possible distinction
bet ween the subject-matter of Claim1l and the
inulin products resulting fromthe fractionated
crystallisation process according to docunment Al
was a different (lower) content of |ow DP species
(rmonomers, dinmers and oligoners having a DP <10)
as well as of further inpurities (content of ash
and technol ogi cal aids), and furthernore
considering that the skilled person was aware of
the desirability of inulin products having a | ow
content of |ow DP species, as was apparent inter
alia fromannexes 6 and 8, it did not require
inventive skill to prepare such inulin fractions
by appropriately intense washing. That this led to
the desired clainmed purity was established by the
washi ng steps performed according to annexes 1
and 2.
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The argunents of the Respondent/Patentee submitted in
its letters dated 5 Novenber 2002 and 13 April 2004 as

wel |l as at the oral proceedings may be summari sed as

fol | ows:

(a) The new evidence submtted with the Statenent of
G ounds of Appeal and with the Appellant's
subm ssion of 13 Cctober 2003 was filed too late
and should not be admtted into the appeal.

(b) The disclosure of docunent Al was too vague and

i npreci se to be novelty destroying for the present
subj ect-matter because neither did it nmention any
of the norphol ogical, purity- and DP-rel ated
features of Claim1l nor would the information
therein concerning the conditions of preparation
inevitably lead to the fulfilnment of all of
Claim1' s characteristics. This conclusion was not
refuted by the experinental evidence contained in
annexes 1 and 2:

(1) t hese annexes only showed that the teaching
of D1 could provide relatively spherical
particles (annex 1: "irregul ar spherical
particles"; annex 2: "particul es
rel ativemrent sphériques”) of inulin having a
DP nore than double that of native inulin
whi ch could be purified to the standard

required by Claim1l by repeated water-
washi ng from ash-produci ng i ngredients,
nmononers, dinmers and inulin oligoners of

DP<10. This was far frombeing a direct and
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unanbi guous di sclosure of the clainmed inulin
conposi tion.

(ii) Moreover the different cooling conditions of
t he aqueous inulin extract applied according
to annexes 1 (cooling rate of about 3°C/ sec)
and 2 (exposing to anmbi ent tenperature)
could not be qualified as true repetitions
of the teaching of Al ("refroidir
graduel l enment”; "a des tenperatures
s' étageant entre 40 et 10 degrés
centigrades"); they rather proved that this
t eachi ng was not enabling.

(iii) The Appellant's contention that the results
of annexes 1 and 2 showed that the cooling
rate was not a critical paraneter for the
achi evenment of the clained particle
nor phol ogy was at variance with the Decap
report A10 which established that the
attai nnent of spherical crystals which
provi de good filterability was dependent on
t he cooling rate.

It was enphasised in that respect by the
Respondent that the passage [0085] on page 9
of the patent specification [imted the
definition of the "inventive" inulin
particles by restricting the standard

devi ation of the average particle dianeter
to a maxi mum of 25%

(c) Concerning the evidential relevance of annexes 10
and 11 (alleged public prior use of chicory inulin

1409.D
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| -2255 from Si gma- Al drich) the Respondent argued
t hat several of the clained features were
undi scl osed, inter alia the content of oligoners
having a DP <10 and t he norphol ogi cal paraneters.
The Appellant's contention that the absence of the
| atter characteristics was a consequence of their
di sappearance on drying of the washed particles
whi ch nust al so occur on drying of the clained
particles was countered in a twofold way: firstly
Claim1l1l did not require that the inulin particles
were dried, and secondly destruction of the

nor phol ogi cal characteristics could be avoi ded by
appropriate drying nethods.

Wth regard to the several allegations of public
prior use the follow ng was brought forward:

annexes 10 and 11 relating to the Sigma inulin

| -2255 did not disclose all of the clained
features; in particular a disclosure of the
content of oligonmers having a DP <10 and of the
nor phol ogi cal features was m ssing. As to the
|atter features, the Respondent submtted

m crophot ographs of Sigma inulin I-2255 and |-3754
showi ng an irregul ar shape of the particles
(docunents B 12 and B13). Furthernore there was an

i nconsi stency between the DP values to be

cal cul ated on the basis of the data in annexes 10
(DP 23) and 11 (DP 36) which cast doubt on the
reliability of this evidence.

None of the various docunents submtted by the
Appel lant in order to prove public prior use of
Warcoing's inulin product Fibruline LC was
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convincing. Furthernore it was established, in the

Respondent's view, by the foll ow ng docunents (B2
to B7 filed with the subm ssion dated 5 Novenber
2002; B9 filed with the subm ssion dated 13 Apri
2004) that Fibruline LC products which had been
commerci al i sed before and after the priority dates

of the patent in suit did not match the purity-

and DP-requirenments of present Caim 1:

(i)

(i)

docunents B2b to B2e (anal ysis data of
Warcoing's Fibruline LC from 3 Cctober 1994
(report B2b from L. De Leenheer); 1 Decenber
1994 (report B2c fromL. De Leenheer);

21 Decenber 1995 (report B2d from ORAFTI :
"Fonctionnalité de RAFTI LENERST/ ST Gel / HP
(*94/'95) et de Fibruline"); 23 February
1996 (internal report B2e from"SST"): these

docunents reported for Fibruline LC
concentrations of nmononeric, dineric,

ol i goneric saccharides (DP <10) and of ash
whi ch were above those according to present
Claim 1. Furthernore, the average DP was
generally | ower than double the DP of native

i nulin.

docunents B3a and B3b (two data sheets for

Fi bruline from Cosucra, B3a hand marked " Nov
1995"; B3b undated): both indicated a DP of
"mn 15" confirmng the statenment in the

pat ent specification (page 2, lines 56 to 58)
that the DP of Fibruline LC was "not

appreci ably higher than native chicory

i nulin".
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docunents B4a and B4b (B4a: "die

er nahrungsi ndustrie" 6/94, pages 48 to 51;
B4b: "Deutsche MIchw rtschaft” 22/ 1994,
pages 1079 to 1080): both indicated an
average DP of Fibruline LC of 16 and

contents of |ow DP sugars which were higher
t han the cl ai ned ones.

docunents B5a and B5b (B5a: two data sheets

of Fibruline LC both carrying a facsimle
date 19 Novenber 1999; B5b: data sheet of
Fibruline LC carrying a fax date 9 Ckt.
2000): both indicated a DP of "mn. 20".

docunent B6 (WD 96/ 03888; published

15 February 1996): refers on page 11, |ine
15 to Fibruline LC having a DP of 20 and 13
W % GF1.4. [GFn: fructan nol ecul e consisting

of n fructofuranosyl units and contai ning
one term nal glucose]; at the foot of

page 11 docunent B6 refers to "a clear,

unpl easant, sonewhat sweet off-taste", which
is "believed to be caused by the GFn-1-9

nol ecules in the [Fibruline LC] inulin".

docunent B7 ("Food Tech Europe COctober 1997,
page 52): discloses that the chain length

di stribution of Fibruline LC conprises 5%
GF2.4 and 13% GFs.9, 1.e. a total of 18% GF,.9

docunent B9 (notice and grounds (five pages)

of opposition of G Leherte against EP-B-0
773 722 submtted with Respondent's letter
of 13 April 2004) disclosing that
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Fi bruline LC produced on 22, 25 and
30 October 1993 contai ned between 10.4 and
13. 1% GF1.of GF1.60.

The Respondent also rejected the Appellant's
contention that, because of the vagueness of the

terms "netastable solution", "directed
crystallisation", "rapid cooling down" and "rapid
concentration increase” - which in the Appellant's

vi ew shoul d therefore not be taken into account
for the assessnment of novelty -, the disclosure of
docunent Al anticipated the subject-matter of
process Claim7. Contrastingly, these terns had a
cl ear neaning by thenselves and/or in relation to
the information on page 9, line 12 to page 10,
line 21 of the patent specification, which nmeaning
was alien to the unspecified conditions
(extraction and washing nmedia, cooling rate) of
the fractionated crystallisation set out in Al
Moreover Al did not relate to the preparation of a
single inulin fraction purified froml|ow DP sugars
but to the preparation of several different

fractions.

Fromthe afore-nmentioned clear definition of the
process features in the specification it also

foll owed that no undue burden was necessary for
the skilled person in order to reduce the teaching
of the patent in suit into practice. The
requirenents of Article 83 EPC were therefore net.

The cl ai ned subject-matter al so involved an
i nventive step because nowhere in the cited
docunents was there a hint at inulin conpositions
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havi ng t he norphol ogical, purity- and DP-rel ated
features of Claim1l or at the process steps of
Claim7 which enabl ed the achi evement of these
properties by providing the specified norphol ogy
whi ch then allowed the required efficient renoval
of nmonomers, dinmers and oligonmers having a DP <10
by washing with water. Wiile it was true that
annexes 6 and 8 disclosed the desirability of

i nulin products having a | ow content of sweetness
caused by | ow DP sugars these annexes did not
quantify this criterion and had to be interpreted
therefore in the |light of docunent B4a (page 48,
m ddl e col um) according to which the |onger chain
(LC) Fibruline types referred to in these annexes
had a much hi gher content of |ow sugar (gl ucose,
fructose, saccharose) of 3%

The Appel l ant requested that the decision under appeal
be set aside and the patent be revoked.

The Respondent requested that the appeal be dism ssed
and that the patent be maintained on the basis of the
amended cl ai s and description maintained by the
OQpposition Division (main request) or alternatively on
the basis of one of the five auxiliary requests
submtted with the letter of 13 April 2004 but
renunbered according to the letter of 4 May 2004.

Reasons for the Decision

1

The appeal is adm ssible.

Mai n request

1409.D
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Procedural natters

Inits letter of 5 Novenber 2002 (page 1) the
Respondent Patentee requested "the grant of a European
Patent on the basis of the clains on which the
Qpposition Division decided to nmai ntain the European
pat ent ".

Inits letter dated 13 April 2004 (page 2) the request
was nodified to read "... to reject the present appeal
and to mai ntain opposed patent EP 0 769 026 on the
basi s of the anended description and anended cl ai ns
mai nt ai ned by the Opposition Division, or alternatively
on the basis of one of the sets of Clains filed as
subsidiary request”. Caiml1l of the main request
attached to this letter was however different from
Caim11 on which the Opposition Division had decided to
mai ntai n the European patent. Notw t hstanding that the
amendnment only concerned a formal rearrangenent of the
sane features it was argued by the Appellant that it
contravened Rul e 57a EPC.

No objection was raised by the Appellant to the
Respondent's consequential wthdrawal of this anmendnent.

In the circunstances the Board admtted the forma
reinstating as main request of the set of clains
consi dered al |l owabl e by the Opposition Division.

In application of Article 114(1) EPC the evidence
contained in annexes 1 to 9 is admtted for

consi deration because it is relevant with regard to
OQpposition Division's reasoning for maintaining the
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patent in anmended form and because it was submitted by
t he Appellant together with the Statenment of G ounds of
Appeal . The sane applies to the evidence attached to
the letter dated 6 February 2002 from Warcoing to

M Leherte) (cf. section V(b2) (ii) above) which had
not be considered by the Opposition Division (cf.

M nutes of the oral proceedings before the Qpposition
D vision, page 3, |ast paragraph to page 4, |ine 4;
deci si on under appeal, reasons 2.4, paragraphs 4 and 5
fromend).

In application of Article 114(2) EPC the evidence
contai ned in annexes 10 and 11 submtted with the
|etter dated 13 Cctober 2003 as well as that submtted
with the Appellant's letter dated 26 March 2004 (al
pertaining to the alleged public prior use of Sigm
inulin 1-2255) is not admtted for consideration
because it relates to new facts presented well into the
appeal proceedings and is clearly not sufficiently
relevant to be admtted at this |late stage in the |ight
of the principles set out in G9/91 and G 10/91 (QJ EPO
1993, 408 and 420) as well as T 1002/92 (QJ EPO 1995,
605) .

Article 123(2) and (3) EPC

No objection was raised by the Appellant against the
conclusion in section 2.1 of the decision under appeal
that the clainms as anended net the requirenents of
Article 123(2) and (3) EPC.
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Novel ty of the subject-matter of product Claim1l

Docunent Al

The rel evant passages of this docunent read:

"... Conpte tenu de |'intérét grandi ssant pour

| "utilisation de fructosacchari des non cal ori ques et
non cariogenes dans alinentation noderne, la S A
WArcoi ng a mai ntenant ms au point un procédé qu
consiste a faire suivre |"extraction et la purification
de I'inuline d une séparation de celle-ci en ses divers
conposants. Il s'agit de | application d' une des

t echni ques courantes de |a physico-chime industrielle
classique : la séparation par cristallisation
fractionnée.

Le procédé en question consiste a refroidir
graduel | ement une solution d'inuline. A des
tenpératures s' étageant entre 40 et 10 degrés

centi grades, conprenant un ensenencenent ou non, selon
| e cas, ce sont d'abord |l es fructosaccharides |es plus
l ongs qui précipitent, les plus courts précipitant
ensuite. La séparation des précipites se fait par
centrifugation ou filtration, suivie d un |avage. Cette
techni que pernet |a production de différentes fractions
de saccharides.”

It is evident that this disclosure, including the
reference to "fructosacchari des non cal ori ques et non
cari ogénes" does not explicitly conprise any of the
nor phol ogi cal, purity- and DP-rel ated characteristics
of the inulin conpositions specified in Claim1l of the
patent in suit.
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Nor does the reference in Al to the classical nethod of
fractionated crystallisation, followed by separation
and washing of the precipitate anount to an inplicit

di scl osure of all of the clainmed characteristics. Mst
evidently this is the case for the washing nethod to be
applied in order to renove remains of the nother |ye
fromthe precipitate and di ssolve and wash off
undesired | ow DP sugars because in that respect the
only disclosure of Al are the words "suivie d' un

| avage".

The only information in Al as to the desirability of
t he absence of |low DP sugars is the reference to the
enhanced interest in "fructosacchari des non cal ori ques
et non cariogéenes" which however does not contain any

guantification.

In the light of the anple evidence on file this
statenent cannot be interpreted to relate to the
extrenmely | ow ambunts of nononers (<0,2%, diners
(<0,2% and oligomers having a DP <10 (<1.5% required
according to present Caiml. This inter alia results

frominformation in:

(a) docunent B4a (from 1994) which refers a maxi mum of
3% of residual amounts of "sugars" in Fibruline LC
(said by the Appellant to anticipate the clained
inulin conposition) and specifies a maxi num of
1.6% for nononers (glucose + fructose) and 0.8%
for the dinmer saccharose (page 48, m ddl e colum
and right hand colum, Table 2);
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(b) docunent B4b (1994) which discl oses nmaxi mum
anounts of fructose, glucose and diners in
Fi bruline LC of respectively, 1.2, 0.4 and 1.2%

(c) analyses of Fibruline LC sanples (from Cctober
1993) which are conprised by docunent B9 show
rati os Gri.o/ GF1.60 Of from 10.4 to 13.1% and

(d) docunent B6 (from August 1994) which discl oses an
amount of 13 wt % GF1.4 for Fibruline LC (page 11,
line 15).

The di scl osure of docunent Al is therefore not novelty
destroying for the subject-matter of present Claiml
because the afore-nentioned evidence establishes that
Fi bruline LC conmercialised around (before and after)
the priority dates of the patent in suit did not
exhibit the | ow nononer, diner and oligonmer (DP <10)
content required by the clainmed invention.

There is no need therefore to investigate whether the
further features of Claim1l (DP double that of native
i nulin; norphol ogi cal properties) are net.

Public prior use of Fibruline LC

The information contained in annexes 1 to 8 is unable
to establish that Fibruline LC that had been

commerci alised before the priority dates of the patent
in suit neets all the requirenents of Claim1l of the
patent in suit:
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From the several features which characterise the inulin
conpositions of Claiml annex 3 only relates to the
feature relating to the average DP doubl e that of

native inulin.

The sane applies to annex 4; the handwitten reports of
production lots only contain data for the DP
calculation (this was confirmed by the Appellant at the
oral proceedings).

Annexes 5 and 7 relate to Fibruline LC offers but do
not address its conposition/constitution.

Annex 6 relates to long chain Fibruline LC which does
not contain residual sweetness but is silent on any of

its properties.

Simlarly annex 8 only relates to |ong chain Fibruline
which is safe for teeth, probably because of its |ower
| ow- DP sugar content.

Finally the analysis data attached to the |etter dated
6 February 2002 from Warcoing to M Leherte (cf.
section V(b2)(ii) above) intended to show - by an

al l eged repetition of the inulin production process

al l egedly used by Warcoing in 1993 - that at that tine
Warcoing's inulin products had the characteristics
according to present Caim1l, have no evidential weight
because neither is there any objective evidence
concerning Warcoi ng's process conditions of 1993, nor
that inulin products prepared according to this process
had been available to the public before the priority
dates of the patent in suit.
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Thus the Appellant has failed to establish that

Fi bruline LC that had been commercialised before the
priority dates of the patent in suit neets the
requirenments of Claim1 of the patent in suit.

Sufficiency of the disclosure

The gist of the clained invention is the rapid

achi evenent of a highly supersaturated aqueous inulin
solution which leads to the precipitation of spherical
particl es whose shape all ows easy separation of the
precipitate fromthe nother |ye and whose constitution
is such that | ow DP species can effectively be renoved
by washing with water (page 8, line 54 to page 9,

line 16 of the patent specification).

There is sufficient guidance in the specification as to
how this principle may be reduced to practice by the
skill ed person not involving therefore undue burden
(page 9, line 17 to page 10, line 21; Exanples 1 to 3
on pages 14 to 15).

The patent therefore neets the requirenents of
Article 83 EPC (Article 100(b) EPC)

Novel ty of the subject-matter of process Claim7

The subject-matter of this claimis novel over Al
because this docunment, neither explicitly nor
inplicitly discloses the preparation of an inulin
conposition which possesses all the characteristics of
Caiml1l which, by Caim7' s reference to the products
of Claiml, are conprised by Caim?7.
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Even if arguably it was assumed that the cooling
conditions, which are not specified in Al, did not
qualify as distinguishing features, and that it was
established by the "reworking experinents" of annexes 1
and 2 that inulin having a DP double that of native
inulin could be prepared by cooling of an aqueous
inulin extract, a disclosure would still be mssing in
Al of the washing procedure to be perforned in order to
achieve the | ow content of nononers, diners and

ol i gomers having a DP <10 required by the reference in
Claim7 to the inulin conmposition according to Claim1.

It is however apparent that the above suggested
assunption cannot be upheld in the |light of the scope
to be attributed (Article 69(1) EPC) to the termin
Claim?7 "rapid cooling down invol ving an inportant
tenperature nodification" in view of the information in
t he description which defines a cooling rate of between
0.2 and 10°C/sec (page 9, lines 19 to 21) and in view
of the avail abl e evi dence.

In the light of this evidence, which points to the use
of definitely slower cooling rates, the skilled person
woul d not interpret Al to enconpass a cooling rate in

t he af ore-nenti oned range:

- according to the docunment "E. Berghofer, Inulin
and Inulin containing crops, Ed. A Fuchs,
El seviers Sc. Publ., page 77 (1993)" (cited on
page 3, section [0015] of the patent specification)
a cooling rate of 3°C/hour i.e. less than
0.001°C/ sec was applied; and
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- according to the Decap report AlO the fastest
cooling rate considered was 25 mn to a
tenperature of 8°C, i.e. 0.048°C/sec or
0. 055°C/ sec (depending on the starting tenperature
- which is not indicated in AL0O - but can be
supposed to lie in the customary range of 80° to

90°C) .
7. Qobvi ousness
7.1 The Appellant's argunentation focused on the all eged

"apparent desirability” of an inulin conposition having
the purity and DP characteristics as defined in present
Claiml. In that respect it relied on the reasoning
that it was obvious to attain these desirable
characteristics by appropriately effective washing
operations of inulin conpositions manufactured
according to the fractionated crystallisation nethod
set out in docunent Al.

7.2 In the Board's judgnent, this argunmentation is not

convi nci ng because

(a) the avail able evidence discussed in section 4.1.3
above denonstrates that the trend referred to in
annexes 6 and 8 to long chain inulin conpositions
conprising no residual sweetness ("keine RestsulRe")
(annex 6) and being "safe for teeth"” (annex 8) did
not extend to inulin conpositions whose content of
nononers, dinmers and oligonmers having a DP <10 was
as low as required by daiml,

1409.D
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(b) the state of the art for the isolation of inulin
from aqueous extracts does not suggest the
"directed crystallisation" nethod specified in
Claim 7 of the opposed patent (cf. section 6.3
above),

(c) it is established by the data in the patent
specification that the norphol ogy and constitution
of the so obtained inulin particles is essenti al
for their easy filterability and the possibility
of effective renoval of residues of the nother |ye
and of | ow DP sugars by washing with water
("comparative" Exanples 1 and 2; "inventive"
Exanmpl e 3), and

(d) because of the unrefuted, prima facie convincing
argunent of the Patentee that rapid cooling is
expected by the skilled person to cause the
formati on of small particles which hinder their
snmoot h separation and effective purification (cf.
page 8, lines 52 to 53 of the patent specification;
Reasons 3.4, penultinmate paragraph of the decision
under appeal).

It follows that the characteristics of the inulin
conpositions according to present Claim1l were not
suggested by docunent Al alone or in conbination with
the further avail able evidence and that the sane

concl usion applies to the process conditions |aid down
in CQaim7 of the patent in suit.

Having regard to the reciprocal relationship in the
present case between the acknow edgenent of inventive
step for the process and for the product claim
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reference is made to the statenent in T 595/90: "... a
product which can be envisaged as such with al
characteristics determning its identity together with
its properties in use, i.e. an otherw se obvious entity,
may becone nevert hel ess non-obvi ous and cl ai mabl e as
such if there is no known way or applicable (anal ogy)
nmethod in the art to make it and the clai ned net hods

for its preparation are therefore the first to achieve
this in an inventive manner" (QJ EPO 1994, 695, Reasons
5, last paragraph).

The essence of this conclusion is also valid in the
present case with the proviso that the "envisageabiliy"
of the inulin conposition of present Claim1l is purely
hypot heti cal and has not been shown to correspond to an
established wish in the art.

The allowability of the subject-matter of the

i ndependent Clains 1 and 7 entails the allowability of
Clainms 2 to 4 dependent thereon, of Clains 5 and 6
which relate to nore specifically defined inulin
conpositions according to the previous clains, and of
Clains 8 to 11 which are dependent on Claim?7.

The grounds of opposition do not prejudice therefore
t he mai nt enance of the opposed patent on the basis of
the main request. There is thus no need to deal with
the auxiliary requests.
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Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar The Chai r man

G Rauh R Young
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