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Summary of Facts and Subm ssi ons

2059.D

This appeal is fromthe decision of the Opposition
Division to reject the opposition against the European
patent No. O 719 321 relating to light duty liquid or
gel di shwashi ng det ergent conpositions containing

pr ot ease.

Claim 1l of the patent as granted reads:

"1. Alight-duty liquid or gel dishwashing detergent
conposition conprising by weight:

(a) fromb5%to 99% of detergent surfactant selected
fromthe group consisting of polyhydroxy fatty acid

am des; nonionic fatty al kyl pol ygl ycosi des; GCs.22 al kyl
sul fates; GCy.15 al kyl benzene sul fonates, GCs- 2, al kyl

ether sulfates; GCs.zo0lefin sulfonates; Gs.o paraffin

sul fonat es; GCs.22 al kyl glyceryl ether sulfonates; fatty
acid ester sulfonates; secondary al cohol sulfates; Ci 16
al kyl ethoxy carboxyl ates; Cii1.16 Speci al soaps;

anphol ytic detergent surfactants; zwitterionic

detergent surfactants; and m xtures thereof; and

(b) from0,001%to O,08%active protease; preferably,
the protease is selected fromthe group consisting of
serine proteolytic enzyne obtained from Bacill us

subtilis, Bacillus licheniforms and m xtures thereof,

(c) froml1l%to 20% of a suds booster selected fromthe
group consi sting of betaines, am ne oxide sem -pol ar
non-ionics, sultaines, conplex betaines, cationic
surfactants and m xtures thereof;

sai d conposition having a pH between 4 and 11."
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The opposition had been filed on the grounds of
Article 100(a),(b) EPC, in particular, for |ack of
insufficiency of disclosure, and for |ack of novelty
and inventive step relying, inter alia, on the

fol |l owi ng docunents:

(1) US-A-5 030 378;

(2) DE-A-3 640 799 and

(3) WO A-92-08 777.

The Opposition Division found that the invention was
sufficiently disclosed and, with respect to novelty,

t hat docunents (1) and (2) did not anticipate the

cl ai med subj ect-matter because docunent (1) related to
heavy duty | aundry detergent conpositions and not to
di sh washi ng detergents and the conpositions of
docunents (1) and (2) did not disclose the
concentration of the protease.

Further, in respect of inventive step, the Opposition
Division found that the use of protease for inproving
the mldness to the skin was not taught by docunments (1)
or (2).

The appel |l ant (opponent) filed an appeal against this
decision. It raised objections under Article 83 EPC

1) the upper limt of 99 weight % of conponent (a) was
a concentration which could not be enployed, because
the addition of the |owest weight % val ues possible of
conponents (b) and (c) exceeded 100 wei ght %
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2) the concentration of conmponent (c) which could be
betai ne and/or sultaine was Iimted to a maxi num of

20 wei ght % whereas conponent (a), which was the

anphol ytic or zwitterionic conponent, and, hence, could
al so be a betaine or a sultaine, could be present at a
concentration of up to 99 weight % hence, there was a
contradi ction between the maxi mum al | owabl e amount of
20 weight % for conponent (c) and the possibility to
exceed this limt by using up to 99 wei ght % of
conponent (a).

Wth respect to novelty, the appellant argued that due
to the term"conprising"” the presence of further
conponents such as nonoet hanol am ne and

tetraet hyl enpenti m ne-et hoxyl ate was not excluded in

t he conpositions of Claim1 of the patent in suit.
Therefore, the reasoning of the OQpposition Division for
not considering docunment (1), in particular,
conposition A of exanple |, as novelty destroying was

Wr ong.

Under cover of the letter dated 13 Decenber 2001, the
appellant, in the course of the opposition proceedi ngs,
filed docunents

(4) Novo Enzynme Produkt Liste, April 1985 and

(5) Alcalase® Novo Enzynes, June 1976

as further evidence for the enzyne activity in Anson
units (abbreviated to AU)(2,5 AU g, Al cal ase® 2.5L

docunent (4); 45 AU g, Al cal ase® pure enzyne,
docunent (5)).
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The Opposition Division had decided not to introduce
docunents (4) and (5) into the proceedings since their
date of publication was m ssing. The date of

publication of docunents (4) and (5) is now known since,
under cover of the letter dated 12 July 2002 (statenent
of grounds of appeal), the appellant submtted the

m ssi ng pages bearing the publication date.

Therefore, the concentration of the protease of the
conposition A of exanple | of docunent (1) and of
exanple 3 of docunent (2) could be derived fromthe
i ndi cation of the enzyne activity expressed in AU
hence, this additional information concerning the
concentration of the protease should support the
argunent that there was a | ack of novelty.

Wth respect to inventive step, the appellant submtted
the foll ow ng:

The roughness of textile fabrics is snoothened with
cel lul ase (see docunent

(6) Henrik Malnpbs, "Enzyne in Waschmtteln", Seife-
QA e-Fette-Wachse, 117. Jhg; Nr.5/1991, pages 174-
177,

filed under cover of the letter dated 12 July 2002
(statenment of grounds of appeal)).

By anal ogy, the roughness of skin nmay be snoot hened
wi th protease. Docunent (3) solved the sane technica
problem i.e. inprovenent of mldness to the skin
mani f ested by detergent conpositions. Conpositions
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contai ning cal ciumor magnesiumions and a particul ar
al kyl ethoxy carboxyl ate were suggested in docunent (3)
as a solution to this technical problem In the |ight
of this citation, the clainmed subject-matter was

| acki ng an inventive step, because the skilled person
who was | ooking for detergent conpositions displaying
i nproved m |l dness to the skin would have taken into
consideration the analogy relating to textile fabrics,
and, thus, would have arrived at the solution as

cl ai med by adding a protease to the conpositions

di scl osed in docunment (3).

The respondent (proprietor) refuted the argunments of
t he appel | ant.

During the oral proceedings before the Board, which
took place on 6 May 2004, the respondent replaced the
auxiliary requests on file by three auxiliary requests
desi gnated 15, 2" and 3'¢ auxiliary request.

Caim1 of the 1% auxiliary request is identical to
Claim1 of the patent as granted (main request) but the
set of clainms of this request contains anendnents to
claims 3 and 4 which have however not to be cited here
for understanding this decision.

Claim1 of the 2" auxiliary request differs from
Claim1l1l of the main request in that the foll ow ng
passage has been added at the end of the claim

"With the proviso that the conposition does not
conprise 7,2% Ci3 |inear al kyl benzene sul fonic acid,
10, 8% Ci4-15 al kyl pol yet hoxyl ate sul furic acid, 2,5%
al kyl sulfuric acid, 6,5% Cy,.13 al cohol pol yet hoxyl at e,
1, 2% Ci2 al kyl trimethyl anmoni um chl oride, 13% Ciz-14
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fatty acid, 2%oleic acid, 4%citric acid, 0, 3% sodium
di et hyl enetri am ne pentaacetate, 1,5%tetraethyl ene
pent ai m ne et hoxyl ate, 2% nonoet hanol am ne, 1, 7% sodi um
hydr oxi de, 4% pot assi um hydroxi de, 7,2% 1,2 propane
diol, 7,75% ethanol, 1% sodiumformate and water to the
bal ance of 100% "

Claim1 of the 3'% auxiliary request is the forner
claim2 of the main request which differs fromCaiml1l
of the main request in that at the beginning of the
claim"A" was replaced by "A process of washi ng dishes
with a" and "ethyl ene oxi de condensates"” was inserted
bet ween "betaines,” and " ,am ne oxide sem - pol ar

noni oni cs"

Claim2 reads: "The use of 0,001%to 0,08% active
protease in a light duty liquid or gel dishwashing
det ergent conposition, for inproving the feel of skin."

Claim 3 reads: "The use of 0,001%to 0,08% active
protease for the manufacture of a light duty liquid or
gel di shwashi ng detergent conposition for inproving
skin mldness of the conposition, and/or for inproving
the dryness to skin."

Claims 4 to 10 concerned preferred enbodi nents of
Claims 1, 2 and 3.

The appel | ant (opponent) requested that the decision
under appeal be set aside and the patent in suit be
revoked.

The respondent requested that the appeal be dism ssed
and that the patent be maintained as granted (main
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request), or alternatively on the basis of the clains
of auxiliary requests 1 to 3 filed at the oral
pr oceedi ngs.

At the end of the oral proceedings the Chairnman
announced the decision of the Board.

Reasons for the Decision

1

2059.D

Sufficiency of disclosure

The conposition according to Claim1 allows for a
maxi mum of 99 wei ght % of a detergent surfactant, a
m ni mum of 0, 001 wei ght % of active protease and a
m ni mum of 1 weight % of a suds booster.

The appel | ant argued that the skilled person cannot
carry out the invention since the sumof these three

val ues i s above 100 wei ght %

The Board does not agree. The objection raised by the
appel  ant concerns rather clarity than | ack of
sufficiency of disclosure. The skilled practitioner
will have no difficulty to manufacture conpositions
conprising these three conponents w thout exceeding the
respective upper concentration limts, conpositions for
which all the conponents add up to 100% by wei ght. The
skilled practitioner will also be aware that because of
the lack of clarity caused by the values given for the
lower limts of the conponents (b) and (c), he is free
to adjust the anpbunts of these conponents as necessary
if for conponent (a) a concentration of 99 weight % (or
of a value close to 99 weight % is used.
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Claim1 allows for 5%to 99% by wei ght of anphol ytic or
zwitterionic surfactants as conponent (a), as well as
for 1%to 20% by wei ght of betaines or sultaines for
conponent (c). The appellant argued that on the one
hand there was a maxi mum al | owabl e amount of 20% by
wei ght for betaines and sultaines, which fell within
the definition of zwitterionic or anpholytic
surfactants, and on the other hand, this maxi num val ue
coul d be exceeded by addi ng nore betaines or sultaines
by assigning themto conponent (a). Since the skilled
person was not taught how to solve this inconsistency,
t he description of the invention was insufficient.

The Board cannot accept this argunment. Even if the
definition of zwitterionic or anpholytic surfactants
enconpasses betai nes or sultaines, the maxi num anount
of these two particular classes of zwitterionic
surfactants is clearly limted by the nmaxi nrum al | owabl e
anount of 20% for conmponent (c). Hence, there is no

| ack of consistency to be found in Claim1, |et alone,

of an insufficiency of disclosure of the invention.

Consequently the Board concl udes that the clained

i nvention has been disclosed in a manner sufficiently
clear and conplete for it to be carried out by a person
skilled in the art. Thus, the requirenents of

Article 83 EPC are net.

Mai n request

Novel ty
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2.1.1 daimlis directed to a light-duty liquid or ge
di shwashi ng det ergent conposition conprising by weight:
(a) from5%to 99% of detergent surfactant;
(b) fromO0,001%to 0, 08%active protease
(c) froml1l%to 20% of a suds booster
said conposition having a pH between 4 and 11."

The novelty of such conpositions was attacked on the
basis of document (1), in particular exanple I A and
docunent (5).

2.1.2 The conposition A according to exanple |I of docunent (1)
conpri ses
(a) 7,2 % of a Gz linear al kyl benzene sulfonic acid
and 10,8 wt % of Ci4.15 al kyl pol yet hoxyl ate sulfuric
acid and 6,5 w % of Ci,.13 al cohol pol yet hoxyl at e;
(b) protease enzyne;
(c) 1,2 wm % Cyp-al kyl trimethyl ammoni um chl ori de;
the pH could be adjusted at 7,5 to 7,1, 7,3, 8,0 and
8,5 (colum 10, lines 56 to 58).

In view of the fact that exanple I A gives classes of
chem cal conpounds for the conponents (a) and (c), does
not specify the anmount used for the protease enzyne and
allows various pH values, it is clear that it has to be
understood as a generic recipe which has to be read in
conbi nation with other passages of the citation to gain
suppl emental i nformati on where necessary.

In respect of the concentration of the protease enzyne,
Prot ease A was added at 2000 ppmin water; docunent (1)
di scl osed that Protease A "...provided significantly
better through the wash cl eaning of enzyme-sensitive

2059.D
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stains...than did equival ent anounts (providing either
0, 0012, 0,015 or 0,03 Anson units of activity per gram
of conposition) of the commercially avail able

proteol ytic enzynes Alcalase®. .." (colum 10, lines 42
to 52).

Thus, whereas exanple | A of docunent (1) puts enphasis
on conpositions conprising protease A the above
ment i oned passages al so clearly disclose conpositions
conprising Al calase® in anounts giving the nentioned
activity.

According to docunent (5), in the case of Al cal ase®,
1 Anson unit per gramcorresponds to 2% of the pure
enzyne (page 4, left colum, lines 28 to 30). This
woul d nmean that 0,0012, 0,015 or 0,03 Anson units
correspond to 0,0024, 0,030 or 0,06 W% of the pure

enzyne.

So, there is a correlation between the enzyne activity
in AU per gram of conposition and the concentration of
Al cal ase® in weight % of the conposition. For a
conposition actually providing 0,0012 AU of Al cal ase®

t he concentration was consequently 0,0024 weight % a
val ue which falls within the respective range defined
in CQaim1l of the patent in suit i.e. 0,001 to 0, 08% by
wei ght of active enzyne.

Since Alcalase® is listed anong the proteolytic enzynes
suitable for the invention according to the patent in
suit, as is Protease A (patent in suit, page 5,

lines 47 and 53), the conmpositions Al of docunent (1)
display all the features of the clained conpositions.
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It follows that the subject-matter of Claim1l is not
novel . Thus, the requirenments of Article 54(1)(2) are
not met and, therefore, the main request cannot be

al | oned.

1°Y Auxiliary request

Novel ty

Claim1l of auxiliary request is identical to daim1l of
the main request; therefore, the sane reasoning as set
out under 2.1.2 applies.

The 1°' Auxiliary request | cannot be allowed either.

2" Auxiliary request

Article 123(2) EPC

Claim1 of the 2" auxiliary request differs from
Claim1l of the main request in that the passage "with
t he proviso that the conposition does not

conprise ...the remaining being water" (see point VII)
was added at the end of the claim

The basis for said passage is found in docunent (1) and
concerns the conposition A of exanple | of said
docunent (see colum 9, line 50 to colum 10, |ine 25).

The anmendnment is a disclainmer which has no basis in the
application as filed and which is introduced to restore
novelty by delimting Caim1l against docunent (1).
Sai d docunent relates to liquid [aundry detergent
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conpositions containing anionic surfactants, builder
and proteolytic enzyme and ains at an inproved cl eaning
performance of enzynme sensitive stains (colum 1,

lines 18 to 24). The patent in suit relates to |ight
duty liquid or gel dishwashing detergent conpositions
contai ning a protease.

Both the | aundry detergent conpositions and the

di shwashi ng det ergent conpositions have one basic
objective in common, the renoval of soil. In fact, this
basi c objective is the very reason and techni cal
justification for the existence of detergent
conpositions. It follows that normally a skilled person
an expert in detergents, dealing wth di shwashing

det ergent conpositions will always keep in mnd al so
the state of the art relating to |aundry detergent
conpositions, and vice versa. This holds also if a
skilled person ainms at solving a specific technical
probl em whi ch goes beyond the nere cl eaning of a
substrate and nay or may not be nentioned in the
respective citations.

Therefore, the state of the art disclosed in

docunent (1) is not so unrelated and so renote fromthe
subject-matter clainmed in the patent in suit that the
person skilled in the art would never have taken it

i nto consideration when making the invention now

cl ai med. Thus docunent (1) is not an acci dental

antici pation under Article 54(2) EPC and the exclusion
of its contents fromCaim1l of the patent in suit by a
di scl ai mer having no basis in the application as filed
is not adm ssible and the anmendnment of Claim 1 violates
Article 123(2) EPC (see G 01/03, order, 2.1, second
dash).
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34 Auxiliary request

Articles 84 and 123(2) EPC

Claiml differs fromCaim21l of the main request in
that "Process for washing dishes with a" was inserted
between "A" and "light duty liquid or gel"” at the
beginning of Claim1 and in fact corresponds to Claim?2
of the main request.

The wording of clainms 2 and 3 are given in point VII,
above.

The concentration range of "0,001 %to 0,080 % active
prot ease” was already present in Claim1l of the patent
as granted and was then incorporated in Clains 2 and 3
of the 3'% auxiliary request. The basis for the upper
val ue of 0, 08% by weight of the range 0,001%to 0, 08%
by weight is found in exanple V (application as filed,
ingredients Mand O page 25, line 23) and was not
contested during the opposition and the appeal

pr oceedi ngs.

Clains 4 to 10, i.e. renunbered clains 5 to 11 of the
mai n request, in which the word "conposition" was

del eted, concerned preferred enbodi nents of Clainms 1, 2
and 3.

No objections were raised under Article 84 EPC, and
al so for the Board the wording of the clains | eaves no
doubt as to clarity.
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Therefore, the Board is satisfied that all the clains
neet the requirenents of Articles 84 and 123(2) EPC.

Novel ty

Claim1l is directed to a process of washing dishes with
a light duty liquid or gel dishwashing detergent
conposition conprising 0,001 to 0, 08% by wei ght of
active protease.

Clains 2 and 3 are directed to the use of 0,001 to

0, 08% by wei ght of active protease in and for the
manufacture of a light duty liquid or gel dishwashing
detergent conposition, respectively.

Docunent (1) concerns |aundry washi ng, but not dish
washi ng, and is therefore not novelty destroying with
respect to Clains 1, 2 and 3 which are concerned with
di sh washing. As to the conposition according to
exanpl e 3 of docunent (2), the pH, a feature of daiml
of the patent in suit, is mssing. Further, docunent (2)
addresses storage stability and cl eani ng performance
(page 2, lines 17 and 18) but not m | dness to the skin,
and is therefore not novelty destroying with respect to
Clains 2 and 3 which are directed to the use of

di shwashi ng detergents for inproving skin mldness.

Since none of the cited prior art docunments discloses a
process of washing dishes with a light duty liquid or
gel dishwashi ng detergent conposition or a protease to
be used for obtaining mldness to the skin, the Board
is satisfied that the subject-matter of Caiml is new.

The requirenments of Article 54(1)(2) EPC are net.
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| nventive step

The objective of the patent in suit relates to the use
of a protease in light-duty di shwashi ng detergent
conpositions for inproving the feel of skin (page 3,
lines 1 to 4).

Docunent (3) deals with the problens of ml|dness to the
skin of liquid or gel dishwashing conpositions.

Docunment (3) is taken as the starting point for

eval uating inventive step because it deals with the
sane problemas the patent in suit. It teaches that a
particul ar al kyl ethoxy carboxyl ate surfactant m xture
exhi bits good grease renoval while manifesting m |l dness
to the skin (page 2, lines 6 to 9). This dual benefit

i s enhanced when the conposition has a pH of from?7 to
11 and contains a small anmount of divalent ions, e.g.

magnesi um or cal ci um

When refornul ati ng the probl emunderlying the patent in
suit in the light of docunent (3), the following has to
be taken into consideration:

The conpositions according to docunent (3) conprised
al kyl ethoxy carboxyl ates and al kyl ethoxy sul fates as
surfactants, whereas the conpositions according to the
patent in suit conprised only al koxy ethyl sulfates.

The conpositions of exanples I, J and K of the patent
in suit contained al kyl ethoxy sulfates as surfactants,
and magnesi um and cal ciumions as divalent ions.

Al t hough docunent (3) pointed to the presence of a
particul ar surfactant, nanely al kyl ethoxy carboxyl ate
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in light-duty liquid or gel dishwashing detergent
conpositions, this surfactant can be put on the sane
footing as the al kyl ethoxy sulfates because both the
car boxyl ates, anmong which the particul ar carboxyl ate as
defined in docunent (3), and the sulfates are on the
list of detergent surfactants to be used according to
the patent in suit (page 3, lines 39 and 56). Therefore
t he conpositions according to docunent (3) can be
conpared with the conpositions according to the patent

in suit.

The problemunderlying the patent in suit may therefore
be refornmul ated as the provision of an inprovenent in
overall skin condition manifested by light duty liquid
or gel dishwashing detergent conposition

The conposition G according to the patent in suit
cont ai ning 0,050 wei ght percent of Protease B was
conpared to the conposition H containing Protease B in
an anount of 0,15 wt% thus exceeding the upper limt
of 0,08% of the clainmed range; the conposition G was

al so conpared to conposition F which did not contain
protease B, and thus can be accepted as a conposition
representing the state of the art according to

docunent (3). The conpositions J and K according to the
patent in suit containing 0,050 and 0, 010% by wei ght of
Protease B were conpared to the conposition |, which
di d not conprise protease at all, which thus al so
represents the state of the art according to

docunent (3). The conpositions according to the patent
in suit showed i nprovenents in overall skin condition
(page 12, lines 20 to 23 and 51 to 53) over those
conpositions having a protease content not satisfying
the requirenments of Caiml.
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Thus, the technical problem as defined above was sol ved
by the clai ned process of washing dishes with a |ight
duty liquid or gel dish washing detergent conposition.

The question which remains to be decided is whether the
process according to the patent in suit involves an

i nventive step or not.

The patent in suit teaches to use the protease in a
concentration of 0,001%to O,08% by wei ght active
protease in order to obtain mldness to the skin.

In the patent in suit, the conparative tests proved
that the | ower range of 0,001 weight % and the upper
range of 0,08 weight % were critical for providing the
desired effect (see 5.3.1).

Since the problemof skin mldness addressed by
docunent (3) was solved in a way different fromthat of
the patent in suit, nanely w thout any proteolytic
enzynme, the skilled person did not find a pointer to
proteolytic enzynes in this docunent. Proteolytic
enzynmes were however nentioned in docunment (1) which
related to heavy duty liquid | aundry detergents. But

t he objective of this docunent was the inprovenent of

cl eani ng performance, particularly through-the-wash, on
enzyne sensitive stains but not the inprovenent of skin
m | dness. Therefore, the skilled person trying to solve
t he problem of feel of skin would not have consulted
docunent (1).

The respondent referred to docunent (6) which disclosed
the fabric softening effect of cellulase on cellul ose
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textiles. There are cellul ases which attack those
cotton parts which formmcro fibres and thus cause
roughness (page 176, paragraph 4). It pointed to the
anal ogy between skin, a protein containing surface, and
cotton fabric, a cellulose textile. It argued that the
softening effect of cellulase on cellulose is
conparable to the softening effect of protease on skin.
Prot ease, so the respondent, would act on the protein
rich hand surface. The rough, damaged surface portions
woul d be renoved so that a snooth and soft surface
woul d appear. It concluded that, therefore, the use of
a proteolytic enzyme was obvious. As to the
concentration range, this could be established by
routi ne experinents (see letter dated 12 July 2002,
page 5, itemC).

The Board does not accept this line of reasoning since
it is based on an ex post facto analysis. The start of
the analysis requires that a skilled person had first
to make the anal ogy between skin and cotton fabric. The
description of the desquamatory action provided to

det ergent conpositions by a protease is however found
in the patent in suit (page 5, |ine 56 to page 6,

line 4) and not in docunment (6) which did not bring
protease in connection with skin feel. Therefore, the
skilled person did not find an incentive in docunent (6)
to use protease in detergent conpositions for inproving
the feel of skin.

Hence the use of a protease for the purpose of
inmproving the feel of skin (see Clains 2 and 3) and the
process of washing dishes (see Claiml) with a
detergent conposition containing a protease, in a
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specific concentration range, as described in the

patent in suit, involve an inventive step.

Hence, Cains 1, 2 and 3 neet the requirenments of
Article 56 EPC.

The dependent clainms 4 to 10 derive their patentability
fromindependent Clains 1 to 3.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside;

2. The case is remtted to the first instance with the
order to maintain the patent on the basis of clains 1
to 10 of the third auxiliary request submtted at the
oral proceedings, and a description to be adapted.

The Regi strar: The Chai r man:

G Rauh P. Krasa

2059.D



