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Summary of Facts and Subm ssi ons

2150.D

The appeal is froma decision of the opposition
di vision dated 8 April 2002 revoki ng the European
patent No. 0 859 738.

Referring specifically to the disclosure of docunents

D1 EP- A-0 425 427 and

D2

Product information BRI TESIL C 20,

t he opposition division considered that the subject-

matter of claim1l | acked an inventive step.

Wth its statenment of grounds of appeal, the appellant
(proprietor of the patent) submitted the follow ng

docunent s:

Ala: Acknow edgenent of receipt of the EPO stanped
"EPO- DGL 02.11.2001 44", referring to a letter and
a cited reference

A2a: A copy of a letter inreply to the opposition,
dated 31 COctober 2001, conprising a precautionary
request for oral proceedings

A3a: A copy of a reference | abelled "Technisches
Dat enbl att - Specification"” of Al exanderwerk,
Renschei d

The appel |l ant argued that the originals of docunents
A2a and A3a had been submitted in time but had not been
consi dered by the opposition division in reaching the
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contested decision, and that its precautionary request
for oral proceedi ngs had been di sregarded. The deci si on
of the opposition division had thus been taken in
breach of the requirenments of Articles 113 and 116 EPC.
Mor eover, the appellant felt that the opposition
division inits present conposition was prejudiced
since it had reached the contested decision with al

the facts and evidence at hand. Therefore, it was of

t he opinion that the case should be remtted to a "new'
opposi tion division.

In its communi cati on dated 21 Novenber 2002, the board

- referred to electronic (scanned) copies A2b and A3b
of documents A2a and A3a which had been retrieved
within the EPO by the board, both A2b and A3b havi ng
been "date-stanped 02. 11.2001 by the EPO (Directorate
CGeneral 1)";

- indicated that in view of the circunstances of the
case a substantial procedural violation appeared to
have occurred, which would appear to justify the
remttal of the case and the reinbursenent of the
appeal fee; and

- pointed out that a request aimng at the repl acenent
of one or nore nenbers of the present opposition
di vision would have to be filed before the first

i nst ance.

Wth its reply letter dated 11 Decenber 2002, the
appel l ant submtted further argunents as to why the
mai nt enance of the present conposition of the

opposition division would place it in an unfavourable
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position. It requested the board to take a final
deci sion (concerning this issue) taking into
consi deration the argunments presented.

The respondent (opponent) filed neither a reply to the

statenent of the grounds of appeal nor to the

communi cation of the board.

The appel | ant requested

- that the contested decision be set aside,

- that the case be remitted to the first instance
with the order to reconpose an opposition division
consi sting of nenbers other than the ones of the
opposi tion division which had taken the inpugned
deci sion; and

- that the appeal fee be reinbursed.

The respondent did not present any request.

Reasons for the Decision

1

2150.D

The acknow edgnent of receipt Ala issued by the EPO and
t he docunents A2b and A3b retrieved in the EPO s
conputer systemclearly bear the sane stanp "EPO DGL
02. 11. 2001 44". The board is therefore satisfied that
the evidence on file is sufficient to establish that in
response to the EPO s comuni cation of the notice of
opposition dated 5 July 2001, the appellant had filed
its reply within the tine imt of four nonths set by
the EPO, which reply inter alia conprised a letter with
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comments in response to the notice of opposition and a
precautionary request for oral proceedings.

It emanates fromthe contents of the file that sone

m st ake nust have occurred at the EPO after the receipt
of the appellant's reply. Due to that m stake, said
reply did not reach the exam ners making up the

opposi tion division and was not included in the
opposition file until after the contested decision was
taken, ie nore then five nonths after the filing of the
reply. As a consequence of this mstake, the decision
was thus taken without taking into consideration the
appel l ant's subm ssion and w t hout summoning the
parties for oral proceedings.

Due to a m stake of the EPO the inpugned decision was
taken in breach of the appellant's right to be heard
(Article 113(1) EPC) and of its right to oral
proceedi ngs (Article 116(1) EPC), which anmobunts to a
substanti al procedural violation. The appellant has
requested the remttal of the case, whereas the
respondent has not taken position on this issue at all.
Hence, in view of the said substantial procedural

viol ation, the contested decision has to be set aside.
Considering further that the appellant's substantive
argunents concerning the grounds of opposition invoked
have not yet been examned at all, the case is remtted
to the first instance for further prosecution, pursuant
to Article 111(1) EPC, see Rules of procedure of the
Boards of Appeal, QJ EPO 3/2003, 89, Article 10.

The rem ttal being a consequence of a substanti al
procedural violation, the board al so considers the
rei nbursenent of the appeal fee under Rule 67 EPC to be



5.2

2150.D

- 5 - T 0400/ 02

equitable, see eg T 231/85, QJ EPO 1989, 74, point 10
of the reasons and headnote 2, T 405/96 of 8 Novenber
1996 (not published in the Q) EPO), point 2 of the

reasons.

The present board shares the view al ready expressed by
ot her boards that it is up to the relevant departnents
of first instance to select the nenbers nmaking up a
particul ar opposition division, see eg the recent
decisions T 71/99 of 20 June 2001 (not published in the
Q EPO, point 4 of the reasons, and T 838/02 of

29 January 2003 (not published in the QJ EPO), point 8
of the reasons.

The present board is aware of decision T 433/93, QJ EPQ
1997, 509, wherein another board suggested and ordered
that the remtted case was "to be exam ned by a

di fferent conposition of opposition division", see
Order, point 2, and Facts and Subm ssions, point IV,
third paragraph. However, neither does said decision,

or decision G 5/91, Q) 1992, 617, to which it refers,
indicate a | egal provision upon which this particular
order could be considered to be based, nor is the
present board aware of any such provision in the EPC

For its request that an entirely new opposition

di vi si on be appointed, the appellant has given the
reason that it does not wish to be placed in a worse
position than if the m stake of the EPO had not taken
pl ace. More particularly, it considered that the

opposi tion division which took the contested decision
was now prejudiced since it could not arrive at another

deci sion on the basis of the same facts and evi dence.
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However, since in the present appeal proceedings the
board has no power to order a change of the conposition
of the opposition division to be entrusted with the

case after its remttal, it will be up to the first

i nstance to consider the appellant's subm ssions and
requests, if any, when determ ning the said conposition.

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further
prosecuti on.

3. The appeal fee is to be rei nbursed.

The Regi strar: The Chai r man:

U. Bul t mann R Spangenberg
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