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Summary of Facts and Subm ssi ons

2597.D

The European patent No. 628 244, agai nst which two
oppositions had been filed, was revoked by the decision
of the opposition division dispatched on 13 March 2002,
because it was found that the grounds for opposition

| ack of novelty and inventive step (Article 100(a) EPC
prejudi ced the nmai ntenance of the patent on the basis
of claim1l pursuant to the main request and auxiliary

requests 1 to 3.

The patent proprietor (hereinafter appellant) |odged an
appeal against this decision on 8 April 2002, paid

si mul t aneously the appeal fee and subsequently filed a
statenment setting out the grounds of appeal which was
received on 19 July 2002.

Oral proceedi ngs before the board were held on 1 July
2004.

Opponent Il (hereinafter respondent I1), although duly
summoned, did not appear at the oral proceedings.
Pursuant to Rule 71(2) EPC, the proceedings were

continued without him

During the oral proceedings the appellant submtted two
amended i ndependent clainms 1 upon which a main and an
auxiliary request were based.

The i ndependent claim 1 according to the main request
reads as foll ows:

"A construction conprising a mlking machine (1) with
teat cups (2) which are connectable to the teats of an
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animal to be mlked and a mlk nmeter (4), via which the
mlk is transferred fromthe teat cups (2) to nmeans (6)
for collecting sane, whereby these neans conprise a
plurality of storage containers (7, 7°) for the
separate collection of mlk of a different quality

and/ or conposition frommlk obtained fromdifferent
animals, the quality and/ or conposition being based on
the course of the lactation period, characterized in
that the construction further is provided wth a
measuring unit (11) with a neasuring elenment (11) for
establ i shing during the mlking procedure the somatic
cell count and the colour of the mlk and optionally
with a nmeasuring elenent (11) for establishing during
the m | king procedure the al bumen content or the fat
content or the light absorption of the mlk, or several
of these elenments.”

The i ndependent Claim1l according to the auxiliary
request reads as foll ows:

"A construction conprising a mlking machine (1) with
teat cups (2) which are connectable to the teats of an
animal to be mlked and a mlk nmeter (4), via which the
mlk is transferred fromthe teat cups (2) to nmeans (6)
for collecting sane, whereby these neans conprise a
plurality of storage containers (7, 7') for the
separate collection of mlk of a different quality

and/ or conposition frommlk obtained fromdifferent
animals, the quality and/ or conposition being based on
the course of the lactation period, characterized in
that the construction further is provided wth a
measuring unit (11) with a nmeasuring elenment (11) for
establ i shing during the mlking procedure the somatic
cell count and the colour of the mlk and optionally
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with a neasuring element (11) for establishing during
the m | king procedure the al bumen content or the fat
content or the light absorption of the mlk, or several
of these elenents, the one or nore neasuring el enents
and/ or the one or nore sensor neasuring units being
arranged in a line (3) constituting the connection
between a teat cup (2) and the mlIk neter (4)."

| V. The appel | ant requested that the decision under appeal
be set aside and that the patent be maintained on the
basis of claim1 filed during oral proceedings as main
request or, auxiliarily, on the basis of claim1l1 filed
during oral proceedings as auxiliary request.

OQpponent | (hereinafter respondent |) requested that
t he appeal be di sm ssed.

Respondent Il had al so requested in witing that the
appeal be di sm ssed.

V. The appel |l ant nai ntai ned that the anmended claim1 of
the main request and that of the auxiliary request
conplied with Article 84 EPC and did not contravene
Article 123(2) and (3) EPC.

Respondent | criticized the amendnents which led to
claiml1 of the main request by arguing that they |acked
clarity (Article 84) and contravened the requirenents
of Articles 123(3), 123(2) and 100(c) EPC. Respondent |
al so submtted that the arguments concerning the main
request also applied to claim1 of the auxiliary
request of the appellant.

2597.D
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Reasons for the Decision

2597.D

The appeal is adm ssible.

The cl ai ned subj ect-matter

The patent as granted contains two i ndependent cl ains,
nanely claiml1, directed to a "nmethod of mlKking
animal s", and claim3, directed to a "construction for
applying the nethod as clained in any one of the
precedi ng cl ai ns".

Claim1l of the patent as granted relates to a nethod of
m | ki ng ani mal s having the follow ng features:

(A) the mlk obtained fromdifferent animals is
collected in different storage containers after
havi ng been separated according to quality and/or
conposi tion,

(B) the quality and/or conposition is based on the

al bunen cont ent,

(B') or the quality and/or conposition is based on the
course of the lactation period.

Due to term"or"” in feature B, it has to be understood
that claim1 of the patent as granted defines a first
met hod of mlking animals provided with features A and
B and a second (alternative) nethod provided with
features A and B'.
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Claim 3 of the patent as granted is interpreted as
defining a construction wth the follow ng features:

(© the construction is suitable for applying the
nmet hod as clained in any one of the preceding

cl ai ns,

(D) the construction conprises a mlking machine (1)
with teat cups (2) which are connectable to the
teats of an animal to be m |l ked,

(E) the construction conprises a mlk neter (4),

(F) the construction conprises neans (6) for
collecting the mlk to which the mlk is
transferred via the mlk nmeter fromthe teat cups,

(F1) the neans (6) for collecting the mlk conprise a
plurality of storage containers (7, 7') for the
separate collection of mlk of different quality
and/ or conposition,

(G the construction is provided with a measuring
uni t,

(Gl) the neasuring unit is provided

(1) either with a (first) nmeasuring element for
est abl i shing during the mlking procedure
t he al bunen content of the mlk,

(i) or with a (second) neasuring el enent for
est abl i shing during the mlking procedure
the fat content of the mlKk,
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(iii) or with a (third) nmeasuring el enent for
est abl i shing during the mlking procedure
the somatic cell account of the mlKk,

(iv) or with a (fourth) neasuring el ement for
est abl i shing during the mlking procedure
t he col our of the mlKk,

(v) or with a (fifth) neasuring elenment for
establ i shing during the mlking procedure
the |light absorption of the mlk,

(vi) or with several of the nmeasuring el enents
Gl(i) to GL(v).

Each of the requests of the appellant contains a sole

i ndependent claimwhich is directed to "a construction”.
These i ndependent clains have been arrived at by
amendnents to claim3 of the patent as granted.

The text of the independent claim1l according to the
mai n request of the appellant differs fromthat of
claim3 of the patent as granted in that

(a) the wording "for applying the nethod as clainmed in
any one of the preceding clains" (see feature C as
referred to in section 2.1.2 above) has been
del et ed;
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(b) at the end of the pre-characterising portion of
the claimthe follow ng wordi ng has been added:

"frommlk obtained fromdifferent aninmals, the
qual ity and/or conposition being based on the
course of the lactation period";

(c) the wording corresponding to features GL(iii) and
GlL(iv), as referred to in section 2.1.2 above, has
been replaced by the wording according to which:

"the construction further is provided wth a
measuring unit (11) with a neasuring element (11)
for establishing during the mlking procedure the
somatic cell count and the colour of the mlk"
(enmphasi s added);

(d) the wording corresponding to features GL. (i),
GL.(ii), GL.(v) and GL.(vi), as referred to in
section 2.1.2 above, has been replaced by the
wor di ng according to which:

"and optionally with a neasuring elenent (11) for
establ i shing during the mlking procedure the

al bunen content or the fat content or the Iight
absorption of the mlIk or several of these

el enents” (enphasis added).

The wordi ng of the anmendnent according to item(c), as
referred to in section 2.3 above, refers to "a
nmeasuring element (11) for establishing during the

m | ki ng procedure the somatic cell count and the col our
of the mIk" (enphasis added).
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During the oral proceedings the appellant expl ained
that the purpose of this anendnent was to define a
measuring unit provided with at |east two different
nmeasuring el ements, nanely a (first) element for
establishing during the mlking procedure the somatic
cell count and a further (second) element for
establishing the colour of the mlk. In this respect
t he appellant submtted that the description of the
patent consistently referred to different neasuring
el enents and that the application as filed did not

di scl ose a nmeasuring el ement capabl e of establishing
during the m | king procedure both the somatic cel
count and the col our of the mlKk.

It can be understood fromthe wording of the anendnent
according to item(b), as referred to in section 2.3
above, that there is a relationship between claim1 of
the main request and the method which is defined in
claiml of the patent as granted as being provided with
features A and B (see section 2.1.1 above, |ast

par agr aph) .

The text of the anended claim 1 according to the
auxiliary request differs fromthat of claim1 of the
mai n request only in that the wording of claim 12 of
the patent as granted has been added.

Adm ssibility of the anmendnents (main request)

Due to the anendnent according to item (b), as referred
to in section 2.3 above, claim1l of the main request
contains the wording according to which “[the neans for
collecting the mlIk] conprise a plurality of storage
containers (7, 7)) for the separate collection of mlk
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of different quality and/or conposition frommlKk
obtained fromdifferent animals, the quality and/or
conposition being based on the course of the |actation
period” (this wording will be referred to hereinafter
as the "wording of the anmendnment").

In order to exam ne the adm ssibility of this amendnent
with respect to Article 84 EPC, it has to be

est abl i shed whet her the "wordi ng of the anmendnment” has
a clear and unanbi guous techni cal neaning.

In the present case, this exam nation is particularly

i nportant, because of the deletion of the reference to
"any of the preceding clainms" (see anendnent according
toitem(a) as referred to in section 2.3 above). This
reference makes it clear that claim3 of the patent as
granted defines a construction suitable for applying at
| east the nmethod provided with features A and B as
defined by claim1 of the patent as granted.

The respondent criticized the anmendnents by arguing as
foll ows:

(i) Due to feature C, claim3 of the patent as granted
inplicitly defines a construction provided with
means for separating the mlk. Since claim1l of
the main request does not refer to neans for
separating the mlk, the anmendnents according to
itens (a) and (b), as referred to in section 2.3
above, result in the extension of the protection
conferred (Article 123(3) EPC)
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(ii) The introduction of the "wording of the anmendnment”

into claiml of the main request makes the cl aim
unclear in so far as the skilled reader cannot
clearly understand whether this wording results in
alimtation of the clainmed subject-matter. In
particul ar, the description of the patent does not
contain further information allow ng the neaning
of the expression "the quality and/or conposition
bei ng based on the course of the |actation period"
to be determ ned.

(ii11)The application as filed neither refers to the

"wor di ng of the anmendnent” nor discloses a
construction for mlking animals in which the mlk
obtained fromdifferent aninmals is separated on
the basis of the course of the |actation period.
Therefore, due the amendnent according to item
(b), as referred to in section 2.3 above, claiml
of the main request contains subject-matter

ext endi ng beyond the content of the application as
filed (Article 123(2) and 100(c) EPC)

3.1.2 The appellant defended the adm ssibility of the

2597.D

anmendnents essentially by arguing as foll ows:

(i)

The "wordi ng of the amendnment” has been introduced
into the claimin order to conpensate for the
deletion of the feature C. This wording nmakes it
clear that the construction clainmed in claim1 of
the main request is suitable for applying the

nmet hod defined in claim1 of the patent as
granted. Moreover, since claim1 refers to neans
for collecting the mlk conprising a plurality of
storage containers for the separate collection of
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mlk, it inplicitly defines neans for separating
the mlKk.

(i1) The expression "the quality and/or conposition
bei ng based on the course of the | actation period"
means that the quality and/or conposition of the
m | k changes in the course of the lactation
period. This information represents the general
know edge in the technical field of mlking, in so
far as it is well known to a skilled person that
the quality and/or conposition of the mlk changes
during the lactation period of an ani mal.

(tii)According to claim4 as well as to a passage in
the description of the application as filed (see
EP- A- 628 244, colum 1, lines 43 to 48), "the mlKk
obtained froman animal in the course of the
| actation period is collected in different
containers", and according to claim5 of the
application as filed, "the mlIk obtained is
collected in different storage containers,
depending on the fat content”. The skilled person,
on the basis of his general know edge (see item
3.3.1(ii) above), would derive the information
corresponding to the "wording of the amendnent”
fromthe content of clainms 4 and 5 of the
application as filed.

The board finds that the amendnents according to itens
(a) and (b), as referred to in section 2.3 above, |ead
to an i ndependent claim1l which is not adm ssible with
respect to Article 84 EPC for the foll ow ng reasons:
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It is not clear whether the "wording of the
amendnent” results in a limtation of the clained
subject-matter and, if so, what the extent of the
[imtation is. If the "wording of the anmendnent”
were to be interpreted according to the assertions
of the appellant (see section 3.1.2(ii) above),
this wording would only define a characteristic of
the m |k obtained by an ani mal during the

| actation, without defining a clear structural or
functional feature capable of limting a

construction for mlKking animals.

Furthernore, in the context of claiml of the main
request, the interpretation referred to in section
3.1.2(ii) above is not the sole possible
interpretation. The "wordi ng of the anmendnent” can
al so be understood as defining a paraneter upon
whi ch the decision can be based of whether the
mlk has to be collected in a first storage
container or in a different one. In other words,
the "wording of the anendnment” - in the context of
a claimdirected to a construction for m|lking
animals provided with a plurality of storage
containers for separate collection of mlk of a
different quality and/or conposition - can also
define the construction as being suitable for
basing the separate mlk collection on the course
of the lactation period in so far as the criterion
for the separate collection would be solely
dependent on the tinme, as asserted by the
appellant hinself in the letter dated 19 July 2002
(see page 1: "In case the lactation period is
bei ng used, the separation criterion is determ ned
by the point in tinme"). Therefore, a different
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interpretation of the "wording of the anendnent™
i S possible.

(ii11)The deletion of the reference to "the nethod as
clainmed in any of the preceding clainms" (i.e. the
anmendnent according to item(a) as referred to in
section 2.3 above) was necessary because the nmain
request of the appellant no | onger contained the
nmet hod clains of the patent as granted.

The expression "construction for applying the

nmet hod as clained in any one of the preceding
claims” (in claim3 of the patent as granted)
makes it clear that the construction is suitable
for applying a nethod of m|lking ani mals provided
with features A and B as defined in claim1l of
the patent as granted (see section 2.1.1 above).
Therefore, this expression - due to the reference
toclaiml - clearly inplies the wording
"construction for applying a method in which the
mlk obtained fromdifferent animals is collected
in different storage containers after having been
separated according to quality and/or conposition,
wherein the quality and/or conposition is based on
the course of the lactation period" (hereinafter
this wording will be referred to as the "wording
inplied by the reference").

If the "wording inplied by the reference" were to
be inserted in an amended claimdirected to a
construction, the resulting amendnent woul d be
nmerely formal w thout having any substanti al
character.

2597.D
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The appel |l ant, however, in order to conpensate for
the deletion of the reference to "the nethod as
claimed in any of the preceding clains", did not

i ntroduce the "wording inplied by the reference”
but the "wording of the anendnent”. The board
cannot see any valid reason for allowing this
amendnent .

Furthernore, having regard to the respondent’s
argunent referred to in section 3.3.1(i) above,

t he "wordi ng of the anmendment” nmakes it possible
to interpret the amended claimso as to extend the
protection beyond that of the patent as granted.
The board cannot accept a wording which allows a
possi bl e interpretation of the anmended claimfor
whi ch even a slight doubt concerning its

adm ssibility with respect to Article 123(3) EPC

can ari se.

Having regard to the comments in section 3.1.3 above,
the argunents of respondent | as referred to in section
3.1.1(iii) and those of the appellant as referred to in
section 3.1.2(iii) above are not relevant for the
finding of the present decision.

During the oral proceedings, respondent | also
submtted that the amendnent according to item(c), as
referred to in section 2.3 above did not clearly define
a measuring unit provided with a first neasuring

el ement for establishing during the m | king procedure
the somatic cell count and with a second neasuring

el ement for establishing during the m | king procedure
the colour of the mlk and that this anendnent all owed
an interpretation of claim1l according to which the
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sanme neasuring el enment could establish both the somatic
cell count and the colour of the mlk, for which
interpretation there was no basis in the application as
filed.

The board considers that the anended i ndependent
claiml1 of the main request of the appellant |acks
clarity also in these respects. However, since the
present decision is based upon the reasons referred to
in section 3.1 above, this argunent of the respondent
is not relevant for the findings of the present
deci si on. Moreover, since the board during the oral
proceedi ngs understood that the appellant was prepared
to re-fornmulate the claimin order to nmake it clear
that the nmeasuring unit is provided with two different
nmeasuring el ements (see also the comments in section
2.4 above), this lack of clarity would not have been
decisive for the finding of the present decision.

3.4 Having regard to the comments in section 3.1.3 above,
t he amendnents nade by the patent proprietor do not
lead to a claimneeting the requirenment of the
Article 84 EPC. Thus, pursuant to Article 102 EPC, the
pat ent cannot be maintained on the basis of the main
request of the appellant.

4. Adm ssibility of the anmendnents (auxiliary request)

Since also the text of claim1 of the auxiliary request
of the appellant differs fromthat of claim3 of the
patent as granted by the amendnents according to itens
(a) and (b) as referred to in section 2.3, the conmments
in section 3.1.3 above and the conclusion in

section 3.4 above also apply for claim1 of this

2597.D
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request. Thus, having regard to Article 102 EPC, the
pat ent cannot be maintained on the basis of the
auxiliary request of the appellant either.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

G Magouliotis M Ceyte
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