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Summary of Facts and Subm ssi ons

1982.D

The respondent is proprietor of European patent
No. 0 819 222 (application No. 96 908 267.6).

The patent was opposed by the appellant on the grounds
of lack of novelty and | ack of inventive step.

The follow ng state of the art was inter alia cited:

D3: GB-A-2 281 599,

D5: EP-A-692 643 (state of the art according to
Article 54(3) EPC),

D6: EP-A-514 924.

By their decision posted 24 January 2002 the opposition
division rejected the opposition.

They hel d that:

(1) the subject-matter of claiml1 for the Contracting
States BE, DE, DK, ES, FR, IT, NL and SE was novel
over the prior filed European patent application
D5,

(ii) the subject-matter of that claimand the subject-
matter of claiml for the Contracting State IE
were inventive over the conbination of prior art
docunents D3 and De6.
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| V. On 14 March 2002 the appel l ant (opponent) | odged an
appeal against that decision and paid the prescribed
appeal fee.

The statenent of grounds of appeal was filed on 3 June
2002.

V. Oral proceedi ngs before the Board were held on 7 July
2003.

The appel | ant (opponent) requested that the decision
under appeal be set aside and that the European patent
be revoked in its entirety.

The respondent (patent proprietor) requested that the
appeal be dism ssed and that the patent be maintained
on the basis of the follow ng docunents:

- claims 1 to 20 for the Contracting State I E as
gr ant ed,

- claims 1 to 19 for the Contracting States BE, DE
DK, ES, FR, IT, NL and SE as submitted at the oral
pr oceedi ngs,

- description and drawi ngs as granted.

Claim1 for the Contracting State |E reads as foll ows:
" A shearabl e fastener (8) having a treaded shank (10)
adapted for engagenent with a threaded bore (4a) and a

head portion (12) fornmed for engagenent with a drive
tool, the shank (10) being forned with a series of

1982.D
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axi ally separated weakenings (14) defining a series of
shear pl anes,

characterised in that the weakenings (14) are forned
such that the applied torque necessary to cause the
shank (10) to shear increases progressively fromthe
shear plane furthest fromthe head portion (12) to the
shear pl ane nearest the head portion (12)."

Claim1 for the Contracting States BE, DE, DK, ES, FR
| T, NL and SE reads as foll ows:

"1l. An electrical connector (1) conprising first and
second connector parts between which an el ectri cal
conductor (2,3) may be received, and a threaded
fastener (8) engageable with a threaded bore (4a) in
the first connector part such that the fastener (8) may
engage the conductor (2,3), either directly or through
an internedi ate conponent, and secure the conductor
(2,3) against the second connector part,

the fastener (8) having a threaded shank (10) adapted
for engagenent with a threaded bore (4a) and a head
portion (12), the fastener having drive formations for
engagenment with a drive tool including drive formations
on the head portion (12), the shank (10) being forned
with axially separated weakenings defining a series of
shear pl anes,

characterised in that said drive formations are forned
such that, in use, a series of said weakenings (14) are
i ncapabl e of being supported by the drive tool, and the
weakenings in said series are forned such that the
applied torque necessary to cause the shank (10) to
shear increases progressively fromthe shear plane
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furthest fromthe head portion (12) to the shear plane
nearest the head portion (12)."

In support of its request the appellant made
essentially the foll ow ng subm ssi ons:

(i) daim1l for the Contracting States BE, DE, DK, ES,
FR, I'T, NL and SE:

An el ectrical connector of the type stated in the
pre-characterising part of claim1l is disclosed in
the prior filed European patent application D5.
The fasteners that are disclosed for use in

el ectrical connectors may have the cl ai ned
arrangenment whereby the shear torques decrease
fromhead to tip. At colum 2, lines 14 to 18 it
is nanely said the shear torques necessary to
cause shearing at the series of axially separated
weakeni ngs may increase or decrease fromthe head
portion to the tip of the fastener. D5 goes on to
state that in a preferred enbodi nent the required
shear torques increase fromthe tip. However, in
the case where the required shear torques decrease
fromhead to tip, the fastener breaks directly at
t he | ast breaking point which protrudes above the
cabl e shoe or connector ("Falls sie abnehnen
bricht direkt die | etzte Uber den Kabel schuh oder
Ver bi nder vorstehende Sol | bruchstelle", cf

colum 2, lines 22 to 24).

In this alternative which clearly relates to

el ectrical connectors, the fastener is necessarily
provided with drive formations by which it is
engaged by a drive tool. Although the position of
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these drive formations is not stated nore
precisely, it is readily apparent to the skilled
reader that in the circunstances and in conparison
with the preferred enbodi nent these drive
formati ons need only be provided on the head
portion, that is in a position where, as clained,
the series of said weakenings are incapabl e of
bei ng supported by the drive tool.

The prior filed application D5 then in colum 2
lines 31 to 33 states the following (in English

transl ati on)

"The application of the multiply-shearable bolt
according to the invention is in no way limted to
use in cable shoes or connectors. They can al so,
for exanple, be used to fix security devices such

as grilles nmounted in front of w ndows".

The following lines 36 to 46 at colum 2 of D5,
refer to the situation where no drive formations
are provided on the threaded portion, so that the
fastener after being sheared cannot be unscrewed
fromthe threaded bore. This clearly neans that in
such a case the drive formations are necessarily
provided only on the head portion of the fastener
and the series of weakenings provided on the

t hr eaded shank are thus incapable of being
supported by the drive tool which engages the head
of the fastener.

Hence this passage of the citation confirns that
in the situation where the shearing torque of the
series of weakenings increases towards the head
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portion the drive formations are provided only in
t he head portion of the fastener.

There is accordingly no difference of substance
between the fastener for an el ectrical connector
di scl osed in the European patent in suit and the
fastener for an electrical connector envisaged at
colum 2 of D5. At colum 2, lines 5 to 13 of the
Eur opean patent it is stated:

"When rotation of the fastener is prevented, the
fastener will shear at either the shear plane

i medi ately external to the threaded bore or at a
partially supported shear plane w thin but

i medi ately adj acent to the external end of the

t hreaded bore, depending on which requires the

| ower shear torque. In either case, the fastener
wi |l shear substantially flush with the externa
end of the threaded bore with mniml |ength of
shank standi ng proud of the threaded bore"

This is exactly the way in which the fastener
di sclosed in colum 2 of D5 works.

Therefore the subject-matter of claim1 |acks
novelty having regard to this state of the art
according to Article 54(3) EPC.

(1i) the subject-matter of claim1 for the Contracting
State IE and that of claim1 for the Contracting
States other than IE are not inventive over the
conbi nation of the prior art docunments D3 and D6.

1982.D
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Al the features of the pre-characterising portion
of these clains are known from D3 and when using
the tool of D3 the weakenings are incapabl e of
bei ng supported by the drive tool. The clained
fastener differs fromthat disclosed in D3 only in
that the shear torque required increases
progressively towards the head of the fastener.
Such an arrangenent, however, has al ready been
suggested to the skilled person in D6,
particularly in Figures 1 and 6 which show shear
points of different dianeters and which are al so

i ncapabl e of being supported by the drive tool.
Like D3 only one drive tool is required to operate
t he fastener of D6.

The respondent (patentee) rejected the argunents
brought forward by the appellant. It submtted in
detail the reasons for which the subject-matter of
claiml1 for the Contracting States other than |IE was
novel over the prior filed European patent application
D5 and inventive over the conbination of prior art
docunents D3 and De6.

Reasons for the Deci sion

1

1982.D

The appeal is adm ssible

Article 123 EPC

There is no formal objection under Article 123(2) EPC
to the current version of claim1l for the Contracting
States other than IE
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During the oral proceedings before the Board claim1
has been anended so as to state that the fastener has
drive formations "including drive formations on the

head portion".

As to the head portion having drive formations, this is
sinply a restatenment of the original wording "head
portion formed for engagenent with a drive tool"

Anyt hing which is "fornmed for engagenment with a drive
tool" necessarily has drive formations.

According to page 3, line 21 et seq. of the application
as filed the fastener may be driven by engagenent of a
drive tool with either the external surfaces of the
head of the fasteners or with an internal bore. In the
latter it is explicitly stated that the bore shoul d not
extend so far that the drive tool supports internally
any of the shear planes (see the paragraph bridging
page 3 and 4 of the application as filed).

Thus it is inplicit that the threaded shank of the
fastener may al so have drive formations which however
are formed such that the shear planes are incapable of
bei ng supported by the drive tool.

Amended claim 1 for the Contracting States other than
| E represents a limtation over the correspondi ng
claiml as granted insofar as it is now stated that al
drive formations present, and not just those on the
head portion, are of the required form so that the
requi renents of Article 123(3) are net.
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Novel ty of the subject-matter of claim1l for the
Contracting States BE, DE, DK, ES, FR, |IT, NL:

The prior filed European patent application D5 concerns
shearabl e fasteners that are for use in a nunber of
quite different applications, including use in

el ectrical connections. Contrary to the respondent's
view, the fasteners that are disclosed for use in

el ectrical connectors may have an arrangenment whereby

t he shear torques necessary to cause shearing at the
series of axially separated weakeni ngs decrease from
the head portion to the tip portion. Reference is nmade
inthis respect to colum 2 [ine 14 to 18 where it is
said that the shear torques in question may increase or
decr ease.

Thus in the context of an electrical connector, D5
contenplates the use of a fastener with a series of
shear planes corresponding to that clainmed in the

Eur opean patent, i.e. which are forned such that the
applied torque necessary to cause the shank to shear
decreases progressively fromthe head portion to the
tip of the fastener. Therefore the crucial issue for

t he assessnent of novelty is whether D5 discloses that
this fastener has drive formations which are "forned
such that, in use, a series of weakenings are incapable
of being supported by the drive tool", as is clainmed in

claim 1l under consideration.

The appellant submtted in essence that D5 in colum 2,
lines 36 to 39 contenplates the use of fasteners

wi t hout any drive formations on the threaded shank. It
is inplicit in such fasteners that drive formations
nmust be present on the head portion and thus nust be
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| ocated outside the axially separated weakeni ngs of the
t hreaded shank. It follows that the shear planes cannot
be supported by a drive tool which engages the drive
formati ons of the head portion. In other words, such
enbodi ment inevitably results in a fastener defined in
t he characterising part of claim1.

The Board is unable to accept such reasoning. Firstly
t he enbodi nent under consideration is only referred to
in connection with security devices. Reference is nade

to colum 2, lines 41 to 46 (in English translation):

“In this application the first shear nust take place

directly at the | ast breaking point which projects
above the security device. Therefore in this case the

shear torque nust decrease fromthe head portion to the
farthest thread portion". (Enphasis added)

Thus the fastener disclosed at colum 2, lines 36 to 50
is used in connection wth a security device, not in

connection with an electrical connector.

Clearly such security device cannot destroy the novelty
of the clainmed electrical connector which according to
t he pre-characterising portion of claim21 conprises
first and second connector parts between which an

el ectrical conductor may be received.

Secondly, D5 nowhere proposes the provision of drive
formations only on the head portion of the fastener
used with an electrical connector. The drive formations
di sclosed in this context are preferably an internal
bore (colum 3, lines 36 to 40). Alternatively, the
formati ons may be external formations such as parallel
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surfaces provided in the threaded portion (colum 3,
lines 40 to 44). In such a case the external drive
formations are on the head portion and on the threaded
portions (colum 5, lines 11, 12). In both cases,
however, it is clear fromthe description of the
fastener in D5 including Figures 1, 3a and 3b that the
drive formati ons extend al ong substantially the ful

l ength of the fastener. Were the drive formations are
present on or in each threaded portion of the fastener
of D5, either in the formof a lengthy internal bore or
external parallel surfaces, then the intervening shear
pl anes are necessarily capabl e of being supported by a
drive tool

The appel lant submtted that the skilled person would
al so consider what was inplicitly disclosed in D5 and
as such woul d not consider the content of lines 31

to 41 of columm 2 as a separate teaching having no

rel evance for electrical connector; in considering this
enbodi nent the skilled person would inevitably come to
a fastener for use with an electrical connector whose
weakeni ngs are incapabl e of being supported by a drive
t ool .

As stated in the short passage under consideration,
where drive formations are not present on the threaded
portions, the fastener after being sheared cannot be
anynore unscrewed with the aid of a tool. The fact that
t he remai ni ng unscrewabl e part of the fastener cannot
be renoved fromthe threaded bore is of particul ar
advantage in the case of a security device but may
represent a drawback where a tenporary electrica
connection is required to be made and then subsequently
changed. In view of this the Board cannot accept that
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the person skilled in the art would automatically and
inevitably be led to the conclusion that when a
fastener for use with an electrical connector has a
series of weakenings of shear strength increasing
towards the head portion, as is contenpl ated by

colum 2, lines 22 to 24, of D5, he should only provide
drive formations on the head portion.

Summarising, the provision in an electric connector of
drive formations on or in the fastener which are forned
such that in use, the series of weakenings are

i ncapabl e of being supported by the drive tool is not
either expressly or inplicitly disclosed in D5 and is
therefore not present in this docunent; it does not
matter whether this feature may be obvious for the
skilled person since the latter consideration goes
beyond the determ nation of novelty and invol ves an
assessnment of inventive step and would conflict with
the strict approach to novelty adopted in the case | aw
of the Boards of Appeal.

Accordingly, in the Board's judgenent, the subject-
matter of claiml is novel over this prior art
according to Article 54(3) EPC.

| nventive step
Docunment D3, which represents the closest prior art, is

acknow edged and evaluated in the introductory part of
t he European patent in suit.
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This citation discloses a fastener for use in an

el ectric connector, having a threaded shank with a
series of weakeni ngs which define shear planes. A

rat her conpl ex tool cooperates with the fastener to
ensure that the fastener shears in the regi on between
the tip of the drive tool and the top of the threaded
bore in which the fastener is engaged, i.e. in the
region at which it is unsupported. The weakenings in
the fastener of D3 all appear to shear at the sane
appl i ed torque.

4.2 Starting fromprior art document D3 the problemto be
sol ved by the present invention may be seen in
providing a fastener adapted, w thout the use of any
special tool to shear at a point substantially flush
with the upper surface of the threaded bore of the

el ectri cal connector.

This problemis in essence solved by the clained
arrangenment of shear planes which is such that the
applied torque necessary to cause the shank to shear

i ncreases progressively fromthe tip to the head of the
fastener. Such arrangenent is defined in claim1 for
Contracting State IE as well as claim1 for Contracting
States BE, DE, DK, ES, FR, IT and NL

4.3 In D6 the fastener is provided with two axially
separated breaking points, a first one in the shape of
a circunferential groove formed near the tip or |ower
portion of the fastener and a second one near its head
portion.

1982.D
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The first breaking point breaks, in any event, before

t he second one, when a predetermned friction

resi stance i s exceeded. The second breaki ng point
breaks after breaking of the first one, when a
predeterm ned pressure exerted by the broken fastener

i s exceeded. The purpose of this arrangenent is to
prevent damage to the electrical conductor by rotation
of the Iower portion of the fastener once a certain
contact pressure has been reached. Thereafter the | ower
portion is nerely advanced axially by rotation of the
head portion until the final desired contact pressure
is achieved, which is determ ned by the second breaking
point. The arrangenent is thus clearly not to allow the
fasteners to selectively break at one or the other of
the two breaking points i.e. that which is
substantially flush with the upper end of the threaded
bor e.

It is true that the shear torques in D6 increase from
the tip to the head of the fastener, but the problem
solved by this arrangenment is by no neans conparabl e
with the probl emunderlying the present invention, i.e.
that of providing a fastener adapted w thout the use of
any special tool, to shear preferentially at a point
substantially flush with the upper surface of the

t hreaded bore. The skilled person faced with this

t echni cal problem would not thus consider the teaching
of D6. This citation nanely gives the skilled person no
incentive to nodify the known fastener of D3 in such a
way that the shear torques increase fromthe tip to the
head.
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4.4 Therefore, in the Board's judgenent, the subject-matter
of claim1l1l for the Contracting State I E and that of
claiml1 for the Contracting States BE, DE, DK, ES, FR
| T and NL cannot be derived in an obvi ous manner from
t he conbi nation of prior art docunents D3 and D6 and
consequently involve an inventive step (Article 56 EPC).
Accordingly the patent is to be maintained on the basis
of this two main clains.

The opposition grounds thus do not prejudice the
mai nt enance of the patent in anmended form

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the
order to maintain the patent with the docunents
specified in point V of this decision.

The Regi strar: The Chai r man:

S. Fabi ani S. Crane
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