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Summary of Facts and Subm ssi ons
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Eur opean patent application 96118466.0 was refused by
t he Exam ning Division by decision posted 19 Cctober
2001.

The reason given for the refusal was that the subject-
matter of claiml filed during the oral proceedi ngs
hel d before the Exam ning Division on 11 Cctober 2001
| acked novelty or at |east |acked inventive step over
t he teachi ng disclosed in:

D2: WO A-9 518 191.

On 20 Decenber 2001 the Appellant (Applicant) |odged an
appeal against this decision and paid the prescribed
appeal fee. On 22 February 2002 a statenent of grounds
of appeal was fil ed.

In its appeal the Appellant requested setting aside the
deci si on under appeal and grant of a patent on the
basis of the set of clains filed on 11 October 2001 in
the oral proceedings before the Exam ning Division, as
a main request, or according to a set of clains filed
as auxiliary request with the letter of 27 Decenber
2002.

Claim 1 according to the main request reads as foll ows:

"A disposable article conprising at |east two |ayers,
at | east one of said |layers being a body fluid

i npermeabl e barrier and at |east one of said |ayers
being a body fluid inperneabl e cover, each layer is
attached to at |east one other |ayer, and wherein at



- 2 - T 0280/ 02

| east one | ayer selected fromthe group consisting of
the barrier and the cover conprises a copolyester, said
copol yester being dispersible in tap water"

| V. In the annex to the summons to oral proceedings to be
held on 3 March 2004 dated 27 Novenber 2003 the Board
gave its provisional opinion that the refusal of the
application could not be based on docunent D2 as had
done the Exam ning Division. However, the Board was
aware of other prior art, namely:

D3: US-A-4 808 178,

D4:  JP-A-7 258 939,

D5: abstract in English of D4,

D6: EP-A-0 336 578,

which it considered particularly relevant for the
assessnment of inventive step. It offered the choice of
remttal of the case to the Exam ning Division for
further prosecution (in which case oral proceedings
before the Board coul d be dispensed with) or

exam nation of the application by the Board on the
basis of that prior art.

V. Wth letter of 26 February 2004 the Appel |l ant decl ared
its agreenent with setting aside the decision under
appeal and remttal of the case to the first instance
for further prosecution. Thereupon the oral proceedi ngs
wer e cancel | ed.

0625.D
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The argunents of the Appellant raised against the
deci si on under appeal can be summarized as foll ows:

The novelty objection of the Exam ning Division could
not hold, as it was based on the conbination of
separate itens contained in D2, which were not

di scl osed in conbination, but belonged instead to

di fferent enbodi nents discussed in that docunent.

The di aper according to the invention involved, in its
opi nion, not |less than six |ayers, each attached to the
ot her by varying adhesi ve conpositions taking into
account the special demands of each | ayer and each
bei ng based on wat er-di spersi bl e copol yester

conposi tions, which were novel and not obvi ous
regarding the disclosure of D2. In contrast to the
invention D2 did not relate to products which could be
simply flushed after use wi thout further nechanical
comm nuting, but to articles which were only repul pabl e
by several recycling steps using nechanical comm nuting.

Reasons for the decision

1

0625.D

The appeal is adm ssible.

Novelty (Article 54 EPC)

The invention disclosed in D2 relates to a tap water-
di spersi bl e adhesi ve conposition (see exanples 5, 7B
and 9B) which all ows paper products, nonwoven
assenbl i es and ot her di sposabl e products (such as

di apers) conprising such adhesives to be nore
effectively recycled (page 1, first paragraph and
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page 3, lines 9 to 11) as opposed to these products
using hot nelt adhesives. It further relates to a
process of applying the water-dispersible adhesive
conposition between two substrates to forma | am nate
(page 8, lines 25, 26). Finally D2 is concerned with
"articles of manufacture" having the water-dispersible
adhesi ve conposition between two substrates such as in

di aper construction (page 9, lines 3 to 6 and claim 21).

After discussion of the conposition of the adhesive, D2
mentions it as being applied to one substrate with a
second substrate being placed on top of the adhesive
formng an article having the adhesive | am nated

bet ween two substrates (page 19, lines 10 to 14).

There is no further nmention in D2 as to how the diapers
as such are constructed, nor to how the substrates
formng the lamnate nentioned in connection with

di apers are arranged in the diaper.

The Exam ning Division considered in its decision that
D2 disclosed with respect to claim1 according to the

mai n request:

a di sposable article conprising at | east two | ayers,
each layer is attached to at |east one other |ayer, and
wherein at | east one |ayer selected fromthe group
consisting of the barrier and cover conprises a

copol yester, said copol yester being dispersible in tap
wat er,

and that D2 did not disclose expressis verbis the
foll ow ng feature:
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at | east one of said |layers being a body fluid
i npermeabl e barrier and at | east one of said |ayers
being a fluid perneabl e cover.

However, D2 referred to disposable articles such as

di apers and such articles were well-known to be
constructed with a body side fluid perneabl e cover and
an undergarnent side fluid inperneable barrier. Thus it
was inplicit that the disposable article of D2 had such
| ayers and hence the specification of these well-known
| ayers could not inpart novelty to such an article.

The Board cannot concur with the above nenti oned
reasoni ng regardi ng novelty already for the foll ow ng

reasons:

- D2 does not disclose any of the two substrates
| ayers formng the | am nate as suggested for a
di aper as being either the cover or the barrier of

a di aper,

- D2 does not disclose the water dispersible
adhesi ve conposition judged by the Exam ning
Division to be a copol yester as being conprised by
one of the substrates formng the |am nate
suggested for use in a diaper, i.e. being
contained wthin the | ayer.

Thus the subject-matter of claim1 of the main request
is to be considered novel in respect of D2.
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| nventive step (Article 56 EPC)

| nventive step was denied by the Exam ning Division as
it was state of the art and | ogical to each skilled
person to provide a diaper as discussed in respect of
novelty (see point 2.2 above) with a |iquid pervious
cover layer as well as a liquid inpervious barrier

| ayer .

The Board could concur with the Exam ning D vision on
this point, if that feature were the only

di stinguishing feature. |Indeed, for diapers avail able
at the priority date of the application in suit it was
standard practice to enploy a body fluid perneable
cover and a body fluid inpernmeable barrier. However,
this reasoning is no |onger applicable in view of the
further features establishing novelty over D2, as

di scussed above.

As concerns the Appellant’s argunment that the diaper
according to the invention involved not |ess than six

| ayers, each attached to the other by varying adhesive
conpositions, the Board points out that the subject-
matter of present claim 1l does not nmention the features
necessary to support this contention.

However, the Board considers that the prior art cited
in the search report does not provide any indication to
enpl oy the | am nate consisting of two substrates with
the tap water dispersible adhesive di sposed

t herebet ween as disclosed in D2 as either the cover- or
the barrier layer of a diaper, nor to include the
adhesive into one of these |ayers, such that the |ayer
conprises the adhesive as cl ai ned.
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For these reasons the argunentation with which the
Exam ning Division denies inventive step is not
convincing and therefore the decision under appeal
shoul d be set aside.

Furt her procedure

In respect of the subject-matter of claim1 according
to the main request the Board is aware of further prior
art which it considers to be nore rel evant than the
prior art cited so far in examnation. In view of the
Board's conpetence pursuant to Article 111(1) EPC

i ntroduction of these docunents is necessary for

conpl ete exam nation of the present application. The
Board notified this opinion to the Appellant with its
communi cation dated 27 Novenber 2003 and annexed copies
of these docunents (see point V above).

These docunents are relevant for the follow ng reasons:

D3 (US- A-4808178), which is a docunent cited in a

recent appeal case decided by this Board, discloses a

di sposable article (colum 3, lines 1 to 7) conprising
at least two layers (12 and 16), at |east one of said

| ayers being a body fluid inperneable barrier (16,

colum 4, lines 56 to 62) and at |east one of said

| ayers being a body fluid perneable cover (12, colum 5,
lines 4 to 14). Each layer is attached to at |east one
ot her | ayer (cover 12 to barrier 16: colum 5, lines 46
to 49; barrier 16 to second tissue |ayer 28 of the
absorbent core: colum 4, lines 45 to 55; any other
internediate joining of the cover 12 and the barrier 16:
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colum 3, lines 39 to 51). The attachnment of these two
| ayers is done by adhesive (see the indicated passages).

It is well known that many of the adhesives used in the
production of disposable articles have the di sadvant age
that these articles are not easily recycl able (see D2,
pages 1 and 2), therefore D2 suggests the use of an
adhesi ve conposition dispersible in tap water for
formng a lamnate with two substrates, which [ am nate
can be used in such disposable articles, e.g. diapers,
see page 3, lines 9 to 11; page 9, lines 3 to 6;

page 19, lines 10 to 14; exanples 5, 7, 7B, 9B, so that
t he di sposable article is nore easily recycled. As
substrates are suggested nonwoven assenblies (such as
nonwoven pol ypropyl ene) .

The Board therefore considers inventive step needs to
be discussed in view of the teachings of D2 and D3, as
the body fluid pernmeable cover 12 nentioned in D3 is
generally of an "open"” material, such as porous foans,
apertured plastic filnms, natural fibres, synthetic
fibres, see colum 5, lines 7 to 14 of D3. In that case
one woul d have to consi der whether the adhesive used
bet ween the cover and the barrier penetrates into the
cover material and thus "is conprised in the cover" as

clained in claiml1.

D4 (JP-A-07258939) and the English abstract D5 of this
Japanese application concerns a docunent cited in US A
6 087 550, granted on the parallel US- Application

08/ 562038 of the present application.
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D5 discl oses a water soluble polyester fibre produced
froma copol yner which is bonded and fixed by weaving,
knitting, or mechanical, chem cal or thermal neans and
formed in the formof a nonwoven fabric or a nesh
fabric to obtain a net-shaped water-sol ubl e sheet
material. It refers for its application to nedical and
hygi eni ¢ goods and beddi ng goods produced by using the
mat erial and shows in figure 5d a diaper as an exanple
of such a product.

The probl em addressed in the abstract D5 is identical
to the one addressed by the present application, nanely
recycling of these articles, this nmeans that the
articles referred to are neant to be di sposabl e
articles.

In D6 (EP-A-336578), known to the Board fromthe sane
appeal case as D3, the body fluid perneable cover 12 as
preferably used in a diaper is described as an
apertured fornmed film As these filns are not
recyclable, it would have to be discussed whether the
skilled person would | ook for indications in the state
of the art, for instance D4(D5), on how to achi eve an
apertured material which is recycl able.

To guarantee the Appellant an exam nation of its case
in two instances in view of the newy introduced state
of the art, the Board considers it appropriate to remt
the case back to the first instance for further

exam nation (Article 111(1) EPC
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further

prosecuti on.

The Regi strar: The Chai r man:

M Patin P. Alting van Ceusau
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