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Summary of Facts and Subm ssi ons

1429.D

The appeal |ies against the decision of the Exam ning
Division dated 26 July 2001 to refuse the European

pat ent application No. 97 116 645.9, which is a

di visional application fromthe earlier European patent
application No. 95 931 767.8 (in the followng this
application will be referred to as the parent
application) on the ground that the divisional
application in suit did not comply with the
requirements of Article 76(1) EPC.

In the sole comuni cation dated 6 Septenber 1999
pursuant to Article 96(2) and Rule 51(2) EPC the
Exam ni ng Division observed in connection with the
obj ection under Article 76(1) EPC (cf. point 3 of the
conmuni cation) that:

"The applicant has not indicated fromwhich parts of
the parent application as originally filed the present
di visional application was derived. It appears that the
description and drawi ngs of the present divisional
application are identical to the description and

drawi ngs of the parent application as originally filed
under the PCT, chapter I1.

| ndependent claim1 appears to be based on i ndependent
claim19 of the parent application as originally filed,
however, features were additionally introduced in the
claim whereby there appears to be no basis for the
amendnents in the claimset of the parent application
as originally filed. Independent clainms 2 and 4
correspond to neither of the independent clainms of the
parent application as originally filed. The exam ning
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division is presently of the opinion that neither of
t he i ndependent clains on file neet the requirenents of
Article 76(1) EPC

For each step in the subsequent procedure the exam ning
di vision asks the applicant to submit in handwitten
formon a copy of the parent application as filed under
the PCT, chapter Il in order to facilitate the

exam nation of the conformty of the anmended
application with the requirenments of Article 76(1)
EPC. "

Wth his response dated 17 January 2000 the applicant
subm tted anended clains, conprising a single

i ndependent claim and anmended description and figures.
A copy of the clains with handwitten indications
concerning the origin of the respective features in the
parent application as filed was attached.

The Exam ning Division did not issue a further

communi cation or contact the applicant before issuing

t he deci sion under appeal. In the decision it is stated
in respect of the objection under Article 76(1) EPC (cf.
point 1 of the Statenent of Reasons):

"The exam ni ng division can find nowhere in the
description of the parent application as filed any hint
that the invention defined in the independent clains
may be anmended in the particular way | eading to the
conbi nation of features listed in independent claim1l
filed 17.01. 2000.

Neit her the indications submtted by the applicant in
his letter dated 17.01. 2000 nor the other passages in
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t he specification of the parent application as
originally filed give a clear and unanbi guous hint that
starting fromone of the independent clains as filed
features may be del eted, anended and introduced in that
particul ar way.

In fact, independent claim1l has not the slightest
simlarity to any of the independent clains of the
parent application as originally filed."

The sane argunent is repeated in the statenent

"In the present case, it is the opinion of the
exam ni ng division that nowhere in the parent
application as filed there is a clear and unanbi guous
hint that the invention is defined by the conbi nation
of features listed in the independent claimof the
divisional application. It is also not permssible to
m x features of various enbodinents to obtain new
subject-matter, see e.g. T 284/94".

It was furthernore observed in the decision that the
Exam ning Division did not see how the application
could be anended in order to conply with Article 76(1)
EPC wi t hout contraveni ng the requirenents of

Article 123(2) EPC (cf. penultimte paragraph of

point 3 of the Statenent of Reasons).

The appel |l ant (applicant) |odged an appeal against the
above deci sion on 28 Septenber 2001, paying the appeal
fee on the sane day. The statement setting out the
grounds of appeal was filed on 30 Novenber 2001.
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The appel | ant requested that the decision under appeal
be set aside.

The appellant provided in the letter stating the
grounds of appeal a detailed analysis of the features
of the clains and the basis for themin the parent
application as filed originally. He argued inter alia
that claim1 was based on claim20 of the parent
application and on the enbodi nents of the currency
aut henti cati ng system di scl osed on pages 65 to 68 of
the parent application as filed originally. He also
argued that claim1l was based on claim4 of the

di visional application as filed originally and that the
requi renents of Article 123(2) EPC were, therefore,
fulfilled.

The wording of the only independent claimis as foll ows:
"1l. A currency bill authenticating device, conprising:

at |l east one characteristic detector (2202) retrieving

a characteristic information froma bill to be

aut henti cated and generating an output signal,

means (2212) for storing reference information, and
means (2212) for conparing said output signal to said
reference information, said conparing nmeans (2212)
indicating said bill is counterfeit if said output

signal does not satisfactorily conpare with said

i nformati on,

characterized in that
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said currency authenticating device have a plurality of
sensitivity settings and neans (2218) for selecting one
of said plurality of sensitivity settings, said
reference informati on being associated with one of said
plurality of sensitivity settings selected by said

sel ecting neans (2218), and

that said neans (2212) for storing reference
information stores reference information for a
plurality of denom nations of bills and said nmeans
(2212) for storing stores reference information
associated with each of said sensitivity settings for
each of said plurality of denom nations."

Reasons for the Deci sion

1429.D

The appeal is adm ssible.

Article 76(1) EPC

According to the decision under appeal, the application
did not conply with the requirenments of Article 76(1)
EPC, since (i) the subject-matter of claim1l of the
application in suit did not have any simlarity to any
of the independent clains of the parent application as
filed and (ii) there was no hint in the specification
of the parent application that starting fromone of the
i ndependent clains of the latter features may be

del eted, anended or introduced into the claimto arrive
at the conbination of the features as defined in
claiml1 of the application in suit, ie the divisional
appl ication.
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The Board, however, cannot follow the above assertions,
since as has been correctly pointed out by the
appellant, claim 1 corresponds to independent claim 20
of the parent application and has several features in

conmmpn therewith as shown bel ow

Claim 20 of the parent application specifies a docunent
aut henti cating device conpri sing:

(a) A sensor receiving a characteristic information
froma docunent and generating an authentication
signal. This feature corresponds to the "at | east
one characteristic detector (2202)" specified in
claiml of the application in suit, since the
parent application discloses that nore than one
sensor (eg ultraviolet, fluorescent or nmagnetic)
may be enployed in a currency authenticating
device (cf. page 65, lines 27 to 32).

(b) A processor for conmparing the authentication
signal with a reference value and determ ning the
authenticity of the docunent. This feature
corresponds to the nmeans (2212) for conparing the

signal to the reference information in claiml.

(c) Awplurality of settings of the reference signal
associated with varying degrees of sensitivity.
This corresponds to the plurality of sensitivity
settings specified in claima1.

Mor eover, claim 22 of the parent application, which is
dependent on claim 20 through dependent claim 21, sets
out that (a) the docunent authenticating device of
claim?20 is an authenticating device for a currency
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bill of different denom nations, (b) that each

denom nati on has a reference signal associated
therewith and (c) that settings of said reference
signals may be varied, whereby the sensitivity of the
aut henticating device is varied according to the
denom nation of the currency bill.

Al t hough cl aim 21, from which claim22 depends,
specifies that the docunent authenticating device
conprises a unit for discrimnating a plurality of
docunent types, such a discrimnating unit is not
specified in claim1 of the application in suit. The
parent application, however, discloses in respect to a
currency authenticating device that the sel ection of
currency bills may be nmade either by the operator or
automatically by the authenticating device itself, ie
by a discrimnating unit (cf. ibid, page 66 , lines 17
to 24). It follows therefore, that the provision of a
discrimnating unit in a currency authenticating device
is disclosed as an optional feature in the parent
application as filed.

It follows that the only feature of claim1 of the
application in suit which is not specified in claim?22
of the parent application is that reference information
for a plurality of denom nations of currency bills
together with several sensitivity settings for each
denom nation are stored in the authenticating device.

The parent application as filed, however, discloses
that a currency counter or currency denom nation

di scri m nator may be provided with means for adjusting
the sensitivity of the UV, fluorescence or magnetic
tests. The authentication tests may be set to high or
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| ow sensitivity, egin arange froml to 7, or
conpletely turned off (cf. ibid, page 65, lines 27 to
32; page 66, lines 5 to 7). The sensitivity of the
tests may, alternatively, be related to the

denom nation of the currency bills being authenticated
(eg $1, $2, $5, $10, etc), so that higher notes can be
exam ned with a higher sensitivity than | ower val ued
notes. The operator, noreover, nmay manual ly sel ect the
appropriate denom nati on node based on the val ues of
the notes to be processed or this may be done
automatically by the system (cf. ibid, page 66, line 15
to page 67, line 11).

In the Board's view, it follows fromthe above that the
threshol d values for each test and for the sensitivity
settings for each denom nation have to be stored in the
device so that a conparison with the test results of
the currency bills may take pl ace.

Clainms 20 to 22 of the parent application relate to the
enbodi ments of the currency authenticating device

di scl osed on pages 65 to 68 of the parent application.
Al t hough several nodifications of the currency

aut henti cating device are presented in the parent
application as individual enbodinents, they concern in
fact alternative features of the sane authenticating
devi ce which have to be selected in accordance with the
requirenents arising fromthe use of the device.

For the foregoing reasons, in the Board' s judgenent the
invention as defined in claim1l does not contain

subj ect-matter which extends beyond the content of the
parent application and, therefore, conplies with
Article 76(1) EPC
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Article 123(2) EPC

The Board concurs with the appellant that claim1 of
the application in suit is based on claim4 as filed
originally.

Apart from having been cast in a two-part form claiml
differs fromclaim4 as filed in that instead of
specifying "a first characteristic detector” reference
is made to "at |east one characteristic detector”
However, as previously nentioned the application

di scl oses the use of several different sensors (UV,
fluorescent, magnetic) in an authenticating device. For
this reason, the expression "at |east one
characteristic detector"” does not contravene the

requi rement of Article 123(2) EPC.

For these reasons, in the Board' s judgenent the
subject-matter of claim1 does not extend beyond the
content of the application as filed (Article 123(2)
EPC) .

Procedural matters (Article 113(1) EPC

The appel | ant has not all eged any procedural violation
during the proceedi ngs before the Exam ning D vision.
The Board, however, has exam ned the facts of the case
of its own notion pursuant to Article 114(1) EPC and
has conme to the conclusion that the foll ow ng
procedural violations were commtted by the Exam ning
Di vi si on.
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It follows formthe facts of the case set out in item
1l above that in its only comrunication preceding the
refusal, the Exam ning Division had infornmed the
applicant that independent claim1 did not appear to
conply with the requirenent of Article 76(1) EPC, since
it contained additional features in relation to

i ndependent claim 19 of the parent application (on
which it was apparently based), which were not
derivable fromthe clains of the parent application
(enmphasi s added by the Board). Thus, although the
ground, ie non-conpliance wth the requirenments of
Article 76(1) EPC, was identified, neither the features
whi ch were considered as offending Article 76(1) EPC
were specified nor was there any reasoning given as to
why the introduction of the "additional" features
extended the subject-matter beyond the content of the
parent application. In particular, it was not explained
why the "additional" features had to be derivable from
the clains of the parent application and why the
description of the parent application was not taken
into consideration for the requirenents of Article 76(1)
EPC.

The communi cation of the Exam ning Division contained,
noreover, an invitation to provide handwitten

i ndi cations on a copy of the parent application in
order that the fulfilment of the requirenments of
Article 76(1) EPC could be verified (cf. point 7 of the
conmuni cation of the Exam ning Division).

Under Article 113(1) EPC the decisions of the European
Patent Ofice may only be based on grounds or evidence
on which the parties concerned have had an opportunity
to present their comments.
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In the context of the exam ning procedure

Article 113(1) EPCis intended to ensure that before a
deci sion refusing the application is issued, the
applicant has been clearly infornmed of the essenti al

| egal and factual reasons on which the finding of non-
conpliance with the requirenents of the EPC is based,
so that he knows in advance the reasons as to why the
application may be refused and has the opportunity to

comment on this reasoning.

According to the established case | aw of the Boards of
Appeal , the term "grounds or evidence" should not be
narromy interpreted. In particular, in the context of
t he exam nation procedure the word "grounds" does not
refer merely to a ground of objection to the
application in the narrow sense of a requirenment of the
EPC, but refers to the essential reasoning, both |egal
and factual, which leads to the refusal of the
application (cf. Case Law of the Boards of Appeal of

t he European Patent O fice. 4th edition 2001,
VI1.B.3.86).

According to Rule 51(3) EPC every communi cati on

pursuant to Article 96(2) EPC shall contain a "reasoned
statenent” supporting each objection to the application.
Al though it is clearly inpossible to state in general
terns when a statenment has been sufficiently reasoned

to comply with Rule 51(3) EPC, it can be said that the

| ess evident the objection is the nore el aborate the
reasoning has to be in order to allow the applicant to
respond to it.
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Al though an invitation to the applicant to identify the
basis for the clains may help to expedite the exam ning
procedure, it does not create any obligation upon the
applicant nor does it affect the obligations upon the
Exam ning Division to conply with the requirenents
under Article 96 and 113(1) EPC

It was, therefore, necessary for the Exam ning Division
under Article 96(2) EPC to have issued a further

comuni cation, after having received the coments of
the applicant, identifying specifically the conbination
of features which were objected to and the reasons why
such a conbi nati on was not disclosed in the parent
application (cf. T 951/92, Q) 1996, 53).

For the foregoing reasons, in the Board' s judgenent,

t he communi cati on of 6 Septenber 1999 did not contain
the essential |egal and factual reasoning |eading to
the finding in the subsequent decision that the
application did not conply with Article 76(1) EPC. The
decision to refuse the application was therefore issued
in violation of Article 113(1) EPC.

Thi s anpbunts, however, to a substantial procedural
violation within the nmeaning of Rule 67 EPC, and in the
Board's judgenent, it is equitable that the appeal fee
be refunded.

The Board further considers that the decision of the
Exami ning Division to refuse the application in suit
does al so not contain the necessary |egal and factual
reasoning as to why the application did not conply with
Article 76(1) EPC. Apart fromthe general statenent
speci fying that the Exam ning Division could not find
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any hint in the parent application that the invention
could be anended in the particular way |eading to the
conbi nation of features of the independent claim]1,
there is no factual reasoning identifying the objected
features nor the reasons why they could not be conbi ned
as in claim1. The applicant had, furthernore, pointed
out in his response to the official conmunication where
the basis for the various anmendnents to claim1l were to
be found in the description. There is no discussion in
t he decision, however, as to why the indicated passages
of the description do not provide a basis for the
amendnents to claiml. It is left to the applicant and
to the Board to guess the factual reasons for the

obj ecti on.

Rul e 68(2) EPC, however, requires inter alia that the
deci sions of the EPO which are open to appeal shall be
reasoned. This nmeans that the |legal and factual
reasoning leading to the refusal has to be set out in
the decision so that the parties to the proceedings
know t he case which is to be answered and the Board of
Appeal may exam ne the contested decision

(Article 110(1) EPC).

Thus, there was a further substantial procedural
violation, since the decision to refuse the application
was not reasoned in the sense of Rule 68(2) EPC.

Nei ther in the conmmuni cation of 6 Septenber 1999 nor in
the decision to refuse the application did the

Exam ning Division rai se objections based on

Article 76(1) or 123(2) EPC against the subject-matter
of the dependent clains. The appellant has submitted in
the letter setting out the grounds of appeal detailed
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argunents as to why the dependent clains 2 to 9 fulfil
the requirenments of these articles. The application has,
nor eover, not been exam ned for substantive

requi renents of novelty and inventive step.

The Board, therefore, considers it appropriate to remt
the case to the first instance departnent to consider
the appellant's argunents on the dependent clains and
for the further prosecution of the case (Article 111(1)
EPC), ie further exam nation of the application on the
basis of clainms 1 to 10 as filed with letter of 11 June
2000.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the Exam ning Division for
further prosecution.

3. The appeal fee shall be reinbursed.
The Regi strar: The Chai r man:
D. Meyfarth R K Shukl a
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